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Japanese IP Topic 2008 No. 16 (English)]
Coca Cola's "Contour Bottle" is protected as
three-three dimensional trademark

In its review of the Japan Patent Office (JPO)'s
decision in The Coca Cola Company v. Japan
Patent Office (IP High Ct., May 29, 2008), the IP
High Court overruled the JPO's rejection of Coca
Cola's application to register the shape of its
returnable bottle, and held that Coca Cola's
returnable bottle shape would be registered and
protected as a three-dimensional (3D) trademark.
3D trademarks were introduced into the Japanese
Trademark Act in 1996. 3D trademarks had also
been protected by the Unfair Competition
Prevention Act, but only if they were famous. In
the Coca Cola case, the court found on the facts
that Coca Cola's returnable bottle shape had
acquired distinctiveness through Coca Cola’s use.
These facts include: (i) the Coca-Cola returnable
bottle shape's long history in Japan (since 1963),
(i) its good sales performance, (iii) the large
investment made on advertising it; (iv) survey
results which showed that it was discriminating
(i.e., 60% to 80% of examinees identified
uncolored and unlabeled glass bottles of that shape
as Coca Cola products); and (v) that the plaintiff
had used it exclusively for many years.

This opinion should be a good precedent for how a
3D mark can be found by the Court to have
acquired distinctiveness, because bottle shape had
not been found distinctive in the past two
precedents, i.e. Yakulto Honsha Co. Ltd v. JPO
(Tokyo High Ct., Jul. 17, 2001)[milky drinks
bottle] and Suntory Co., Ltd. v. JPO (Tokyo High
Ct., Aug. 29, 2003) [whisky bottle].

(By Naoki Iguchi)

[Japanese IP Topic 2008 No. 16 (Chinese)]

] VAT A HSORERAEE A 0 SLAR R AR

H A ey 558 B = B BT 2008 4F 5 H 29 H il
BRI RV IT AN TN A A%, ARV RT 1A o il



SRR AL TR I R ST AR RS bR 2 BR Y H A
FIbRYET 1996 SE5 | RESAARFIAR IS, 7ERZ
BRIV E A L N e R N o I eS)
PR 7ERT AT AR e, vhBeiA Sk vl 1 a) iR i
RIMMTIRIE T- LU LA B i, B4 78 2 1] 3
B (D)7 HAE GG 11 1963 4F, HAKA
s (2) B RIFMaTE NS Q) e
e ERCR TSR (4) W4 L BoRix
Fr e LAFE G Chn 60%31 80%1)52 18 7 2 R 2% 5l
A B B AR bR 28 1 8% 385 A w] AT R il 2R
s (B) FEBLSEHh, JRA B s iz i AR i 2
o HTFLMETRIRZI (Rt R SR 2001 4
T 1T HAEY FEAGR LB R
SEvEe 2003 4E 8 H 29 H AW P& T 5 28
ARV ZA) TFASRAETE MY LR 5 WA e (1)
DL, Ko ST ST AR R bR AT e, R T R
W, CRRRImIR R B8 T30

(G e BT

Japanese IP Topic 2008 No. 17 (Japanese)]

KR OEEAOBMNZ B & 3 HFTIEHE
DRIFILFEREE ﬂ%?ﬂ%f%é&bt
REEHPCER 20457 H 10 A)

FI AT 3 W TREFFIT O 58 JEH5 1T b
%ﬁ@ﬁ®#&#%$?éhf@ﬁéh&m
HH HMEETHLLT LMK — T
W TR UL om0 il 2 T L&
L7,

ﬁﬁﬁ(%*dﬁﬁ) . RATIESRHIEE R DY
/El\ N uﬁjkj\ﬁ %E%IO) ;kI/E\ L/DI/\TDTIE%
*@é&%\%® N NS el NOR N ORA D
TRH ZEMTFEINLTWDELFE LI,z
i, FEREN 2 oH -T2 5A . #ERE212-o0
TOFTIEDFTIEEMZ TR LR WIGE  ARIZE
KRIELICOWTOFTENTEE AL FRE LT
W2 LChH iR E LCETIEIIRD b EY
oo FFFFITIZRER M B ZD X 91
mmﬁ%%ﬂ%m L7z T,

kI, & 2 AN, FTIEEROGAITE L
éﬁ&w%ﬁﬁé%wkﬂMLibtgﬁﬁb
B EEIT, B R O®FE OWREHE &2 B i &
T HETIERERIL, §ERIAMIZ N FTRE 72 FFET 22
I T AR TFETHD &) IUTIER L,
BRI O B & WO BLE G FTIEORIER
FHRIEI W& LRI L E L, BRI
WL BRI 2 I DOWTCOFTIEDN T EEH 2 F

ZHEHAR - TEY .,

July 2008/Vol.4

LW EDAHREZHEBE LT GERELICD
WTCOFTIEEEZ W25 2 & < &TOET
EZBORD> T RFFT - R i sk 2 358
Wopk 18 AE(AT/)H 10314 5) DM % EiE &
L. FFFTIRED 9 B, §5RE 1 IR D85 %
Bl L 7= /\%:E&@{E LE L7z, 7o, Mok

KRIAICIZ D IZOWTO EEITEHESNT
Wb DT, #*fﬁf“ﬂ%mi)) HREEICEEST D 2
EHUREREINTNWD Z LIy £,

AREF TR R REP LIS T 2R ENE
BEOFRFLORI T L7223, RIS IR EE2h 354
; Kﬂ?é%%@%ﬁ%ﬁbfﬁ‘btﬁo

ki, BN HEE RIS T o & L
Tfﬁﬁ EROFPHOWHEE B L L TREk S
ADETIEIZ DWW T b | GERAREIZZE O R % f]
Wro &L LibolfifsnEd,

708 BT IEZ RFiES DR OB FBL D
—OZ HFH OB EGEFEE DT A
ZEMT D & D B FEIT, FEET ) &k
Lt&miﬂﬂ&k%@%@ﬁﬁﬁ&_ow

i D72 20 42 4 H 24 BRI (RIC L H—
m%ﬁ)kﬁ%kﬁbhit(ﬁm%%)

[Japanese IP Topic 2008 No. 18(English)]
Recent Trend of the Damages for Patent
Infringement Awarded by the Japanese Courts

In most of the Japanese patent infringement suits,
like in other jurisdictions, recovery of damages for
patent infringement is sought in addition to
injunction relief. However, it is fairy rare for
damages to be rewarded for patent infringement.
There was a major amendment to the Japanese
Patent Law in 1999 in relation to patent damage
(the "1999 Amendment"). The 1999 Amendment
was promoted by the government and intended to
strengthen IP protection in Japan. Article 102(1)
of the Japanese Patent Law was introduced by the
1999 Amendment, which provides that the
presumed damages incurred by a patentee may be
computed using the following formula:

(The presumed amount of the patentee's
damages) = (Number of products sold by the
infringer) x (Patentee's profit per unit of
products that would have been earned but for
the infringement)

Since the 1999 Amendment, the majority of
commentators believe the level of the patent
damages have increased. After conducting a
survey, however, I would like to cast some doubt
in relation to this common belief.



I have conducted a survey in relation to decisions
of the Tokyo and Osaka district court cases that
were rendered from 1999 to June 30, 2008. There
are approximately 750 cases in total. ~Among
which damages were finally rewarded in
approximately 90 cases only. (Here, cases where
damage awarded by the district courts but reversed
by the higher court are not counted.) In 2007,
there were 104 district courts' decisions, however,
in only 24 cases damages were rewarded. Since
1999, the courts have found damages in
approximately 10 to 20% of the cases only.

One of the reasons for such infrequent award of
damages is due to Japanese court's attitude - if the
Japanese court has impression that the patent is
valid and infringed, they tend to proactively
suggest that the parties should amicably settle the
case. They would usually propose the parties to
enter into a license arrangement or that the accused
infringer to cease the manufacture and sales, and
that the patentee withdraw from damages claim,.
On the other hand, where the court has the
impression that the patent is invalid or not
infringed, there are few options that the courts may
propose to the parties - the defendant tends to be
inclined to simply receive a decision finding
non-infringement and/or invalidation of the patent.

The level of the patent damages was increased
since the 1999 Amendment. However, based on
the following result of the survey, it seems that the
level has not further increased since 2002. I have
identified five decisions in which the highest
amounts of damages were rewarded as follow:

[Ranking of the Patent Damage Awards from
1999 to 2008]

e No. 1 JPY 3,500 million (approx.
US$ 35 million) (The Tokyo District
Court (“TDC”), October 12, 1998.
Cimetidine case)

e No. 2 JPY 1,532 million (approx.
US$ 35 million) (The Tokyo High
Court, October 31, 2002. Tranilast case)

e No. 3 JPY 1,274 million (TDC, June 27,

2002)

e No. 4 JPY 715 million (TDC, January
28, 2000)

e No. 5 JPY 433 million (TDC, December
21,2001)

All the five cases were decided from 1998 to 2002.
There is an unofficial record where JPY 7400
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million damages were rewarded, however, the
patents were invalidated and the decision was
reversed and finalized by the higher appellant
court.

One potential analysis for the reason that no higher
record has been made since 2002 is that the parties
have gotten accustomed to the computation under
the 1998 Amendment and the parties have been
convinced by the court where the court has an
impression that the patent is valid and infringed
and the amount of the damages would be high.
Another analysis is that the defense counsel and
the courts have become more sophisticated in
arguing and judging the factors decreasing the
amount of patent damages, e.g., (a) the capability
of the patentee (if the amount computed exceeds
the amount attainable by the patentee in light of the
capability of the patentee to commercialize the
patented invention, such exceeding portion shall be
deducted and (b) special circumstances (where the
patentee would have been unable to sell the
assigned quantity in whole or in part, the amount
for the number of articles not able to be sold due to
such circumstances shall be deducted.). (By
Yoshikazu Iwase)
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[Japanese IP Topic 2008 No. 19(Japanese)]
IP High Court showed the new test with respect
to correcting the claims

Under the Japanese Patent Law, corrections to the
claims, specifications or drawings, to be filed by a
patentee after that patent has been granted must
meet several conditions in order to be permitted.
They include the condition that the correction must
be within the scope of the claims, specifications
and drawings filed at the time of the application for
the patent. The examination guidelines of the
Japan Patent Office (JPO) indicate that this
condition is strictly interpreted. For example, only
(i) those matters described in the claims,
specifications and drawings filed at the time of the
application for the patent and (ii) those matters that
are obvious by implication of (i) are permitted to
be corrected after the patent has already been
granted. However, this is too strict to allow
corrections to be filed in order to avoid accidental
conflict with others' preceding patent applications
which were not publicly available at the time of the
filing application. The examination guidelines of
the JPO provided for an exceptional test for such
cases.

In a decision on May 30, 2008, rendered as the
fourth decision by the board of five judges
including all chief judges of all divisions, the IP
High Court stated that the test for this condition
should be the same for every case where the
patentee wants to make correction to his patent.
The IP High Court then provided that the new test
would allow the correction so long as it did not
introduce any new technical matter. The new test
appears to be more flexible than the examination
guidelines of the JPO. We should watch how the
JPO reacts to this judgment.

(By Yasufumi Shiroyama)

[Foreign IP Topic 2008 No. 4 (Japanese)]
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[Japanese IP Topic 2008 No. 20(English)]

Tokyo District Court Decision Regarding
Copyright Infringement by Internet Streaming
of TV Programs

New services are developed and provided to keep
pace with the ever-increasing usage and
importance of the internet. One such service is
the online distribution of TV programs. This
service typically entails a provider (an internet
venture company, in many cases) using servers for
the recording or real-time streaming of TV
programs. The provider then transmits such data
through the internet to users who view the TV
programs on their individual PCs. As might be
expected, the provider, due to the provision of
these services, may face copyright infringement
claims by the copyright owners of such TV
programs.

On June 20, 2008 the Tokyo District Court
rendered a decision regarding real-time streaming
of TV programs (“Maneki-TV’). The Court ruled
that such service did not infringe the copyrights.
Unlike all previous similar cases, this is the only
one to be ruled as non-infringement.

The main issue in copyright infringement cases
regarding such services is whether, when looking
at the entirety of the infringement activities, one
who substantially controlled the infringement
activities should be deemed the infringer even if it
did not physically commit such activities. This
standard was established by the Supreme Court on
March 15, 1988 in the “Club Cat’s Eye Case”.
Therefore, if it is shown that the party did not
substantially control the infringement activities,
such party will not be held to have infringed the
copyrights.

In Maneki-TV, there were several facts that lent
themselves to the argument that the provider did
not substantially control the infringement activities.
Although the server was housed in the provider's
office, which may lead to the conclusion that the
provider controlled the transmission, the users
actually purchased and owned the server.
Importantly, the server used was commercially
available and no special software was installed
thereon. Further, the server and the user were
engaged entirely in one-to-one correspondence
whereby the data transmitted from a certain server
could be received by only one corresponding PC.
Therefore, this was not a public transmission
server. Moreover, the access to the server by the
user did not involve any certification proceedings



provided by the provider; rather, each user could
directly access the server through the internet.
Considering the lack of control by the provider and
any public nature of the transmission server, the
Court determined that the controlling entities were
the users. Hence the Court ruled that the provider
did not infringe the copyrights.

Regarding the service whereby recorded TV
programs are transmitted, there are no precedent
rulings finding non-infringement of the copyrights.
In prior cases the providers substantially controlled
the TV recording and the transmission thereof and
were considered to be "controlling" the infringing
activities. However, in light of the Maneki-TV
decision, if a provider can build a similar system
involving the usage of a commercially available
server, the wusers’ ownership of the servers,

one-to-one correspondence, and no certification
proceedings for the access to the server, such
recording and transmission
determined
copyrights.

service may be

to be non-infringement of the
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