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[Japanese IP Topic 2016 No.12 (English)]

The IP High Court awarded damages on Article
102, Paragraph 1 of the Patent Act in patent
infringement case (Intellectual Property High
Court, June 1, 2016)

With regard to damage awards in patent
infringement cases, Article 102, Paragraph 1 of
the Japanese Patent Act allows for damages to be
calculated based on the profit per unit of the
patentee multiplied by quantity of the infringing
products sold by the infringer to the extent of the
capability of the patentee. Under the provisory
clause of Article 102, Paragraph 1, if any
circumstances exist under which the patentee

would have been unable to sell some amount
among the actual quantity of the infringing
products sold by the infringer, the amount of
damage awards is reduced depending on such
amount.

In the present case, it was disputed whether the
provisory clause of Article 102, Paragraph 1
should be applicable in circumstances where
there were competitors of the patentee other than
the infringer and the price of the patentee’s
product differed from that of the infringing
products.

IPHC noted that the infringer bears a burden to
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show circumstances under which the patentee
would have been unable to sell some amount and
that such circumstances included existence of
competitive products, sales efforts of the infringer,
performance of the infringing products and
dissimilarity of the market for the infringing product
and that for the patentee’s product.

In the present case, the infringer asserted
existence of competitive products and dissimilarity
of the products market, as the circumstances of
this case.

Regarding the competitive products, IPHC found
that there were competitors of the patentee other
than the infringer. Nevertheless, IPHC ruled that
the existence of such competitors was insufficient
to trigger the application of the provisory clause of
Article 102, Paragraph 1, noting in particular that it
was not established that the bag breaking
machines sold by such competitors had effects
similar to those of the claimed invention and that
the share in the market for bag breaking machines
or the price of the machines sold by the
competitors were not clear.

Regarding the dissimilarity of the products market,
the infringer argued that the market similarity
should be denied in light of the difference of the
average prices between the infringing products
and the patentee's products. Although IPHC
determined around 6.5 million yen as the average
price of the patentee's products while around 3.5
million yen as the average price of the infringing
products, IPHC held that the market similarity
could not be negated by reason that the products
were targeted to not general consumers but
companies, and the lifetime of the product was
several years.

IPHC
circumstances existed to reduce the amount of
damage to be awarded under Article 102,
Paragraph 1 of the Patent Act.

As a result, concluded that no
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The IP High Court denied infringement under
the doctrine of equivalents in the light of the
previous judgment of the IP High Court’s
Grand Panel (Intellectual Property High Court,
June 29, 2016)

In this case, the Plaintiff brought a law suit seeking
an injunction against the Defendants to stop them
from importing and selling their products and to
demand compensation for damages. The Plaintiff
argued the import and sale was an infringement of
its patent which is directed to an invention related
to a chair with swing function (“Invention”) under
the doctrine of equivalents (‘DOE”). The IP High
Court (“IPHC™ dismissed the appeal on the
grounds that the first and fifth requirements of the
DOE were not satisfied. The judgment on the
first requirement of the DOE is explained below.

The Invention is a chair for infants with an
automatic swing function (“Swing Chair”) adopting
a solenoid actuator as the swing control system
and a method using pendulous rods set at (at
least) two points along the swing direction to hold
the seat (“Two Rods Holding Method”). The
patent specification describes an invention of a
Swing Chair adopting a solenoid actuator as the
swing control system and a method using a
pendulous rod set at one point along the swing
direction to hold the seat (“One Rod Holding
Method”) as a prior art. The problem with this
prior art is that the rotational moment is increased
by the deviation of the centroid when an infant sits
near the edge of the seat, which is to be solved by
the Invention adopting the Two Rods Holding
Method.

The accused product is a Swing Chair adopting a
solenoid actuator as the swing control system and
a method using wheels set at two points along the
swing direction under the seat to hold the seat.
In other words, the accused product does not
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adopt the Two Rods Holding Method but has two
swingable points holding the seat in common with
the Invention. In connection with such difference
between the accused product and the Invention,
one of the primary issues was whether the
accused product constitutes an infringement
under the DOE.

As for the ‘essential part of an invention’ under the
first requirement of the DOE, the IPHC presented
the following standards, which are the same with
the standards presented in the previous judgment
of the IP High Court's Grand Panel (Intellectual
Property High Court, June 29, 2016) (“Grand
Panel Judgment”) (please refer to our Japan IP
Enforcement & Transactions Newsletter Vol. 1
(April 2016)):

() The essential part of an invention shall mean
the characteristic part constituting the unique
technical idea non-existent in the prior art, in the
description in the patent claim. If the degree of
contribution by an invention is high when
compared to the prior art, the essential part is to
be identified as the superordinate concept of a
part of the patent claim of the invention. On the
other hand, if the degree of contribution by an
invention is not so high, the essential part is to be
identified as almost the same thing as described in
the patent claim of the invention.

(II) Besides, if what is described as the previously
unsolved problem in the patent specification is
objectively insufficient in the light of the prior art at
the time of the patent application, the
characteristic part of the invention shall be
identified taking account of the prior art not
described in the patent specification as well. In
such case, the essential part of an invention shall
be closer to the description of the patent claim as
such and the scope where an infringement under
the DOE is found shall become narrower, as

compared to the case where the essential part of

an invention is to be identified only based on the
patent claim and specification of the invention.

The IPHC held that adopting the Two Rods
Holding Method in the Swing Chair is well-known
art and that the description of the patent
specification is objectively insufficient in light of the
prior art. Further, the IPHC stated that the
essential part of the Invention must be identified
based on a comparison with the above well-known
art as the prior art at the priority date as well as the
description of the patent specification. Based on
the above, the IPHC assessed that the degree of
contribution by the Invention, which only adopts a
Two Rods Holding Method instead of the One Rod
Holding Method, is not so high and identified that
the adoption of the Two Rods Holding Method in
the Swing Chair with solenoid actuator as the
essential part of the Invention. Although the
Appellant argued that the adopting two swingable
points holding the seat was the essential part of
the Invention, the IPHC rejected this argument
stating that it ignores the rods which are a
component of the Two Rods Holding Method.
Based on the above, the IPHC concluded that the
first requirement of the DOE was not satisfied.

This case would provide a useful guideline as to
such circumstances where the essential part of an
invention shall be identified by taking account of
the prior art not described in the patent
specification in terms of the firs requirement of the

DOE.
Shigenobu Namiki
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IP  High found that Plaintiff's
configuration of goods is not qualified as “an
indication of goods” wunder the Unfair
Competition Prevention Act due to the lack of
“Noticeable Feature” (Intellectual Property
High Court, July 27, 2016)

Court

In this case, Intellectual Property High Court (the
“IPHC”) ruled that a configuration of goods would
be qualified as “an indication of goods” stipulated
in Article 2, Paragraph 1, iteml of the Unfair
Competition Prevention Act (the “Act”) if: (i) such
configuration of goods has a noticeable feature
compared to other goods of the same kind (the
“Noticeable Feature”); and (ii) such configuration
of goods is well-known among consumers as an
indication of the origin of the goods (the
“Well-Known Indication”).

The factual background of this case is as follows:

(A) Plaintiff sells chopsticks named “Edison’s
Chopsticks” for little children to teach them
how to use chopsticks. The chopsticks have
the following features (the “Plaintiff's
Configuration”):

(@ A pair of chopsticks is bound and
connected at upper end or upper side;

(b) One of the chopsticks has two rings on a

first finger and a second finger; and
(c) The other chopstick has a ring on a
thumb.

(B) KJC Corporation, a third party in this case,
manufactured and sold “Edison’s Chopsticks”
and Plaintiff had been a distributor of the
goods, and sells around 50% of all of
“Edison’s Chopsticks” ;

(C) Defendant sold chopsticks named “Deluxe
Training  Chopsticks” (the “Defendant’s
Products”); and

(D) Plaintiff sought an injunction to prevent the
production and distribution of the Defendant’s
Products, an order for disposal of Defendant’s
Products and a claim for damages on the
ground that the Plaintiff's Configuration is
qualified as “an indication of goods” stipulated
in Article 2, Paragraph 1, item 1 of the Act,
which is recognized as an indication of
Plaintiff's goods, and Defendant used the
Plaintiff's Configuration in the Defendant’s
Products, so that the
confusion as to the origin.

indication causes

As to the Plaintiff’'s assertion above, Tokyo District
Court ruled that the Plaintiff's Configuration is not
qualified as “an indication of goods” for the
following reasons:

(1) Although a configuration of goods does not
intrinsically have a purpose to indicate the
origin of the goods, a configuration of goods
would be qualified as “an indication of goods”
stipulated in Article 2, Paragraph 1, item 1 of
the Act if (i) it has the “Noticeable Feature” and
(ii) the “Well-Known Indication”;

(2) However, if a configuration which inevitably
derives from a function of goods were
protected as “an indication of goods,” this
would impede fair competition, and therefore,
such a configuration is not qualified as “an
indication of goods”;

(3) The Plaintiff's configuration, on a whole,
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derives from an indispensable form to achieve
the function to fix fingers at a proper position
by the rings; and

(4) Therefore, Plaintiffs Configuration is not
qualified as “an indication of goods.”

Plaintiff appealed to the IP High Court. The IP

High Court upheld the above judgment (1) and (2)

of the Tokyo District Court and further stated as

follows:

(5) Even if a configuration derives from a function
of goods, as long as there is an alternative
configuration of goods, the former
configuration may be qualified as “an
indication of goods”. However, it would be rare
that such a configuration has the “Noticeable
Feature,” and therefore, in many cases, such a
configuration would not be qualified as “an
indication of goods.”; and

(6) Although the Plaintiff's configuration does not
derive from an indispensable form to achieve
the function, the Plaintiff’s configuration should
be regarded as a common form, and therefore,
it lacks the “Noticeable Feature.”

The findings of facts as to whether Plaintiff's
configuration derives from an indispensable form
to achieve the function are different between the
judgments rendered by the Tokyo District Court
and by the IPHC. However, it seems that the
standard as to whether a configuration of goods is
qualified as “an indication of goods” is the same in
both judgments. Also the standard is substantially
in line with the one adopted in other recent cases
(e.g. IPHC, December 26, 2012, and Tokyo
District Court, July 19, 2016).

Besides, it appears that the IPHC’s judgment (5)
above elaborates on the Tokyo District Court’'s
criteria as to whether a configuration of goods is
qualified as “an indication of goods.”

Yuta Qishi
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FESE 12 A 31 B, TEmE7 U 7EEES (ASEAN) |
10 yErEAROE S BRIELTSEHKEFEEZELT
&% B89 TASEAN #2AFHRAR(AEC) IN R ZL.
6 BAODAOZEIHIERGREFENHELEL
f=o ZOMBDORESO, HARNOO BRI M.
HENTHLIEFDOHE AN, BRMBZEIZESTD
ASEAN OEZE ML, SFETU LEIZEF>TWET, F
TH AR 7L ASEANR KD 25 ADAO
BT EMBTHHI EN D, BRDEIZEST, &b
BILDDOEWNED—DTY, ESAN AVRRIT DA
MIRIEIL, EEEWACEFEINTODEIEE S
=, AR T ERFIE, TASEAN RIBYBAEEH H1E
IS (AWGIPC) IA\RE L1z ASEAN HIABA BEHEST
FEHE A>T, IRYYRTORMIL F OO ERRE
HA~DOMEE. S EEE AR CIRA - HARTA
VOFEE. MM REOEFEEIVNTNET, 20—
BRELT, 2016 8 A 26 HIZIEHN ST ENBITS
N, FHRKREFBEEL BT FELE>TVET, B
T AVRRSTIZHIT B LR 2 DOHIEEDHRA VN E
TIHRNLET, 4H. REBIEEDRBIEEELR
NEKTY,

(KIEREFE]

OESMM  HERTRFFEICBVTIE. FLOFRMN
fF EHERIHER GERIEUCH) EORRIZ DV TEHEEIZE
HENTWERTATL, METIE, AVFRSTHB
MERRDGP)A, 3 FEEKILWEo-FER(IE, FHaF
BENXISREAFETHIEORIRIZEOE FF
EEICHLTRIWVETFFESOZIVERIREEMAT
HZEELHREINTOELE, #2T 5. ROLSIC
BESNFELECATIE, REBROEFEDEX),

Rrar =58 126 (1), THIRIOF ML, FFFEED
FEITEMD 6 ¥ AURIZITHRTAIRRSEL, |

Rrar A58 126 &(3); TLIRBROFSMAIE. BFEORK
HARATHRALRARATHSED 1 7 HEE
TIZAT58DET %, |

R 128 (1), TEE 126 RISHET 2544 H
FIZEHONEHEARICHA LG A FrEFITER
HLEEESND, |

REFES 136 &, THUHLEZEE SR XIE=x
FEHEDIEF BICIX, FAFHEOMAEHITERALR
LYo |

COWEITE>T, HERFHFEDOHEITA (2016 F 8
A 26 B)URICFEESMNMEIRZ D Z 2553 I2BAL T
X, EE&NEKIWTHNIE BCELIESSh, &4
DM EHBLEEDTEZBRYFET, 5, 2016 4 8
A 26 B&URINICESMAEIRZ M A =453 IZBAL T
(. IBE(REFEZFRNABERAINETOC, Bif
BIIZIE ERROLSICBIRIRAE SN DA REMEAEY
9. DGIP OSEORIEE, 5IEHKE FRTINE
NHYZITT,

QAEEBE BEEEE. 1VRRITOHMEBREIC
BITEIREZTRFREELTETON, ZTOBREKD—D&
LTIASEAN /&1 (ASPEC) | 0SB E /N
4 (PPH) IDEAMNZEMRINTNSEZATY, ThiIS
MAT, SEOREFHFEL. ERBEHME. #
kD 36 £ AMS 30 4 BIEiELEL- (BFrFEE 57
). COWIEITKY, BEEEEVSFEEDEHEA
FIhZEd,

QN EHEBHRIU: IHETE. HEARKICETS
BRI M EITFELELLY RERIFELE
HELEEATLz, SBOBIETE, F5EREZRIL
FEABASNEL(BFES 64 &% 70 ).
EERBUTHRIFFERR 9 yALURESN(E
EEB 70 £(2) BHERRICLO>TEESNET
(EEES 64 5:(1)),

@/NEFRFORER REBEIEKR /NFFF (B ADEA
HRICHEY) ICLIREIRE, ChETIRB UL
KE RN TOELED, SROHBIET, REX
RICTTEIZECE’AESNELZEFHFEBIF
(2)).

OO0 EERICHRIBTREEDORBF M (K
FEH 93 ). BB RAEE (RES 12 )220
TH BETOHEMNTOhIELE, SRIE, BEHRNE
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HIZISCT, AERFEDERE IR T DIVENDD
LRHLNINFET,

BE. WERFEICE FHFESCLIFHERER
BUFEHEE 20 R)CE=ZFXMEBHIZRLET(
VAT ERBREFHFEE 79 INTDHLNTH
Y, CNODBEICHIENAMETT, Iz, BIEDH
HFEEZERFICELTL M VRRS7ERANOHEME
BRBIBRDINENEENTVET, ChoDREIC
DWTIE FFEREHOBR. EREFOSRIOE
#&. TRPS MELODEEEEREHLIEHEE
. SEOERZIRITDIVENDHIERONET,

[KIERERE]

OREMR BRECLDIREIERAMETESN, Wb
WA EER ] CLAEER. BEE. RAT I A
BER) NMRENRICETNDLIICBYET, BEHIC
EDLIBEBRDEHENRBOONLDN, SEDEE
EBNEBSNET,

Q=R)yRFOIL I BIZHSERBEES S R *R
T7IE RRYyRTAORLADOMBEREHEFEINT
Wzklh, Sk ERICMBETEHETY, IRJUR
TOMILDFERIZKY, A URAS T ADREIZE Gk HEE
NA B BT TE REMNORE (REHNE b
LIZH I AVRRV T TOBEORE/LLHAZFS
nEY,

QHMBEAR AT R SEHEDHTLEL, SHKD
HETHRARGIENEASNES, SHIZLY. F
—EOBRBREHRHMERRICRMNT bR
U—i—a_o

@zt EREFRONE. #F B ex, FhciiE
OEFFHLAME. FICELTHRENGENELT,

BHE. ELBRORE. FICERERLERLOR
BREHHE(UIERER)IEI 2T EHEH (8
BRESE 6 £(2) 12DV T, =B BaAFEREN
BEHASNTOET IEAERSINIL LWhpD
B RERN ERD—DLR B RIREMHHYE ST DT, &b
SOERLTEINET,

PLEICHBLIEELSIZ, AR 7O &I EX, B

REZEITESTERALRLTNEDELBYDDHDENZ
£9. AT IR - HARSA DHEIEFEHELDL
TWRWRE, ERE TORMESF A AT EEMED &R
TREBBNHDIZELBETITE T A, 5|EHEEE
9 AHILEERCH EERR R ODVWTOT YTk
BRIERNENEELNZDTLLD, (FIL EH)
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[Foreign IP Topic 2016 No.2 (Japanese)]
AI—FIFVDBEEBRIRITHAURHOEE
[ZBAL. AX—rIAV2EDOFIBEEEREEC 3 &
9900 ARILDEEEE MR REMHIEL-HKEE
xS F(Samsung Electronics Co. v. Apple Inc.,
No. 15-777)

REE AR—FTF Y DTARTLA D DEEIZD
WCTHAUVRF (AT I RET A URFDEETD
7Lt (Apple Inc) AN, B AR EF+ (Samsung
Electronics Co., Ltd.) DELERRFE S DAY —hT+HY
AT HAUEHFEBRETHELT BEEREEEZRD
EEETY AT HFAURHFDO—DTHLIKETY
A4 HEDB604305 B Tl&, FaEIZ5IALELSRY
FIL NI A=A ETT— AR DOEFEHMEF Xt
LLELTIL—LSNTWET,

KEOKEEBRSHHA(UTKESHICHS
F2FRIE. LEEDOLI G, BAED—ERD (LEEDHI
'Gl;txv NIAVDT ST HILA—HF AR TT—X
DDEEEZEFNRET ITHAVFHFNMEES
m#i% 2. TOEEEEELELEDOLSIZETET DN
EWVSRIZHYELZ, KYBKRWIZE, EIBEFIFE
289 ElE. THAUHFHFERET D& A (article of
manufacture) ZRFEFLE (X, TDFIEFBEEDRE
ECHEEEEEESEEHTNDEIA, COFIEIREE
DitExE AT HFAUFHFEREIIRERDIZD
WTITHDOD, BRZBEMBREEL AT I+ &
ERIZDNTIT OO EHLN=EDTT,

JRBEDEFB B FREFF AT (LLRICAFC DI, :&EF
FFEFE 289 FICE O ERR (REICLHFIEEER)
HETE I BB E & | (article of manufacture) &I,
THAUVRHFERETORENDZETCHRRELS
K(RETIERI— I+ VB R E2K)EIRT AR

L. YFEAR— T VIZDWNTOF IR EEE E A2
3 {& 9900 BRI DEEEERLEL, CAFC (&, ZD
HIrDOEHRELT, —ROBEBENAI—ITADER
REFERMEICEBATIIEETES, TOLIBEH
FRMEDNI &R I EERL BN EREEZEITELE,

CHITHLT, KEEe#E. 12 A 6 B, EBFHE
289 £mIE & | (article of manufacture) (&, SHEHE
[CERFESNIREERBEZTDEBOTMAE ST LR
L. L& CAFC O¥IREHELTCERT HtEZTLE
L=, KXEEHlEL. TOHWERTIZHIY. HEES
BL. larticle JIETHICTHEDLD I EZEKL.
Imanufacture JI& I R# 8 E FEYISHEBERNT
ADERICELEZLDICERIRT L EBKT 5L
M5, Tarticle of manufacture J(FBIZT F4EY (F %
WERWTHEINDLD | ZBKT DI dial
NFEL Tl TORIGERRIE, EBRFETTTE
(a) (TR JIRDEFR. MBINN DEMIGRRIEIC
THAVEHENMIESINEIEETHTD) DR
EBBETDHEBRANEL, ZL T TR B IZHERIC
IRFESN DR BDAHEIES LT CAFC DRI

DNTIE, FEEITKRL, EIBRFF A 289 FOXELE
ELBWEIERLEL,

fth 5T AEORKEEE LRI, BERNICAREIZH
WT, AX—F TV EZDRFERRDONT AT G |
ELCHEEEEAFETNELDAIZDONTILH & F
BRLELIZ (LI > TARERO BRI, EBRFE
289 £OT T, XRBREREELLELLHFRL
otz CAFC ¥REREL, ZRKEZD—ETHD
BEMDEEELL-FAELHBRINDIELEZRAIZHD
EWRFET), LEEDORRVZOHI BEAE (RKRERE
ZOEROVWTNERN—XIZEEBEETET 0%
R BEEE)ODNT AEDERLED CAFC D
W DIRHE. SBICIXSHROBLET 2HHF OB R A
FEEINET, (BE KK

Miki Goto

Bk KK
miki.goto@amt-law.com
Tel: 81-3-6888-5667
Fax: 81-3-6888-6667

©Anderson Mori & Tomotsune


http://www.amt-law.com/en/professional/profile/MIG
http://www.amt-law.com/professional/profile/MIG
mailto:miki.goto@amt-law.com

ARZa—ALA—DRRF, —RIGERRHTHY. ERNEENTINARATEHYEE A, BREVED
HEISVELES, TRAELTETTERBTERTEVNET LD, BREAVWELET,

This law bulletin is published as a general service to clients and friends and does not constitute legal
advice. Should you wish to receive further information or advice, please contact the below editor.

AZa—RALA—DFEEZEE LTDERYTY,
F#E L+ #%BE X (miki.goto@amt-law.com)
Editor:

Miki Goto (miki.goto@amt-law.com)

Tel: 81-3-6888-5667

RKZ1—RUA—DEEXIEZFDELEESHLEDGEICIE, BFHTT A, ip-newsletter@amt-law.com F
TOHERTIVNET LOBRENLET,

If you wish to subscribe or unsubscribe to this newsletter, kindly contact us at
ip-newsletter@amt-law.com.

RKZa1—ZALA—D/\yHF 2 Rx—(F hitp://www.amt-law.com/bulletins6.html ITTZEWNV=FEIFHE T,
Previous issues of our newsletters are available on the website of Anderson Mori & Tomotsune.
http://www.amt-law.com/en/bulletins6.html

ANDERSON Akasaka K-Tower, 2-7, Motoakasaka 1-chome
= Minato-ku, Tokyo 107-0051, Japan

MORI & TEL:+81-3-6888-1000

TOMOTSUNE E-mail:inquiry@amt-law.com

www.amt-law.com


http://www.amt-law.com/professional/profile/MIG
mailto:miki.goto@amt-law.com
http://www.amt-law.com/en/professional/profile/MIG
mailto:miki.goto@amt-law.com
mailto:ip-newsletter@amt-law.com
mailto:ip-newsletter@amt-law.com
http://www.amt-law.com/bulletins6.html
http://www.amt-law.com/en/bulletins6.html

