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[Japanese IP Topic 2016 No. 7 (English)]

The IP High Court found that the trademark “2
S9=" (FRANCK MIURA) is not similar to
the trademark “73>% =a35—" (FRANCK
MULLER) (Intellectual Property High Court,
April 12, 2016)

The Plaintiff holds the trademark registration of “7
Z 27 = (FRANCK MIURA)” (FRANCK in
katakana characters and MIURA in Kkaniji
characters, the “Trademark” and sells parody

products of “FRANCK MULLER,” which is an
expensive watch brand. Since the Japan Patent
Office issued a decision to invalidate the
trademark registration (the “Trial Decision”), the
Plaintiff filed this action to seek rescindment of the
Trial Decision. The IP High Court found that the
Trademark is not similar to any of the three cited
trademarks (“Cited Trademarks 1-3") and found
that the Trademark is unlikely to cause confusion
in connection with the watches sold by the
Defendant (the “Defendant’s Products”). Then,
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the IP High Court rescinded the Trial Decision.

Trademark:

750 =38
-——j

(* FRANCK MIURA,” FRANCK in

katakana characters and MIURA

in kanji characters)

Designated | Class 14 "Clocks and watches,

goods: unwrought and  semi-wrought
precious stones and their imitations,

keyrings and personal ornaments”

Cited
Trademark
1:

777 (“FRANCK
MULLER,” in katakana characters)

:17_

Designated | Class 14  “Precious metals

goods: (including “alloys of precious
metals”), jewelry goods, personal
ornaments (other than “cuff links”),
unwrought and its imitations,
unwrought precious stones, jewelry

and clocks and watches (including

“timekeeper goods”)

This article mainly introduces the judgment in
relation to: (1) whether the Trademark falls under
Article 4, Paragraph 1, Item 11 of the Trademark
Act (“Act”) in light of the Cited Trademark 1; and
(2) whether the Trademark falls under Article 4,
Paragraph 1, Iltem 15 of the Act.

Article 4, Paragraph 1, Item 11 of the Act prohibits
registration of a trademark that is identical with, or
similar to, another person's registered trademark
that has been filed prior to the filing date of an
application for registration of the said trademark, if
such a trademark is used in connection with the
designated goods or designated services relating

to the said registered trademark, or goods or
services similar thereto.

In addition, as a more general provision, Article 4,
Paragraph 1, Item 15 of the Act prohibits the
registration of a trademark that is likely to cause
confusion in connection with the goods or services
pertaining to a business of another person.

As to Article 4, Paragraph 1, Item 11 of the Act, the
IP High Court found similarities between the
sound evoked by the Trademark and that evoked
by the Cited Trademark 1, but stated that: (i) while
the Trademark consists of handwriting style
katakana and kanji characters, the Cited
Trademark 1 consists of only katakana characters,
and therefore, the Trademark and the Cited
Trademark 1 are distinguishable in the
appearance; and (ii) the Trademark evokes the
concept of a Japanese person or a person who
has some relationship with Japan with the name
“Franck Miura,” but the Cited Trademark 1 evokes
the concept of the Defendant's Products of a
foreign, expensive brand, and therefore, they are
significantly  different in  their  concepts.
Furthermore, the IP High Court stated that, (iii)
since there is not enough evidence showing that
only the sound of trademarks specify trademarks
and the origin of products in the designated goods,
the similarity in the sound evoked by the
trademarks does not exceed the distinguishability
of the appearance and concept, and even though
the Trademark and the Cited Trademark 1 would
be used for the same or similar products, the risk
of causing confusion of the origin of products
cannot be found. Consequently, the IP High
Court denied the similarity of the trademarks.

With respect to factor (i) (i.e., similarity of
concept) above, the Trial Decision stated that the
Trademark may evoke the concept of “FRANCK
MULLER” as a famous brand and therefore, the
concept evoked by the Trademark is similar to the
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one evoked by the Cited Trademark. In this
regard, the IP High Court stated that “since the
Trademark includes the language “ =" (“MIURA”
in kanji characters) which obviously shows the
relationship with Japan and the appearance
consists of the handwriting style characters
including kanji character, the entity evoked by the
Trademark as the origin is significantly different
from the Defendant.

The Defendant argued that the Plaintiff sold
products similar to the Defendant’s Products by
attaching the Trademark. In response, the IP High
Courts stated that the Defendant's argument is
unsupported as it is based upon the facts after the
examiner’s decision to register the Trademark.
Also, the IP High Court stated that even if such
transaction circumstances were to be considered,
it would be highly unlikely that the traders or
consumers confuse the Plaintiff's products and the
Defendant’s Products.

It appears that the Japanese Patent Office and the
IP High Court made different fact findings as to the
concepts evoked by the trademarks and also
made different assessments of the transaction
circumstances.

Regarding Article 4, Paragraph 1, Item 15 of the
Act, the IP High Court stated as follows: (1) the
Defendant’s trademark is well-known enough to
indicate that the Defendant’s Products are a
foreign brand; (2) the designated goods of the
Trademark are related to the Defendant’s
Products in nature, use and purpose; and (3) the
designated goods of the Trademark and the
Defendant’s Products are common of the traders
and consumers of the products. However, (4)
although the sounds evoked by the Trademark
and the Defendant's Trademark are similar, the
appearance and concepts evoked by them are
different, and (5) as for the designated goods of
the Trademark, the trademarks and the origin of

the products are not distinguished only by the
sound of the trademarks. Rather, regarding
“clocks and watches” among the designated
goods of the Trademark, the appearance and
concept of the trademarks are important and the
same applies to the other designated goods of the
Trademarks because it is related to clocks and
watches in the nature, use and purpose. In
addition, (6) judging from the fact that the
Defendant has not used the trademark, including
a Japanese family name or a place-name in Japan
for its business, there would be no risk of causing
confusion even when the Trademark is used for
the above designated goods. Therefore, the
Trademark does not fall under “a trademark which
is likely to cause confusion in connection with the
goods or services pertaining to a business of
another person.”

In this case, although the Court found that the
sounds evoked by the Trademark and the Cited
Trademark 1 are similar to each other, the Court
found that different concepts are evoked by these
trademarks because the Cited Trademark 1 uses
‘MULLER” in katakana characters while the
Trademark uses “MIURA” in kanji character. It
appears that the Court put emphasis on this
difference when concluding that these trademarks
are not similar to each other.

This judgment is for an action seeking
rescindment of a decision by the Japan Paten
Office.
disputed in a trademark infringement action, since

different factors can be considered, a court may

If the similarity of the trademarks is

reach a different conclusion.

Takashi Sakashita

T R
takashi.sakashita@amt-law.com
Tel: 81-3-6888-5859

Fax: 81-3-6888-6859
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[Japanese IP Topic 2016 No. 7 (Japanese)]
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and clocks and watches (including

“timekeeper goods”)

Trademark: — i -
720 = J%
(* FRANCK MIURA,” FRANCK in
katakana characters and MIURA
in kanji characters)

Designated | Class 14 "Clocks and watches,

goods: unwrought and  semi-wrought
precious stones and their imitations,
keyrings and personal ornaments”

Cited 777 X a7— (“FRANCK

Trademark MULLER,” in katakana characters)

1

Designated | Class 14  “Precious metals

goods: (including “alloys of precious
metals”), jewelry goods, personal
ornaments (other than “cuff links”),
unwrought and its imitations,
unwrought precious stones, jewelry
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[Japanese IP Topic 2016 No. 8 (English)]

The IP High Court revoked a decision of the
JPO that found an inventive step of a
pharmaceutical formulation with a new dosage
(Intellectual Property High Court, May 24,
2016)

In this case (“Case”), the Plaintiff requested for the
revocation of a decision by the Japan Patent
Office  which upheld the validity of the
patent-in-question (“Patent”) claiming tadalafil, a
kind of PDES5 inhibitor, with a new dosage for the
treatment of erectile dysfunction.

According to the JPO, the invention described in
Claim 1 of the Patent (“Invention 1”) and an
invention which was publicly known before the
priority date of the Patent (“Cited Invention”)
shared common features as they both have “a
pharmaceutical unit formulation containing
tadalafil for oral administration for the treatment of
erectile dysfunction in human,” but they differed
because:

- The Cited Invention describes the dosage as 0.5
to 800 mg/day whereas Invention 1 specifies the
maximal total dosage as 20 mg/day (“Difference
1"); and

- The Cited Invention describes that the unit
dosage includes tadalafil of 0.2 to 400 mg, the
Invention 1 specifies that the unit dosage
includes tadalafil of 1 to 20 mg (“Difference 27).

The JPO ruled that those skilled in the art could
not have easily conceived of Difference 1 and that
Invention 1 has a remarkable effect which was not
able to be predicted from the Cited Invention.
The JPO concluded that Invention 1 has an
inventive step without discussing Difference 2.

In this Case, the Court revoked the JPO’s
decision. The Court judged that because those
skilled in the art knew that sildenafil caused a side

effect by inhibithng PDE5 when it was
administrated to humans, they could have easily
recognized that tadalafil, which was also publicly
known as of the priority date, would also cause a
side effect similar to sildenafil. The Court also
stated that reducing side effects of a
pharmaceutical product while keeping its efficacy
is a common problem, and that those skilled in the
art would usually seek the dosage with the
maximal efficacy and minimal side effects. In
addition, since the Cited Invention had disclosed
that tadalafil has a higher inhibition effect against
PDES5 than sildenafil, the Court stated that those
skilled in the art should have been motivated to
use tadalafil with a lower dosage than that of
sildenafil, and therefore concluded that those
skilled in the art could have easily overcome
Difference 1.

The Defendant alleged that it was impossible to
determine a suitable dosage of a pharmaceutical
compound based on only in vitro test data that
was disclosed in the Cited Invention. While
accepting that the Cited Invention discloses only
in vitro test data, the Court stated that those
skilled in the art could have conceived of the
dosage of Difference 1 by referring to the dosage
of sildenafil and in vitro test data of tadalafil. The
Defendant also alleged that the Cited Invention
lacked an explanation of the method to determine
the dosage range, and therefore could not form
the basis for conceiving the dosage of Invention 1.
However, the Court rejected this argument by
stating that those skilled in the art could have
selected the dosage of Invention 1 in light of the
common technical knowledge as of the priority
date.

The Court also found that the effect of Invention 1
is not remarkable enough to support inventive
steps.

The case of the IP High Court, December 24,
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2014 (introduced in our IP News Letter vol. 1,
2015, as Topic No. 2 by Yosuke Kawasaki) was a
case that admitted the inventive step regarding a
problem similar to this Case. It appears that the
different conclusions in those two cases are
derived from the difference in facts as to what
those skilled in the art usually examine and what
kinds of common technologies those skilled in the
art usually refer to.

Naoyuki Goto

Bk B
naoyuki.goto@amt-law.com
Tel: 81-3-6894-2163

| Fax: 81-3-6888-6164
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[Japanese IP Topic 2016 No. 8 (Japanese)]
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[Japanese IP Topic 2016 No. 9 (English)]

The Tokyo District Court rendered a judgment
on the scope of a patent, the period of which
has been extended (Tokyo District Court,
March 30, 2016)

Background

The Plaintiff, who holds Japanese Patent No.
3547755  titled “pharmaceutically  stable
oxaliplatinum preparation” (the “755 patent”), filed
a request for a permanent injunction of the
manufacturing of “oxaliplatin intravenous infusion
‘TOWA" (the “Accused Product”), arguing that the
manufacturing and sale of the Accused Product
infringed the 755 patent.

Since the filing date of the 755 patent was August
7, 1995, the original patent term of the 755 patent
expired in 2015. However, the patent was
subject to several patent term extensions based
on the marketing approvals for the Plaintiff's
brand-name drugs. Accordingly, one of the
issues in this case was whether the patentee (i.e.,

the Plaintiff) could enforce the patent against the
manufacturing and sale of the Accused Product
during the extended patent term.

While the judgment of the IP High Court (dated
May 30, 2015) provided its opinion pertaining to
this issue in obiter dictum, the Tokyo District Court
has decided on this issue for the first time in ratio
decidendi.

Judgment

The purpose of the patent term extension system
is to enable patentees to recover the patent term
equal to the period during which the patented
invention is unable to be worked because one of
the approvals designated under Article 67(2) of
the Patent Act (i.e., approvals prescribed by laws
that are intended to ensure the safely, etc. or any
other disposition designated by the relevant
cabinet order as requiring considerable time for
the proper execution of the disposition in light of
the purpose, procedures, etc., of such a
disposition) (the “Specified Approval”) is
necessary to obtain for the working of the
patented invention.

In light of this purpose, the Court interpreted the
provision of Article 68-2 of the Patent Act as that a
patent can be enforced only against the
implementation of the patented invention
concerning the product which is subject to the
Specified Approval (or the product used for the
specified usage when the Specified Approval
limits a certain usage for which the product shall
be used) during its extended patent term.

(Article 68-2 of the Patent Act provides that an
extended patent right can be enforced only
against the implementation of the patented
invention for the product subject to the relevant
Specified Approval (where the specific usage of
the product is prescribed by the Specified
Approval, the product used for that usage).)

©Anderson Mori & Tomotsune



Specifically regarding patents covering
pharmaceutical ingredients, the Court stated that
a patent can be enforced within the scope
specified by the “ingredients (not limited to active
ingredients) and compositions” as well as the
“‘dosage and administration” and “indications” of
the relevant Specified Approval (i.e., marketing
approval) during the extended patent term.

The Court also stated that, in order to prevent
generic manufacturers from evading the
infringement by only making a minor difference
from the product subject to the Specified Approval,
the patentee should be allowed to enforce its
patent over the manufacturing and sale of
products when such a difference would be found
as addition or removal of commonly known or
used technology, or substitution with such
technology, without producing any new inventive
effect, at the commencement of preparation for
manufacturing and/or sale of the relevant generic
product, or at the commencement of a clinical trial
necessary for obtaining the approval for the
generic product.

Regarding the issue whether the extended 755
Patent can be enforced against the Accused
Product, the Court found that the Accused Product
is composed by oxaliplatinum, injection solvent
and concentrated glycerin, whilst the patented
invention is composed only by oxaliplatinum and
injection solvent. In the Accused Product,
concentrated glycerin had been added to prevent
oxaliplatinum from being decomposed, and such
addition of concentrated glycerin to oxaliplatinum
infusion is not considered to fall under the addition
or removal of a commonly known or used
technology or substitution with such technology.
Accordingly, the Court concluded that the plaintiff
cannot enforce the 755 patent over the
manufacturing and sale of the Accused Product
after the expiration of the original protection
period.

Comment

This judgment is significant as it clarifies the
extent to which an extended patent right can be
enforced in ratio decidendi.

According to the criteria shown by the judgment, in
the event where there is any difference between
the drug subject to the Specified Approval and the
defendant’s product in ingredients, compositions,
dosage and administration, or indications, the
patentee can enforce a patent regarding
ingredients of pharmaceuticals against the
manufacturing and sale of the defendant’s product
only when such difference: (i) falls under the
addition or removal of a commonly known or used
technology or substitution with such technology;
and (ii) does not produce any new inventive effect.
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[Japanese IP Topic 2016 No. 10 (English)]
The use inventions in the field of foods has
now become patentable in Japan

From April 1 of 2016, the Japan Patent Office (the
“JPQO”") changed its examination practice and will
now admit the patentability of use inventions in the
field of foods. The JPO’s Examination
Guidelines for Patent and Utility Model was
revised on March 23 of 2016 to incorporate this
change.

A use invention is defined as the invention based
on: (i) discovering an unknown attribute of a
product; and (ii) finding out that the product is

suitable for a novel use application because of
such an attribute. The admissibility of such idea
of use invention is determined depending on the
technical fields, and while the technical fields such
as medicines are allowed to widely exploit the idea
of use inventions, the field of foods had been
excluded from such technical fields.

However, with the recent trend of health conscious
lifestyle, the Japanese market scale of functional
foods for heath, which claim health promoting or
maintaining function, reached 1.85 ftrillion JPY in
2012. One of the reasons for the market
expansion is the increased use of governmental
qualification systems such as “Food for Specified
Health Uses” and “Food with Function Claims,”
which allow information relating to the heath use
of such foods to be displayed. There had been
thus an increased demand to protect the outcome
of research and development on the function of
foods. This change of examination practice at
the JPO made it possible to protect the use
inventions in the field of foods by patents in Japan,
and is in line with the examination practices in
other countries or regions such as the US and
Europe, where the protection on such use
invention in the field of foods by patent is provided
in certain ways.

Under the new practice, it is now possible to
obtain a patent on an invention such as “A yoghurt
for preventing hangover comprising component X
as the active ingredient”, by specifying the use
application in the claim when the product is found
out to be suitable for a novel use application of
preventing hangover based on the discovery of an
unknown attribute of component X, even when the
food itself is already known to comprise the
component X.

Please note however, that the use inventions are
still not admitted for food which is considered to be
“an animal or plant itself.” Therefore, the use
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inventions cannot be admitted on “banana” or
“beef,” as such inventions will not be distinguished
from the conventional “banana”, and such. On
the other hand, the use inventions can be
admitted on products such as “banana juice”,
which itself are not considered to be an animal or
plant. Judgments on “an animal or plant itself or
not” will likely be made on a case-by-case basis
for patent claims directed to “food composition” or
“food”. Thus, you should pay attention to this
limitation when drafting patent specifications or
claims. It should be also noted that the format of
the claims to protect the use inventions may differ
from the practices in other countries or regions.

Moreover, the scope of a patent right of such a
use invention is considered to be an issue for the
future. According to the survey conducted along
with this change of practice among experts
including former judges and lawyers, the majority
opinion was that the effect of a patent right for
such a use invention should not cover without
reservation a known product which is not provided
for the relevant use application. It is expected
that the accumulation of future practical cases
would sort out what kind of specific activities are
considered as the infringement of a use invention
in the field of foods.

It has now become possible to protect the fruits of
research and development on functional foods in
Japan by this change of practice at the JPO. ltis
expected that further promotion the
development in the field of functional foods, which
now attract global attention, and the increase in
the effective use of patents based on the
technological outcome will occur.
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[Japanese IP Topic 2016 No.11 (English)]

New Examination Guidelines for Trademarks
indicating criteria for registering catchphrases
as trademarks

On April 1, 2016, the Japan Patent Office (JPO)
introduced new Examination Guidelines for
Trademarks that include more specific criteria for
protecting mottos and catchphrases as
trademarks. An English translation of the new
Examination Guidelines is not yet available on the
JPO website.

The new Examination Guidelines indicate that
registration of the following two types of marks
would be refused due to lack of distinctiveness:

1. A mark consisting solely of an_advertising
phrase of designated goods/services,
indicated in a common way;

2. A mark consisting solely of words
indicating a corporate mission or business

policy, in a common way.

As for the first type of mark (i.e. an advertising
phrase), when the examiner conducts a trademark
examination to determine whether or not the filed
trademark, which could be a catchphrase, motto
or tagline, has distinctiveness, the examiner
considers how the concept of the mark relates to
the designated goods or services, as well as the
composition of the mark. Further, the examiner
searches the actual status of the commercial
transactions related to the filed trademark. As a
result of consideration and research, if the mark
falls under either one of the following (1) to (4), the
examiner will determine that the mark consists
solely of an advertising phrase of the
goods/services:

(1) The mark is explanation of the designated
goods/services;

(2) The mark is indication of property or
advantage of the designated
goods/services;

(3) The mark is indication of quality or feature
of the designated goods/services;

(4) The mark consists of advertising phrase of
the designated goods/services which is
commonly used.

By contrast, if the mark falls under either one of
the following (a) or (b), the examiner will conclude
that the mark does NOT consist solely of an
advertising phrase of the goods/services:

(&) The mark does not have direct or specific
meaning in connection with the designated
goods/services;

(b) A third party does not use an identical or
similar wording to the mark while the
applicant has been using the mark for a
certain period of time

For example, the registration of the mark
“ECO-STYLE (with ECO-STYLE in katakana)”
designating goods in Classes 29, 30 and 32 was
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refused because the word “ECO-STYLE” was
commonly used as a slogan or advertising phrase
in food industry (Appeal against Decision of
Refusal No. 2010-21956).

On the other hand, the registration of the mark
“‘Advanced Security for Life” designating goods
and services in Classes 9, 37 and 45 including
“surveillance cameras” was granted because the
mark does not indicate specific meaning or feature
of specific goods or services, and the phrase of
“Advanced Security for Life” was not commonly
used as a slogan or advertising phrase in Japan
(Appeal against Decision of Refusal No.
2010-26967).

As for the second type (i.e. a corporate mission or
business policy) the examiner conducts a
trademark examination in almost the same way as
the first type. If (1) the mark is merely an indication
of property or advantageous feature of the
company, or (2) the wording of the mark is
commonly used as expression of corporate
mission or business policy, the examiner will find
that the mark does not have distinctiveness. By
contrast, if a third party does not use an identical
or similar wording for the mark, while the applicant
has been using the mark for a certain period of
time, the examiner will find that the mark has
distinctiveness.

For example, the registration of the mark “KEEP
THE LIFE LINE” designating goods and services
in Classes 6 and 37 was refused because a
phrase having a meaning of “keeping the lifeline”
is commonly used as expression of a corporate
mission or managerial policy (Appeal against
Decision of Refusal No. 2011-13096).

On the other hand, the registration of the mark
“Innovation for Tomorrow” designating goods in
Class 12 was granted because a phrase being
identical or similar to the mark was not used by a
third party, and the mark had been used on the

designated goods when the applicant, who is a
Japanese major automobile
television commercials for the products.

company, ran
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