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[Japanese IP Topic 2015 No. 5 (English)]

The Supreme Court ruled that the technical
scope of product-by-process claims cover any of
the products which are identical to the product
produced by the process steps (Supreme Court,
June 5, 2015).

Where the process of production for the invention
of a product is stated in a patent claim, such a
claim is generally called a “product-by-process
claim” (“PBP Claim”). There is still uncertainty
and argument over how to recognize the technical
scope of a PBP Claim in patent infringement
litigation and the gist of a PBP Claim in a patent
examination procedure. One argument is that the
technical scope / gist of the PBP Claim should
cover any of the products that are identical to the
product produced by the process steps specified in
the PBP claim. According to this argument, a
product will fall within the technical scope/gist of
the PBP Claim as long as the deliverable is the
same even if it is produced by different process
steps. Another idea is that the technical
scope/gist of a PBP claim should be limited to the

product produced by the process steps specified in
the claim.

In the present case, an appellant that held a patent
right related to a PBP Claim sought an injunction
order over the production and sale of medical
supplies as well as their disposal, against an
appellant, claiming that the medical supplies
produced and sold by the appellee infringe the
appellant’s patent. As the appellee denied the
infringement, the method to determine the
technical scope of the PBP claim became an issue.
The Supreme Court delivered a ruling on this
point.

The Supreme Court vacated the original decision
and remanded the case to the Intellectual Property
High Court, based on the following:.

- Technical Scope of PBP Claim

““Even when for the invention of a product, the
process to manufacture the product is stated in the
scope of the claim, the technical scope of the
patented invention should cover any of the




products that are identical, in the structures or
features, to the products produced by the recited
process steps.”

- Patentability (validity) of PBP Claim

“Where for the invention of a product, the process
to manufacture the product is stated in the scope of
the claim, the scope of the claim meets the
requirement ‘the Invention for which a patent is
sought is clear’ under Article 36 (6) (ii) of Patent
Act only when there is a circumstance as that it is
impossible or impractical to directly specify the
product by means of the structures or features of
the product at the time of filing the application.”

Judge Katsumi Chiba’s concurring opinion
(hosoku-iken) and Judge Tsuneyuki Yamamoto’s
opinion (iken) follow the majority opinion. In
addition, the Supreme Court handed down another
judgment stating how to recognize the gist of PBP
claims on the same day as this judgment (the
contents are substantially the same).

The grand panel of the Intellectual Property High
Court, in the original instance, categorized PBP
Claims as “Authentic PBP Claims” (where it is
impossible or difficult to directly specify the
product by means of the structure or feature of the
product) and “Unauthentic PBP Claims” (where
it cannot be said that it is impossible or difficult to
directly specify the product by means of the
structure or feature of the product).  The
Intellectual Property High Court ruled that the
technical scope of an Authentic PBP Claim covers
any of the products not limited to the process steps
referred to in the claim, however the technical
scope of an Unauthentic PBP Claim is limited to
the products produced by the process steps referred
to in the claim. The Supreme Court’s decision
and the Intellectual Property High Court’s decision
both state that the technical scope of an Authentic
PBP Claim covers any product where the
deliverable is the same (however it should be noted
the test for an Authentic PBP claim is slightly
different: “impossible or impractical” versus
“impossible or difficult”.). On the other hand, as
the Supreme Court ruled that an Unauthentic PBP
Claim should be invalidated (i.e. not patentable)
due to the lack of clarity, it stands as a more sever
position against Unauthentic PBP  Claims
compared to the Intellectual Property High Court,
which did not refer to an Unauthentic PBP Claim’s
patentability (validity).
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What “impossible or impractical,” as stated by the
Supreme Court, means is expected to be specified
in more detail in future cases.

Furthermore, Judge Katsumi Chiba’s opinion
proposes a change in patent examination procedure
practice, in accordance with the Supreme Court
judgment. Under the current patent examination
procedure, the necessities of using a PBP Claim
are not substantially examined. However, Judge
Chiba’s opinion states that the Japan Patent Office
should strictly examine the “impossible or
impractical” test and encourage applicants to prove
that they require a PBP Claim because their case is
an “impossible or impractical” one. In response,
the Japan Patent Office announced that it will
consider the amendment of the patent examination
guidelines and suspend procedures related to PBP
Claim until around early July.

Since PBP Claims that have been filed so far will
have more risk of being invalidated in accordance
with the Supreme Court judgment, appropriate
actions such as divisions and/or collections will be
needed.

Yasufumi Sakiji
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The IP High Court judged that a baby seat,
which is categorized as applied arts, is an
artistic work protected under the Copyright Act.
(Intellectual Property High Court, April 14,
2015)

In this case, the Appellants claimed that the
production and distribution of the Appellee’s
Product infringed the copyright of the Appellants’
Product on the grounds that the form of the



Appellee’s Product was similar to the feature of
the Appellants’ Product. The Appellants sought
an injunction to prevent the production and
distribution of the Appellee’s Product and a claim
for damages.

The first instance court stated that applied arts can
be protected under the Copyright Act if they have
aesthetic creativity which would be subject to
aesthetic appreciation when observed with the
practical function being set aside. The first
instance court then ruled that the Appellants’
Product could not be protected under the Copyright
Act.

In contract, the appeal court (i.e., the Intellectual
Property High Court) found that the Appellants’
Product is a work protected under the Copyright
Act (hereinafter, the judgment of the appeal court
is referred to as the “Judgment”).

The Judgment stated that the Appellants” Product,
which is a baby seat and the primary purpose of
which is practical use, does not fall under the
category of “fine arts and crafts” in Article 2,
Paragraph 2 of the Copyright Act. In the
provision, “fine arts and crafts” is listed as an
example of “artistic work™ subject to the protection
under the Copyright Act.

The Judgment then stated that even though applied
arts like the Appellants’ Product do not fall within
the category of “fine arts and crafts,” they shall be
protected as “artistic works” when they fulfill the
requirement that “thoughts or sentiments are
expressed in a creative way” as prescribed in
Article 2, Paragraph 1, Item 1 of the Copyright
Act.

The Judgment explained that “expressed in a
creative way” does not require that the expression
have originality in a strict sense, but the expression
must be a realization of the creator’s personality.
Further, the Judgment stated that, because there are
various kinds of applied arts and a huge variety of
these ways of expressing, it is not appropriate to
set out a judgmental standard requiring high
creativity for all applied arts and it should be
considered whether the creator’s personality is
realized in applied arts on a case-by-case basis.
In other words, the Judgment denied imposing a
stricter rule on applied arts than on ordinary arts.

The Judgment found that the creator’s personality
is realized in the Appellants’ Product as follows:
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(i) it has two legs which is a pair of bilaterally
symmetric components A, and the component G
(bearing surface) and component F (footrest) are
held by the components A along the lines of the
chase on the inner side of the components A; and
(ii) the component A is connected to the front edge
of the component B which is cut on a skew, and
the component A is directly in contact with the
floor face, and the component A and component B
make a sharp angle of about 66 degrees.

In view of the features above, the Judgment found
that the Appellant’s Product is a work protected
under the Copyright Act.

However, the Judgment denied the infringement of
the copyright. The Judgment stated that, in order
to find infringement of the copyright, the court
should consider the similarities of the Appellants’
Product and the Appellee’s Product with regard to
the features of (i) and (ii) above. The Judgment
found that although there is similarity in regard to
(i), the difference regarding (i) is significant and it
is related to the essential structure of chairs. For
this reason, the Judgment denied the similarities
and the infringement of the copyright.

With respect to applied arts, in view of the
dichotomy between the Design Act and the
Copyright Act, some scholars argue that applied
arts can be protected under the Copyright Act only
if it has additional features compared to ordinary
arts.  Similarly, many judgments set out a higher
hurdle for applied arts than for ordinary arts to
protect them under the Copyright Act. The first
instance court in this case adopted such a view and
stated that applied arts can be protected under the
Copyright Act if they have aesthetic creativity
which would be subject to aesthetic appreciation
when observed with the practical function being
set aside. Further, on August 28, 2014, the
Intellectual Property High Court rendered a
judgment stating that an applied art would be
protected as an artistic work if a part of the work
was made for the purposes of aesthetic
appreciation, and the part can be distinguished
from the part for practical use.

The Judgment did not set out a special rule for
applied arts. The Judgment explained that there is
no reason for setting out a strict rule for applied
arts considering the legislative history of the
Design Act and the Copyright Act, differences in
the intent and purpose between the Design Act and
the Copyright Act, and differences in the
acquisition process of rights and protections under



the Design Act and the Copyright Act. Further,
the Judgment stated that there is no realistic risk of
causing a flood of copyrights, because the range of
choice in which the creators’ personality can be
realized would be limited in order for applied arts
to have certain functions for the practical and
industrial purposes.

It should be noted that the Judgment set out a
standard for applied arts which is equivalent to the
rule for ordinary arts, unlike traditional lower court
judgments.  Also, as mentioned above, two
judgments with different views were given by the
Intellectual Property High Court within about eight
months. We expect that the Supreme Court will
resolve the discrepancy if an appropriate case is
submitted to its examination.

Takashi Sakashita
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The IP High Court revoked a JPO decision to

admit an amendment to introduce a disclaimer,

because the disclaimed scope was not definite.
(Intellectual Property High Court, March 11,

2015)

In this case, the Plaintiff requested a patent
invalidation trial against the Defendant’s patent.
Because the Japanese Patent Office (“JPO”)
upheld the validity of the patent by admitting a
correction to the patented claim, the Plaintiff filed
this action seeking to rescind the JPO decision.

The correction was to introduce a disclaimer into
the claim as follows.

- Claim before correction: “Percutaneous
absorption preparation to be inserted in the
skin...”

- Claim after correction:  “Percutaneous
absorption formulation to be inserted in the
skin (excluding... percutaneous absorption
formulation which is stored in a through hole of
the percutaneous absorption formulation holder
with the through hole capable of storing the
percutaneous absorption formulation and is to
be inserted into the skin by being pushed from
the position of being held movably along the
through hole).”

The JPO permitted the correction stating that the
correction met the requirement stipulated in Article
134-2, Paragraph (1), Item 1 of the Patent Act
because it was aimed at restricting the scope of the
claim. Under the provision, a correction to a
patent claim can be allowed if it is for the purpose
of restricting the claim scope.

The Intellectual Property Court, however, ruled
that the correction did not meet the requirement
under the provision. The Court stated that both
the claim scope before correction and the claim
scope after correction must be definite in order to
fulfill the requirement (i.e., to be considered as
being for the purpose of restricting the claim
scope). The Court also stated that, in order for
the correction in question to fulfill the requirement,
the excluded portion must also be definite. That
means, the mode of use (being stored in a through
hole of the percutaneous absorption formulation
holder with the through hole capable of storing the
percutaneous absorption formulation and being to
be inserted into the skin by being pushed from the
position of being held movably along the through



hole) must identify the shape, structure,
composition and physicality of the formulation.

Then, the court found that the mode of use cannot
identify the formulation itself because:

(1) the shape and construction of the formulation
will vary depending on the structure of the
percutaneous absorption formulation holders; and
(2) the mode of use cannot specify the composition
and physicality of the formation.

For the reasons above, the Court concluded that the
correction was not aimed at restricting the claim
scope and the correction did not meet the
requirement of Article 134-2, Paragraph (1), Item 1
of the Patent Act. Thus, the Court revoked the
JPO decision and remanded the case to the JPO.

According to the decision in this case, in order to
exclude a certain mode of use from the scope of a
claimed product by means of correction, the
excluded mode of use must be able to specify a
product in terms of the shape, structure,
composition and physicality.  Otherwise, the
correction will not be considered for the purpose of
restricting the claim scope.

Prior to this case, in a decision of February 21,
2008, the IP High Court ruled that a correction
cannot be considered for the purpose of restricting
the claim scope when the correction makes the
claim scope indefinite because it cannot be
determined whether the correction aims to restrict
the claim scope. It appears that the IP High Court
in this case followed this prior decision.

Yuta Oishi
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[Japanese IP Topic 2015 No.7 (Japanese)]

WHpBERLS 7 L—A L LIZETIEIZ DWW ET
E#D T L— AR ENTHICHABE TRV DR
FREROBEOBWME L B L T2 b D LITF
DoV E LT ETELZROEREZRYIE
LicamEiR CnfrsmE R 273 A 11
B (CFR264 (T5) % 10204 5) )

A A ST D4 B 2 [k Rz W ST
BRI B R S — b | M ONER R IR A 14
FHE] L3555 4913030 5 (LT TR

June 2015/Vol. 2

FFaFl EWWET, ) OEERHIAFER LI &
A AR RFFHER T2 D905 23T IER SR 21TV,
Z ORERFFFFTIXETIEZ RO 72 ETHHRER
RRSLEF R 2 LT DT RS DRI IE 278 1238
ROHFIWTZRRY 8 D & LT R IREHRL &
e L2 FRTT,

NN T, B, TRUEICHAS

N5, BRI LdDoz, [RFFICHE
NSNS, REBRIPEA (HL, - - - RO

Bz W S B 2 I T RE 7 Bl AL & A D R AL
WA BT e T LB D B AL 00 TP S 4L, 7%
BB LIS » THRE ATIEIC R FF S U7 IRE D
LI SND Z IRV EEICHAS LD
B 2 Br<) | LRTIET 22 & (UF IR
fRRTIE) VW ET, ) REEZRDEL

AEOFFRIT, RRERIERA ) 2D TR
IS B A 2 W AT RE 72 B L 2 A9 5 % R Y
BUFIFF B0 B@FL O P S 4, 3% B
FLIZIH > TEEATRRICAR R S U2 RBE & 7
HMEhdZ LIzl REICHA SN DR
INHIH ) 2R Z L2 BET 25D TH DM
5. FrreaskO#HZBHET 2O THY | K
THEBAGRO2F 1 H-Z LESFR 1 BIT%Y%T
HEEAZ B E T D7 L LM L ARTIEA
ExROFE L2 (LU IARIEERR ) EvinETd),

Z ATt U TR kI, RERRRE SR O &L
WEIZEZ 24D & ) T2 DIid, FTIERT# O FF
TREROFEEAN TN ENEMMICHETH D
TEBMETHDL EHRLE L,

O T, M EEIT, FTIEIC X > TR
% TRz W A 2 WA P RE 2 BB L2 B35
% Rz W U S A 455 B o0 B AL o IR &
. EBRALICH » TR TR AR S izl
AL END Z LIk FEICHASH
51 EWOEHRERE (LIT TAREERRERR) &
WET, ) D RN O, HEE, #
i, MRS 0 BRI B R & R ET D
VNG D Lk _FE LT,

Z LT, fm#iT, OAREHEERICL > T
b, AR AR R 2R OREE D DAV,
Z AT U TR B W A D T AR I & 22
DOFEDH T L @YU X D0 BT
Ko THRSIMENRRED L O TIERWT &
B & LT, RIEEERRERRIL, RREINELA| DT
MRy A, KA, WPESEIC 0 R R RS


mailto:yuta.oishi@amt-law.com

RERFETHHDOTIEHARWEHET L, L2 ->
T AHETEIC L VBRI IND TR RN A &
W%ﬂ%@%@%%ﬁ#éﬁ&&ﬂ@ﬁ%%
ME®§ER®$’W%éﬂA§§ER
TR ATRBICIRFF S LT EE w%ﬁméﬂé
Z LT R0 IR & D R B W A )
F%&wﬂﬁﬁjkwbkaT&ﬁM’%%
TRV E I L E Lz, ZofBrolRis L L
T, HME R, ARTIER ORGSR OHL A
ISR CIE 72 <, L7ed > T AEET
i%ﬁ*ﬁ@“l@ﬁ%%amkfé%@
IR B SRR £ L=,

O BT, R, ZIKTﬁFuTE%m&’)t%(j%O)
:i:l l—ﬁ@n/\b i ﬁ)‘j]%‘:i:l u1’f‘é%ﬂ%@ﬁ—k L'E’/
BEHEXHHDE LT, ARHETIE %2 78 &5779%5%
ZHRVHLE L,

AREOHREAHRET D & DM DG —E

DfEHRERR THW B % W) % R r il sK O Hi
MO DETIEOSA T Frits *@ i
DPiHEE AR E T2 E3B0 bILD T2dITiE, bR
AL % HIREAR S %%\%L\m%\%ﬁ%
L THREBZRET 2D TH D HEN
HYET,

ALELARNC & A &I B O FRZ T A
VIR BLIOA T BE RN T D
FEFF OFER OHIPHIZ DUV TETIES jz@ﬁfﬁ
%bﬂfi%ﬁ kb\—(\ él FITIE X “I%EufFu

ERE L TAEICT 20D TH L0 D FF
ﬁ &SR OFH OWHEZ 2 72 2 DS KI5
ZETHTERNWLDTH- T, R, Hidfis
ROFEHOWHMEZ B E T DETEEND Z &
IXTE ] RVEHPR L TWET G EEERL
2042 H 21 A (Fpk 18 4 (1T7) %6 10439
5) ) o [EPHIRIE, FRETRE R OFLHH ORG24
=D ERIENT (D7 &) RFTIEROFF
FrEt SR O#ANHIME TR T IE R LER W &
WM Z R L2 b D TH Y AR L)
WOHHWEHEEL - b0 LM TE T, (K
K

[Japanese IP Topic 2015 No. 8 (English)]

IP High Court denied a constructive
infringement of the author’s moral right.
(Intellectual Property High Court, April 28,
2015)

In this case, the Appellant primarily demanded of
the Appellee, a singer, payment under a sales
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agreement of a compact disc containing songs the
lyrics of which were written by a representative of
the Appellant (“Lyrics”), and secondarily
demanded of the Appellee a cessation of singing
the Lyrics on the ground of infringement of the
moral rights of the representative. | introduce
herein a judgment regarding a constructive
infringement of moral rights (Article 113,
Paragraph 6 of the Copyright Act of Japan).

Under the Copyright Act of Japan, the right to
make the work public (Article 18), the right to
determine the indication of the author’s name
(Article 19) and the right to maintain integrity
(Article 20) are set as the moral rights of an author.
In addition, Article 113, Paragraph 6 of the
Copyright Act prescribes, “An act of exploitation
of a work in a manner prejudicial to the honor or
reputation of the author shall be deemed to
constitute an act of infringement on his/her moral
rights as an author” (herein after “Constructive
Infringement™). While any modification of a work
against the author’s intent falls within an
infringement of his/her right to maintain integrity,
any exploitation of a work in “a manner prejudicial
to the honor or reputation of the author” even
without modifying the work shall be deemed as
infringement of the moral rights of the author, and
thus such exploitation is subject to compensation
for damages (Article 709 of the Civil Code),
injunction (Article 112 of the Copyright Act) and
penal sanction (Article 119 of the Copyright Act).

One of the drafters of the provision stated that the
intent of the Constructive Infringement is to
prevent a work from being used in a manner to cast
doubt on the author’s creative aim or to spoil its
artistic value. According to his statement, the
drafters seem to interpret “a manner prejudicial to
the honor or reputation of the author” as a manner
that is contrary to the author’s intention. However,
in judicial precedents, it is interpreted as a manner
which objectively deteriorates the honor or
reputation of the author. In other words, the
intention of the author is not considered. This is
consistent with the interpretation that honor is the
social prestige of a person in the context of
defamation under the Civil Code and the Supreme
Court precedent which showed a similar
interpretation regarding “honor or reputation”
prescribed in another article of the Copyright Act.

In this case, the court held that “although the
Appellant argued that singing the Lyrics by the
Appellee is against the intention of the author, it is
apparent that the author’s honor or reputation has



not deteriorated since the Appellee just sang the
Lyrics at its concert” and denied the Constructive
Infringement of the moral rights of the author.
Under this criterion, a person who claims the
Constructive Infringement has to establish that a
manner of using a work is objectively causing the
honor or reputation of the author to deteriorate.

In addition, the provision of the Constructive
Infringement is applicable to the case where the
user of the work is a licensee. Therefore, although
the Appellee in this case was licensed to sing the
Lyrics, the Constructive Infringement could be
recognized if the manner of use was “a manner
prejudicial to the honor or reputation of the
author.”

Shigenobu Namiki
A EEfif

: shigenobu.namiki@amt-law.com
/ Tel: 81-3-6888-1105
Fax: 81-3-6888-3105

[Japanese IP Topic 2015 No.8 (Japanese)]
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ITe URBICBET DM 2B LET,

FAEMELE B, BEE NSHEL L CARME (18
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EFT TR/ E R, ) 1135k 6 T, LT 4
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BAITIER — R E DR E L 2 0 £33 B
7R EAT LDV ATEH, [AEXIIFE
EETDHHIE L HFAITETHIUL, FIE
FIMNGHEDOREL LT, ZiE (1125) HEE
WEfE (R9E 709 5%) . JHIEET (11952 5) @
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[Foreign IP Topic 2015 No.3 (Japanese)]
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26 H ., Commil USA, LLC v. Cisco Systems, Inc.

FICBW T N ESTh D L EETEL
Tz Z & (good-faith belief of invalidity) 23,
#5123 (induced infringement) @ FEiRIC%F 3
LU/ BN E OB AR L E LTz,

AP, F RS RE R vy N U — 27127
2 ITEDFRINZ DWW THFFHEAL AT %5 Commil
USA, LLC (BL'F FTCommil] & WinvEd, )
D, MERRR >y b U — 7 e a il LRGET D
Cisco Systems, Inc. (LLF [Ciscol & W NE
o ) ISR LT, AR D E R E KOG
SR EZ TR LU CGRA 28 L7 HFL T,

BT, I\ N T A 7L ERR T, Cisco
DEBAREROCFIRFICOWTEMTZHA D
W EavE Lic, #FoREFIZOW T, Cisco
LRI ES Ch L L EETE LTV L
ZERLUE Lo, #FEHIPTIE, 20 RICD
W Cisco DFEH L 72RFHILOEH 238D £ 8 A
TL7,

VERRSR C & 2 K EEH KA R BT (DL T
[CAFC] &WWWET, ) Id, FrafiEa s &R
TRELUTWEZ CICET 25 Z HERR L7255
—FOHIWIIRE Y THDHE L RO —
HAEROWE L CELURTHWAE LE LT,

Z A% LT Commil 238 i i F I o4
Wiz R & Z A B R EBHEFTIX, FFar
WM THDHEHEETEL WD L Fo1R
EOERICHTT DHF &S00 ST L,
CAFC DHRZERVELC, FE2ELRLE
L7

KEFFHE (35 US.C) 271 () ik, T4
FFORE ZBAICFEL LI I BEE L L
T EHAIE % A 5 (Whoever actively induces
infringement of a patent shall be liable as an
infringer) | & HE U E 7, HAREmBAIFTIL,
Global-Tech Appliances, Inc. v. SEB S.A. &
RZBWT, ol Fr2 FRT DAL, #hEE
FEOMREE D ARFRFFC OV THI > TV D
&L KON TR SNTATR PR E LML T D 2
RO TNWZZ EZNRELRITIE R b7
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Previous issues of our newsletters are available on
the website of Anderson Mori & Tomotsune.
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