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[Japanese IP Topic 2015 No. 1 (English)]
Amendment Bills to the Patent Act, etc. and
Unfair Competition Prevention Act

On March 13, 2015, the Cabinet decided to submit
the Bill on the Partial Revision of the Patent Act,
etc. (hereinafter “Bill A”) and the Bill on the
Partial Revision of the Unfair Competition
Prevention Act (hereinafter “Bill B”). Both bills
were thereafter submitted to the 189th Ordinary
Parliament on the same day. The bills are
currently being considered under proceedings of
the House of Representatives. In respect of
specific content, Bill A contains a review of the
framework in place addressing inventions by
employees, while Bill B introduces measures for
the reinforcement of the protection of trade secrets.

Bill on the Partial Revision of the Patent Act
Bill A features the following items: (a) a review of
the framework in place addressing inventions by

employees; (b) a revision of the current patent fee
structures etc.; and (c) a review of existing
intellectual property rules in order to facilitate
Japan’s accession to the Patent Law Treaty and the
Singapore Treaty on the Law of Trademarks.
While (b) and (c) are also important from a
practical viewpoint, the main feature of the Bill A
is (a). We elaborate on the 3 main aspects of (a)
as follows.

First, there is proposed to be a change in the
principle ownership of an employee’s invention.
Under the current system, employees’ inventions
in principle belong to the employees themselves as
inventors. Under Bill A, employees’ inventions
are to belong to the employer in principle where
the employer has obtained the right to file a patent
for such inventions under any agreement,
employment regulation or any other stipulation in
advance. Through this amendment, some
theoretical issues will be solved (e.g., redundant




assignment to a competitor by employees or the
requirement of the approval of a co-owner to
assign the employee’s equity interest to the
employer). Where no such agreement,
employment regulation or other stipulation exists,
the employee’s inventions in principle belong to
employee as before; therefore, universities or
research institutes can attract researchers by stating
that individual researchers shall retain the
ownership of their inventions as before.

Secondly, the legal character of the rights
employees obtain in exchange for giving up their
exclusive rights in respect of their inventions--in
other words, the incentive plan for inventing
employees--are proposed to be changed. Under
the current system, employers are required to pay a
reasonable amount of compensation to the
employee in exchange for the exclusive rights to
the invention. Leaving aside tax laws, according
to the wording of the statute, the compensation to
be paid must properly reflect the “value of the
invention”; therefore, it is necessary to take due
account of the practical value of such invention
(i.e., the current incentive plan has little flexibility
in determining the compensation to be paid). In
contrast, under Bill A, an employer is only
required to pay to the inventing employee a
“reasonable amount of money or any other
economic interest”. By way of example, under
Bill A, an employer may provide to the employee
an increase in the laboratory’s budget as an
incentive--in effect, the payment of an “economic
interest”. Promotion of an employee will also be
generally considered as the provision of an
“economic interest”.  However, these “economic
interests” must still be “reasonable”; therefore, Bill
A does not mean that an employer can simply
reduce by a great margin an employee’s incentives
for invention, as compared to before the
amendment.

Finally, under Bill A, the Minister of Economy,
Trade and Industry is required to publish
guidelines with regard to what is to be taken into
consideration in deciding what is “reasonable
interests”.  Under the Patent Act (regardless of
whether Bill A is enacted or not), “reasonable”
compensation or interests are to be decided under
due proceedings. The guidelines should provide
more details on such due proceedings compared to
the simple analogies set out in the Article 35
Paragraph 4 of the current Patent Act. Although
it is not definitely the case that interests will be
deemed “reasonable” where employers follow the
proceedings in accordance with such guidelines
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under Bill A, it will be difficult for courts to deny
that such reasonableness exists without a sufficient
explanation as to why such proceedings might be
considered to be unreasonable despite compliance
with the guidelines. This is because the
guidelines are to be prepared and published under
the Patent Act pursuant to a delegation of
legislative powers (i.e. not on a voluntary basis),
and subject to hearing of opinions from experts in
law, labor and management.

Bill A will come into force within one year from
the date of its promulgation.

Bill on the Partial Revision of the Unfair
Competition Prevention Act

Bill B covers a broad range of topics. The
Japanese Government intends to take following
measures through Bill B to encourage further
deterrence of the infringement of trade secret
protection laws. Firstly, under the Unfair
Competition Prevention Act, the assignment or
import/export of infringing products will be
prohibited, similar to what is provided for in the
Patent Act. Please note that such prohibition
applies only where there is intent or gross
negligence (with regards to criminal charges, intent
only). Bill B does not include border controls,
but border controls are scheduled to be discussed
after the passage of Bill B. Secondly, Bill B
proposes to raise the amount of fines for the
infringement of trade secret protection laws
(including more severe penalties on overseas
infringement) as well as to introduce the system to
divest criminal proceeds including its procedures.
As a result, the amount of fines for infringement of
trade secret protection laws will become more than
that for the infringement of patent laws. Thirdly,
under Bill B, prosecutions may be initiated and
take place without the filing of a complaint. This
is because injured persons may not always be the
same parties as the relevant right holders having
the right to file a complaint (e.g. the leaking of
private information). There are also some cases
where right holders cannot file a complaint due to
the stronger bargaining power held by infringers.
Fourth, to assist the plaintiff in proving usage of
the plaintiff’s trade secrets, Bill B introduces a
presumption whereby the defendant will be
deemed to have utilized the plaintiff’s trade secrets
should the defendant be found to be manufacturing
the relevant item or product on its own. This
presumption is similar to that prescribed in the
Patent Act; however, under Bill B, not only
manufacturing processes, but also any other
processes as provided for in the Cabinet Order are



subject to this presumption.  Therefore, the
presumption to be introduced by Bill B will have a
very great effect depending on the Cabinet Order
that is expected to be published after the passage of
Bill B. Finally, the statute of limitations for civil
claims of infringement of trade secret protection
laws will be extended from 10 years to 20 years.

In addition, the Japanese Government proposes
under Bill B to widen the scope of the target
demographic for criminal enforcement and
punishment under the Unfair Competition
Prevention Act, utilizing improvements in
information technology. Firstly, subsequent
acquirers of trade secrets are proposed to be
included to the scope of enforcement targets where
he/she knows such trade secrets have been
disclosed through improper measures. Secondly,
parties that acquire trade secrets of entities doing
business in Japan outside Japan are also to be
included within the target demographic. Finally,
Bill B also proposes to add a new offence of
attempted infringement of trade secret protection
laws.

Bill B will come into force within 6 months from
the date of its promulgation (provisions with
regard to the statute of limitations will also come
into force from the actual date of promulgation).

Masato Nozaki

B A
masato.nozaki@amt-law.com
Tel: 81-3-6888-5670
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[Japanese IP Topic 2015 No. 2 (English)]

The IP High court has rescinded a JPO decision,
which earlier rejected the inventive step of a
drug having a new dosage and administration
(Intellectual Property High Court, December 24,
2014)

This case concerns the rescission of the JPO appeal
decision, which rejected the patent application of a
bisphosphonate injection drug claiming novelty in
its dosage and administration. The point in
dispute was the inventive step of the invention.

Claim 1 of the present application amended at the
time of submission of the appeal was “A
therapeutic composition comprising 2-(imidazol-1

1yl)-1-hydroxyethane-1, 1-diphosphonic acid (zole
-dronic acid) or a pharmaceutical acceptable salt
thereof, characterized by intravenously administer-
ing 4 mg of over a period of 15 minutes to a
patient in need thereof”. The invention attenuates
the nephrotoxicity of zoledronic acid, which was
discovered in the phase Il clinical trial, by
employing the claimed dosage and administration.
The main prior art in the decision of JPO, which
was based on the result of Phase Il trial of
zoledronic acid, discloses a zoledronic drug
intravenously administered “4 mg of over a period
of 5 minutes” . At the IP High court, the main
point in dispute was the easiness of arriving at and
the remarkable effect of changing the
administration period from “5 minutes” to  “15
minutes”.
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The defendant argued that the risk of
nephrotoxicity is common technical knowledge in
the field of pharmaceuticals, particularly among
the bisphosphonate injection drugs, as shown in
the supplemental prior art, and that it was a mere
exercise of ordinary creativity of a person skilled
in the art to optimize the dosage and administration
to avoid side effects in this development of
pharmaceuticals. The plaintiff argued that there
was a lack of motivation for the further elongation
of the administration period based on the lack of
description about nephrotoxicity in the main prior
art as well as a difficulty of applying the
knowledge of first generation bisphosphonate
drugs in the supplemental prior art to zoledronic,
which is a third generation bisphosphonate. The
plaintiff also argued that there was lower
nephrotoxicity with maintained therapeutic effect
and that this was the remarkable effect of the
present invention.

The IP High Court recognized, based on the
general development process of pharmaceuticals,
that a person skilled in the art would understand
the possibility of modifying the dose and
administration of a zoledronic acid drug in
consideration of the safety of the kidneys.
However, the Court pointed out that there is no
explicit disclosure to elongate the administration
period to “15 minutes” and that the descriptions in
the supplemental prior art disclosing the
nephrotoxicity of bisphosphonate concern the first
generation of these drugs, whereas the possibility
of acute administration was studied for the third
generation drugs to provide a good balance of
safety and convenience for the patients. The
court concluded that there is no motivation in the
invention of the main prior art, where the safety of
zoledronic acid is, if tentatively, confirmed, to
elongate the administration period from “5
minutes” to “15 minutes” and therefore the
application has an inventive step.

In this case, the demonstration of the technical
background specific to the present invention by the
plaintiff seemed to have worked well against the
rejection based on more general technical
background. In the dispute over the inventive
step in general, so as to confront the argument that
there was a lack of an inventive step based on the
general technical knowledge, it is considered to be
effective to argue the inventive step by
demonstrating the different understandings of a
person skilled in the art closer to the invention in
question. In a technical field such as
pharmaceuticals where the rapid advancement of



technology is ongoing, it would be also effective to
follow the transition of technology and claim the
inventive step by providing detailed explanations
on the technical background of the invention
around the time of filing.

Yosuke Kawasaki

N VErh
yosuke.kawasaki@amt-law.com
Tel: 81-3-6888-5668

Fax: 81-3-6888-6668
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The TP High Court has ruled on enablement
requirements (Intellectual Property High Court,
November 10, 2014)

Does the objective of the invention described in
the specification affect a decision on whether the
enablement requirements are met? The Intellectual
Property High Court (hereinafter “IPHC”) set out
rules on this question in its decision dated
November 10, 2014; Case No. 2013 (Gyo-Ke)
10271.
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In that case, the Plaintiff filed an appeal before the
IPHC from an unfavorable decision made by the
Japan Patent Office (hereinafter “JPO”) in an
invalidation action, filed by the Plaintift partially
on the grounds of a lack of enablement
requirements. The IPHC decided that the
enablement requirements were not met as the
objective of the invention described in the
specification was indefinite.

First of all, the claims (claim 1) of the patent read
“la] taste improver for alcohol beverages
comprising Sucralose” whereas the specification of
the patent read “[t]he present invention aims to
provide a taste improver and a method for
alcoholic beverages which decrease the bitter and
burning tastes due to alcohol included in alcoholic
beverages while keeping a light taste of alcohol” in
a paragraph titled “[p]rior art and a problem that
the present invention seeks to address.”

With such description in mind, the IPHC found the
definiteness of the terms the “burning taste” and
the “light taste of alcohol” important in deciding
whether the enablement requirements were met or
not. With respect to the term the “burning taste”,
the IPHC decided that “it is not erroneous that the
JPO decided that anyone who drinks alcohol would
understand the term the ‘burning taste’ and ‘light
taste of alcohol’ and that therefore nothing
indefinite can be found.” In contrast, with respect
to the term the “light taste of alcohol”, the IPHC
decided that

“We have to say that the meaning of the term
the ‘light taste of alcohol’ is indefinite. ~Also,
as mentioned above, a person having ordinary
skill in the art needs to confirm whether or
not it is possible to improve the taste of an
alcoholic beverage itself while keeping the
‘light taste’, that is, without removing the
‘light taste’ in practicing the present invention.
However, it is not possible to confirm this,
because the meaning of the term the ‘light
taste’ is indefinite. Accordingly, the detailed
description of the specification should not be
judged to meet the enablement requirements
regarding the term the ‘light taste of
alcohol’.”

Then, the IPHC concluded that “it was erroneous
that the JPO decided that what the term the ‘light
taste of alcohol’ means is definite.”

The judgment is noteworthy because of the holding
that the objective of the invention (the problem
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that the invention seeks to address) described in
the specification could influence a decision on
whether the specification meets the enablement
requirements.

It seems the Applicant of the patent application did
not recognize that ‘“keeping the light taste of
alcohol” was the objective/benefit of the invention
because the specification only described the
benefit of the invention that the bitter and burning
taste of alcohol was able to be decreased for each
of several experimental examples. With that in
mind, it seems that the Applicant could have
elected not to describe “keeping the light taste of
alcohol” as the objective of the invention in the
specification. Also, it seems that the IPHC would
have accepted that the specification meets the
enablement requirements if the Applicant had not
described “keeping the light taste of alcohol” as
the objective of the invention in the specification
because the IPHC decided that the term the
“burning taste” is definite. This is why the
objective of the invention (the problem that the
present invention seeks to address) should be
described using definite terms and should not be
described to be more specific than necessary in
preparing the specification.

Hidehiko Ichikawa
il sz
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[Japanese IP Topic 2015 No. 4 (English)]

The IP High Court dismissed a claim for
copyright infringement with regard to makeup,
costumes and choreography of a fashion show
(Intellectual Property High Court, May 30,
2014)

In the case, the Plaintiffs were organizers of a
fashion show who had filed a lawsuit against a TV
station for broadcasting the video clip of the
fashion show with no permission and claimed that
the Defendant had, through the broadcast of the
show, infringed the Plaintiff’s copyright in relation
to:

(i) the models’ makeup and hair styles;

(ii) the choice and combination of the models’
clothes;

(iii) the choice and combination of the models’
accessories;

(iv) the poses which the models took;

(v) the way in which the models took off their
clothes at designated place; and

(vi) the combination of the models” makeup,
hairstyle, clothes, accessories, and
choreograph; and

(vii) the order of entry on the stage and the
background movements during the fashion
show.

The IP High Court dismissed the Plaintiff’s claim
and held that the above aspects of the fashion show
did not constitute works which are protected by
copyright act. We elaborate on the reasons for
the IP High Court below.



In relation to (i), (ii), (iii), and (vi) above, the IP
High Court found that they were applied arts.
Quoting from a Supreme Court decision dated 7
September 2000 which was regarding typeface, the
IP High Court decided that applied arts would be
protected as works of art if they are made with the
intention of art appreciation, or if a part of the
work was made for the purposes of artistic
appreciation, that which is separable from the part
of which is created for practical use. In this case,
the Court did not find that (i), (ii), and (iii) were
made for the purpose of artistic appreciation, or
that they had an aesthetic feature separated from a
practical view point. As such, the IP High Court
found that they were not works of art which were
protected under the Copyright Act.

Further, with regard to (iv) and (v) above, the
Court found that they were not original and/or
unique choreography movements in a fashion
show and similarly found that they were not works
of art which were protected under the Copyright
Act.

Moreover, the Court denied that (vi) would be
considered a work which would fall under the
scope of the Copyright Act because the
combination of makeup, hairstyles, clothes,
accessories, and choreography —each of which did
not constitute a work of art- were not feature of
their personalities.

The Court also dismissed the claim regarding (vii)
because it was of the view that the order of
appearance on the stage during the fashion show
was not expressed in a creative way. In this
regard, the IP High Court was not also convinced
that the plaintiffs made the background motions.
Separately, it should be noted that the Court found
that the fashion show was not act which has the
nature of public entertainment.

Having regard to the foregoing reasoning, the IP
High Court dismissed all of the claims in the case.

In conclusion, we note that there have since been a
few cases where a Japanese court judged a case
regarding a fashion show and that this case has
continued to build on the legal reasoning with
regard to such similar events. In this case, the IP
High Court followed the theory set forth by the
decision of the Supreme Court dated 7 September
2000 and applied the legal theory of applied art to
elements in a fashion show.
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[Foreign IP Topic 2015 No.1 (English)]

The Korean Supreme Court's en banc decision
on patentability of a product by process claim
(Korean Supreme Court, January 21, 2015)

The Standard for Patentability of Product-by-
Process Claims

The South Korean Supreme Court (“Korean
Supreme Court™) issued an en banc decision that
overrules precedential decisions regarding the
patentability of product by process claims (the
patentability of a product claim including a
limitation of a manufacturing process--a Product
by Process Claim or PbP Claim). In particular,
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the Korean Supreme Court ruled that “the
invention claimed by a PbP Claim shall be
considered as a product, in which the structural
features or properties of the product are specified
by the claim limitations including the
manufacturing process of the product, in
determining their novelty and inventive step over
the prior art published before the filing of the
subject application, regardless of whether there is
any special circumstances such as the claimed
product can be specified only by its manufacturing
process” (Korean Supreme Court Case No. 2011
Hu 927, En Banc Decision). In overruling
contradictory precedents in Korean courts, the
Korean Supreme Court stated that “the actual
subject matter of the invention recited in PBP
claims is the product itself, not the manufacturing
process, and thus, the patent application with the
PBP claims seeks for protection of “the product
invention.” The Korean Supreme Court reasoned
“in the field of chemistry areas, such as
biotechnology, polymer, composition, and metal,
etc., there may be such circumstance as that it is
impossible or hard to directly specify the product
by its structural features or properties but the
product can rather be defined only by its
manufacturing process. However, even the
invention is defined by a PbP Claim due to such
circumstances, the nature of the claimed invention
is a ‘product’ and the manufacturing process
limitation recited in the claim is merely a means to
specify the structure and properties of the
product.”

Prior to the Supreme Court’s January 2015
decision, the Korean Supreme Court precedent
held that the inventiveness of product by process
claims should be determined based on the product
claimed over the prior art without considering the
process, unless there is any special circumstances
such as the claimed product can be specified only
by its manufacturing process (Korean Supreme
Court Case No. 2004 Hu 3416 (June 29, 2006)).
The Court has now overruled their prior 2006
decision.

Matters to be considered in prosecuting patents
in Korea after the Supreme Court’s decision

The Korean Supreme Court’s ruling is particularly
significant for a particular subset of technological
fields that include, but are not limited to,
biotechnology, pharmaceuticals industry and food
engineering. The ruling is significant to these
fields given that inventive products in these fields
of technology can typically only be defined or
specified by their manufacturing process.



Therefore, patent applicants trying to file in Korea
in such technological fields must have their patent
attorneys’ draft their product by process claims in
accordance with the Korean Supreme Court’s
ruling.  Further, the Korean Supreme Court’s
ruling also affects how patent applicants respond to
the Korean Intellectual Property Office’s (KIPO)
applicant rejections based on lack of novelty
and/or inventive step, etc.

When drafting a patent specification of a patent
application directed to Korea, a patent applicant
should consider reciting a patent application’s
product claims specified by its elements, structural
features, characteristics, etc., if such a product can
be limited by the elements, structural features,
characteristics, etc. However, in circumstances
where a product can only be specified only through
its manufacturing process, a patent applicant
should seek to have their patent attorney draft a
specification describing any distinctive features of
the present invention expected over the prior art,
by its unique structural features or characteristics
resulted from the unique manufacturing process,
not by the manufacturing process itself. When a
patent applicant takes such steps, a patent
examiner will take notice of the patent
application’s novelty and inventive steps during
the patent examination. Further, after the Korean
Supreme Court’s January 2015 decision, a patent
applicant will be able to overcome the grounds of
rejection of PBP claims based on a lack of novelty
and/or inventive step by asserting (or showing)
distinctive features of the present invention over
the prior art in its properties, characteristics,

structural  features, etc. limited by the
manufacturing process.
Sungho Kim
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