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[Japanese IP Topic 2014 No. 9 (English)] In this case, the court found the Defendant’s (i.e.
Tokyo District Court denies reasonableness of the employer’s) regulations on employees’
Defendant’s  regulations on  employees’ invention unreasonable.
invention (October 30, 2014)

The court said that under Article 35, Paragraph 4

In Japan, the right to obtain a patent originally
belongs to an inventor even if the invention is a so
called “employee’s invention.” When an inventor
(i.e. an employee) assigns the right to his or her
employer, the employee has the right to receive
reasonable compensation from the employer for
the invention (Article 35, Paragraph 3 of Patent
Act). Under the current Patent Act (amended in
2004 and effective in 2005), the amount of
compensation can be determined based on the
employer’s regulations unless the regulations are
unreasonable.  The court will determine the
compensation amount if it finds the regulations
unreasonable.

of the Patent Act, the reasonableness of an

employer’s regulations on employees’ invention is

to be determined by taking into account the
following circumstances:

(i) The negotiation between the employer and its
employees in setting the standards for
determination of the value of an employee’s
invention;

(if) Disclosure of the standards to employees;

(iii) Receipt of the inventor employee’s opinion
on the calculation of the compensation
amount; and

(iv) Any other relevant circumstances.

According to the court, regulations on employees’
invention are unreasonable if step (i), (ii), or (iii)
has not been undertaken unless there are any



exceptional relevant circumstances (item (iv)
above).

The court found that in this case, (i) no negotiation
was held between the employer and its employees
when the regulations were being established, (ii)
an important part of the regulations, which
specifically stipulates the compensation amount
and the payment procedure, was not disclosed at
all, and (iii) the employer did not receive the
Plaintiff employee’s opinion on the calculation of
the compensation amount. In addition, the court
found that (iv) there were no exceptional relevant
circumstances to indicate that the regulations were
reasonable despite the failure to undertake steps (i),
(i) and (iii)). The court therefore denied the
reasonableness of the Defendant’s regulations.

In this case, the court found that none of the steps
(i.e. (1), (i), and (iii)) was undertaken. Therefore,
the extent to which negotiation and disclosure are
needed in order for the regulations to be reasonable
remains unclear. It is, however, at least clear that
it is insufficient for an employer to set the
regulations on its own.

Please note that the Plaintiff’s claim was dismissed
based on grounds such as that the invention was
not patented in USPTO due to a lack of novelty.

Hiroki Oka
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[Japanese IP Topic 2014 No. 9 (Japanese)]
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[Japanese IP Topic 2014 No. 10 (English)]

The IP High Court ruled on re-defense based on
correction of claims against patent invalidity
defense (September 17, 2014)

Atrticle 104-3, section 1 of the Patent Act allows a
defendant (i.e. an alleged infringer) to wuse
invalidity defense in a patent infringement
litigation. Is the plaintiff (i.e. the patent owner)
then allowed to submit a re-defense of correction
(i.e. to argue that the invalidity ground will cease
to exist by the correction)? In addition, is an
actual filing of a trial for correction or demand for
correction required to submit a re-defense of
correction?

The Intellectual Property High Court (“IPHC”)
sets out the rules on these questions in its decision
dated September 17, 2014; Case No. 2013 (Ne)
10090.

In that case, the transferor and the transferee
(“Plaintiffs”) of a Patent named “confocal
spectroscopic analysis” sought compensation for
damages against the Defendant based on the tort
that the Defendant’s spectroscopic analysis device
infringes the Patent.

The Tokyo District Court (the court of first
instance) dismissed the Plaintiffs’ claim by
accepting the Defendant’s invalidity defense
(Article 104-3, section 1 of the Patent Act). The
Plaintiffs appealed against the Tokyo District
Court’s decision and submitted a re-defense of
correction to the IPHC. In response to the
re-defense of correction, the IPHC held, as
following, that submission of a re-defense of
correction is permissible but there has to be an
actual filing of a trial for correction or demand for
correction.

“In a patent infringement litigation, an invalidation
defense will not be accepted if the invalidation
ground will surely disappear by the correction even
when the invalidity defense is submitted based on
Article 104-3 of the Patent Act and the court finds
there is invalidation ground[s] because the case
does not correspond to the case that ‘(the patent) is
found to be invalidated in the patent invalidation
trial.”  In addition, a plaintiff (i.e. a patent owner)
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is in principle legally required to file a trial for
correction or demand for correction in order to
submit a re-defense of correction.  This is because
it is important, as its presupposition, that the claim
language after correction, which is the issue of the
litigation, becomes clear to say that the
invalidation ground ‘will surely disappear.’...
However, the court should determine the necessity
of a filing of a trial for correction or demand for
correction by considering the unique circumstances,
so as to be fair when it is legally difficult for the
patent owner to file a trial for correction or demand
for correction.”

Then, the IPHC dismisses the Plaintiffs’ re-defense
of correction and the Plaintiffs’ appeal based on
the ground that the Plaintiffs did not file a trial for
correction or demand for correction, and that there
was no circumstance to not require the filing.

This judgment will affect patent infringement
litigation practice because it clearly requires, in
principle, the filing of a trial for correction or
demand for correction for submission of a
re-defense of correction.

Also, there is expected to be further discussion on
when legal filing is not required as an exception.
In this case, the Plaintiffs could not file a trial for
correction and demand for correction when the
case was pending before the IPHC because the suit
against trial decision was in front of the IPHC.
Despite this fact, the court found that this case is
not one for which filing of a trial for correction or
demand for correction is not required. The court
raised three (3) reasons: (i) the invalidity defense
was submitted at the Tokyo District Court, (ii) the
Plaintiffs filed another trial for correction when the
case was in the court of first instance and (iii) the
Plaintiffs had the opportunity to file a demand for
correction in the trial for invalidation of the Patent
that the Defendant filed.

According to this judgment, plaintiffs will be
required to decide whether to correct the patent in
the early stage of a dispute.

Yasufumi Sakiji
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mailto:yasufumi.sakiji@amt-law.com

[Japanese IP Topic 2014 No. 10 (Japanese)]
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[Japanese IP Topic 2014 No. 11 (English)]

The IP High Court ruled that businesses
running scanning services shall be liable for the
unlawful reproduction of copyrighted works
(October, 22 2014)

This was an appeal arising from the Tokyo District
Court’s ruling on September 30, 2013, which was
itself the first judgment by a Japanese court with
regard to the liability of businesses providing
scanning services. On appeal, the key issues
were: (i) the definition of “reproduction”; (ii) the
identity of the party responsible for making the
infringing  reproduction; and (iii) whether
Paragraph 1 of Article 30 of the Copyright Act of
Japan applies. As an aside, it is noteworthy that
this Appeal Court decision states that the owner of
a copyrighted work may claim a portion of its
attorneys’ fees as damages where he or she only
claims for an injunction against copyright
infringement (i.e., does not claim for damages).

(1) Definition of “reproduction”

The Copyright Act states that *“reproduction”
means “the reproduction in a tangible form by
means of printing, photography, photocopy, sound
or visual recording or other methods” (ltem15,
Paragraph 1 of Article 2). Both the District Court
ruling and appeal court ruling state that a
“reproduction in tangible form” is considered to be
a “reproduction” regardless of whether the number
of reproductions of a copyrighted work changes as
a result of such “reproduction”. So, for instance,
the Defendant’s argument that the original
copyrighted work was disposed of following the
making of the copy, thereby maintaining a constant
number of copies of that work, was not found to be
meritorious. As the Copyright Act treats even
ephemeral reproduction for maintenance, repairs,
etc. as “reproduction”, the courts’ interpretation
appears to be reasonable and proper.

(2) Identity of the party responsible for making the
infringing reproduction

The District Court cited the Supreme Court’s
ruling made on January 20, 2011 (known as the
“Rokuraku Il case™), wherein it was stated that the
party that reproduces a copyrighted work
(“Reproducer”) is the party that performs an
“important action” to realize such reproduction.
Here, the District Court below found that, in the
light of the circumstances, the scanning of the
copyrighted works would be considered such an
“important action” (but not “reproduction” itself).
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On the other hand, the Appeal Court found that the
scanning of the copyrighted works should be
considered to constitute the act of “reproduction”
itself, and that a Reproducer is a person or entity
that reproduces the copyrighted work with the
intent to reproduce it.

The District Court seemed to interpret that
“reproduction” contains “important action(s)” and
that some actions before or after the scanning of
the works are also contained in “reproduction.” It
is natural and reasonable that persons or entities
that do not perform such important actions are not
considered Reproducers, except where such
persons or entities are considered joint tort-feasors
of the Reproducer. Under the District Court ruling,
individuals who request the scanning service
provider to scan their books are not Reproducers.

According to this “important actions” standard, if
what constitute “important actions” are clarified by
future rulings, it is possible that the attribution of
the status of Reproducer may be taken as the
criterion to determine whether the provisions of the
Copyright Act (in relation to limitations on
copyrights) apply. In turn, the liability for a person
or entity related to a Reproducer will depend on
whether the Reproducer has carried out such
important actions.

On the other hand, it is not clear whether the
Appeal Court’s interpretation of the present case is
consistent with the Supreme Court ruling in the
Rokuraku 1l case. Under the Appeal Court’s
ruling, “reproduction” means “scanning the
books.” Therefore, even if books and scanning
machines are prepared by service providers,
something additional is required in order to place
any liability for copyright infringement on these
service providers where individuals themselves
scan books for private use.

(3) Whether Paragraph 1 of Article 30 of the
Copyright Act applies

By way of background, under the Copyright Act,
the user of a copyrighted work is allowed to
reproduce such work for personal or family use or
other equivalent uses within a prescribed, limited
scope (“private use”). In other words, where a
Reproducer reproduces a work by itself for its
private use in accordance with the provisions of
the Copyright Act, the owner of such work cannot
claim any copyright infringement as against such a
Reproducer.



Despite their differences in approach and
interpretation, both the District Court and Appeal
Court in this case ruled that a scanning service
provider is a Reproducer in the light of the
circumstances. Therefore, since the service
provider was found not to be a “user of a
copyrighted work,” it is reasonable and proper that
both courts decided that Paragraph 1 of Article 30
of the Copyright Act does not apply to this case.

Going forward, careful attention should be paid to
cases where individuals scan books by themselves.
According to the District Court’s ruling, it is likely
that Paragraph 1 of Article 30 of the Copyright Act
may apply to scanning service providers where
Reproducers are individuals. On the other hand,
pursuant to the Appeal Court’s ruling, courts may
decide on a case by case basis as to whether
Paragraph 1 of Article 30 of the Copyright Act
applies to scanning service providers.

Masato Nozaki
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Fax: 81-3-6888-6670

[Japanese IP Topic 2014 No. 11 (Japanese)]
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[Japanese IP Topic 2014 No. 12 (English)]

IP High Court upheld the JPO’s decision
denying the inventive step of a pure enantiomer
invention (August 7, 2014)

On August 7, 2014, the IP High Court handed
down their decision dismissing a claim for the
rescindment of the JPO’s appeal trial decision
refusing a patent application regarding the
invention of a pharmaceutical composition for
treating a specific disease, comprising of a pure
enantiomer of a known compound.

Claim 1 of the application, which was amended at
the same time as the submission of the appeal, was
“a pharmaceutical composition for treating
psoriasis comprising stereomerically pure (+)- 2-
[1- (3- Ethoxy- 4- methoxyphenyl)- 2-
methylsulfonylethyl]- 4- acetylaminoisoindoline-
1,3- dione or pharmaceutically acceptable salt
thereof [...omitted...].” The board of appeal
acknowledged the differences between the present
invention and that in cited document 1, in that (1)
the present invention uses a “stereomerically pure”
compound, and (2) the present invention specifies
the application of the composition as a “treatment
for psoriasis.” However, the board denied the
inventive step and dismissed the appeal.

Before the court, the plaintiff argued that the
difficulty of arriving at the invention, and the
remarkable effect of the claimed invention were
sufficient for the granting of a patent. The court,
however, denied the difficulty of arriving at the
claimed invention. Regarding point (1) above,
the court stated that it was common general
knowledge of a person skilled in the art “to select
each suitable enantiomer from a racemic
compound having known pharmaceutical activities
considering  its  pharmaceutical  activities,
observability, distribution, metabolism, excretion,
and so on.” Regarding point (2), the court also
stated that the cited document 1 describes the
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mechanism of the inhibition of inflammation by
antagonizing PDE4, thereby reducing the
production of TNF-a, from which a person skilled
in the art would be able to understand the
effectiveness of the compound  against
inflammatory diseases in general, and that the
document also mentions “psoriasis” as an
inflammatory disease.

The plaintiff argued the remarkable effect of the
claimed invention by stating that “the significance
of the activity of an enantiomer should be
evaluated based on the level that is twice the
activity of a racemic compound,” and pointed out
that the pure enantiomer of the present invention
showed pharmaceutical activities 20 times higher
than those of the racemic compound in several
assays, including cell assays such as PDE4
inhibition assay and TNF-a production inhibition
assay, and that the enantiomer also has superior
bioavailability and less side effects.

However, the court stated that the feasibility of
acknowledging the inventive step of an invention
of a pure enantiomer based on the remarkable
effect of its pharmaceutical activity compared to a
known racemic compound, regardless of the
absence of the difficulty of arriving at the
invention, should be evaluated by comprehensively
considering matters such as “the significance and
characteristics of the pharmaceutical activity,
whether the difference in activity is shown in vivo
or in vitro, the understandings of the compound by
the persons skilled in the art, and so on.” The
court denied the remarkable effect of the present
invention pointing out that the comparative data on
the pharmaceutical activity submitted by the
plaintiff was based on cell assays and the like,
which do not sufficiently demonstrate the
unexpected effect of the enantiomer in the
treatment of human psoriasis, and that the data on
other properties was merely the natural result
obtained by selecting an enantiomer according to
common general knowledge.

The judgment in this case on the significance of
the effect required for establishing an inventive
step is in accordance with the general principle of
the Examination Guidelines for Patent and Utility
Model in Japan, where the significance of the
effect should be evaluated considering whether the
effect is distinctively beyond the expectations
based on the state of the art. The judgment
appears to show that under “the state of the art” of
enantiomers, where the difficulty of arriving at the
composition of a pure enantiomer is relatively low,



the significance of the effect could be evaluated
based on the premise that certain differences in the
effects among enantiomers would be within the
expectation of a person skilled in the art, and it
would be difficult to find the argument on the
significance of the effect, simply based on the
quantitative difference in the same type of effect,
to be persuasive. The judgment would also
suggest that the experimental data to support the
remarkable effect on a specific pharmaceutical
application should demonstrate the pharmaceutical
action as directly as possible. By taking into
consideration future cases in similar situations,
even more careful consideration should be made
when selecting the experimental data with which to
argue the remarkable effect of the invention.

Yosuke Kawasaki
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[Japanese IP Topic 2014 No. 13 (English)]

The Tokyo District Court denied infringement
of a registered trademark “PITAVA” (August
28,2014)

A Japanese pharmaceutical company, Kowa Inc.
(the plaintiff; "Kowa"), filed a lawsuit against
Meiji Seika Pharma Inc. ("Meiji Seika") requesting
that they cease using the mark “PITAVA” in
katakana characters (the “Meiji Seika mark™) for
pharmaceutical preparations and the destruction of
pharmaceutical preparations.  This claim was
based on Kowa’s “PITAVA” trademark registered
in relation to pharmaceutical preparations in 2006.

Meiji Seika has been using “PITAVA” on pills
along, with other elements such as “Meiji,” “MS”
or a number indicating the amount of ingredients.
The court denied the infringement of Kowa’s
trademark, pointing out that the use of the Meiji
Seika mark should not be deemed as a use of the
trademark and dismissed Kowa’s claim. The court
stated as follows:

- The Meiji Seika mark “PITAVA” merely
describes the abbreviation of ingredients of
medicine, namely “pitatvastatin calcium.” The
main consumers of Meiji Seika’s products are
medical experts, such as doctors and
pharmacists, and they should recognize the
Meiji Seika mark as an explanation of
ingredients. Further, they should understand
that the word “Meiji” on the PTP sheet is the
indication of the origin of the products.

- It is unlikely that patients will recognize the
origin of products by seeing the description on
pills and then seek that particular prescription
from the doctor. Usually, patients will find the
description on the pills after receiving an
explanation from the doctor or pharmacist.
Furthermore, given that there are other
elements, such as “Meiji” shown on the pills,
and that Meiji Seika’s products should be
purchased on a continuing basis, patients
should recognize the Meiji Seika mark as an
explanation of ingredients of the medicine,
rather than the origin of the products.

It should also be noted that Kowa has filed several
lawsuits against other pharmaceutical companies
based on the infringement of Kowa’s “PITAVA”
trademark. In the two recent cases, the court found
that Kowa’s “PITAVA” trademark should be
invalidated on the grounds that the mark is likely
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to mislead consumers as to the quality of the
designated goods. The court then held that Kowa
could not enforce their trademark rights based on a
trademark registration that had grounds for
invalidation.
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