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[Japanese IP Topic 2014 No. 5 (English)]
Enforcement of the judgment of the U.S.
Federal Court which awarded an injunctive
relief against illegal disclosure and use of trade
secrets (Supreme Court of Japan, April 24,
2014)

There have been few cases where a Japanese court
allowed enforcement of a judgment of a foreign
court which awarded an injunctive relief for IP
infringement. This judgment was rendered for a
case where a plaintiff (an appellant) requested that
a Japanese court allow enforcement of a judgment
rendered by the U.S. Federal Court, Central
District of California, which awarded damages and
injunctive relief based on the defendant’s
(appellee’s) illegal disclosure and use of the
plaintiff’s trade secrets. The plaintiff did not seek
enforcement of the part of the judgment which
awarded punitive damages. Under Japanese law,
in order to enforce a judgment of a foreign court in
Japan, a Japanese court must find that the foreign
court had international jurisdiction over the case in
light of the Japanese principle of international

jurisdiction. In this case, the Tokyo High Court
denied that the U.S. Federal Court had such
jurisdiction based on the reason that the plaintiff
failed to prove that the damages caused by the
defendant’s acts, which were committed in Japan,
was suffered in the U.S. However, this decision
was overturned (and remanded) by the Supreme
Court. The Supreme Court opined that the
plaintiff does not necessarily have to prove that it
suffered, in the U.S., the damages caused by the
defendant’s acts committed in Japan.  The
Supreme Court held that international jurisdiction
of the U.S. Federal Court is admitted in light of the
Japanese principle of international jurisdiction as
long as there was the threat of such damages being
suffered, and this is the issue that should have been
examined by the lower court.
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[Japanese IP Topic 2014 No.5 (Japanese)]
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[Japanese IP Topic 2014 No.6 (English)]

The IP High Court accepts the claim seeking
compensation for the infringement of a patent,
for which a FRAND declaration was issued
within the license fee under FRAND condition
(Intellectual Property High Court, Special
Division, May 16, 2014)

What is the effect of the FRAND (Fair, Reasonable
and Non-discriminatory) declaration on standards
for essential patents under Japanese law? The
Tokyo District Court Judgment on February 28,
2013, is the first precedent on this issue. In that
case, the plaintiff, a Japanese subsidiary of Apple,
Inc. (“Apple”), filed a lawsuit against Samsung
Electronics (“Samsung”) requesting a declaratory
judgment confirming that Samsung has no right to
demand compensation from Apple for damages
arising from Apple's use of Samsung's Japanese
patent. The court found that Samsung's
enforcement of its patent, for which FRAND
declaration was issued, constitutes an abuse of
rights in light of the history of negotiations
between Samsung and Apple. Samsung appealed
the judgment.

Upon Samsung’s appeal the Intellectual Property
High Court (“IPHC”) found that the patent is valid
and was infringed, and also found that Samsung
has the right to demand compensation for damages
below the amount of the license fee under a
FRAND condition (JPY 9,955,854). This case
was heard by Special Division, which is comprised
of all of the judges in the IPHC.

The IPHC divided the claim seeking compensation
for the infringement of patent for which a FRAND
declaration was issued into two parts: (a) the claim
over the amount of the license fee under the
FRAND condition and (b) the claim below the
amount of the license fee under the FRAND
condition. According to the IPHC judgment, a
claim over the amount of the license fee under a
FRAND condition is only allowed in special
circumstances, such as when a potential licensee
has no will to accept the license agreement under
the FRAND condition. On the other hand, a
claim below the amount of the license fee of the
FRAND is accepted, in principle, unless there are
special circumstances, such as when it is found
remarkably unfair to admit the claim below the
amount of the license fee under the FRAND
condition.

In this case, there are no special circumstances in
relation to (a) and (b). Consequently, the IPHC



found that Samsung has a right to demand
compensation from Apple for damages below the
amount of the license fee under the FRAND.

The IPHC calculated the license fee under FRAND
condition as follows. First, it calculated the
percentage that UMTS standards contribute to the
sales amount of Apple’s product. Next, the
percentage that the subject patent contributed to
the UMTS standards was calculated. When the
court calculated the percentage that the subject
patent contributed to the UMTS standards, it firstly
set 5% as the license fee for all essential patents
for UMTS standards and calculated the
contribution degree of the subject patent by
dividing 5% by the number of the essential patents.
As a result, the IPHC found that the license fee
under the FRAND condition for the subject patent
was JPY9,955,854.

This judgment is notable in that it provides a
general rule for the enforcement of patents for
which a FRAND declaration was issued and the
IPHC calculated the actual license fee under
FRAND condition. Additionally, on the same
day the IPHC dismissed Samsung’s appeal against
a district court decision that dismissed Samsung’s
complaint seeking a preliminary injunction against
the sale of Apple’s products. According to these
judgments, we can see the IPHC take a position
that it will admit a claim seeking compensation
damages below the amount of the license fee under
a FRAND condition with regard to patents for
which a FRAND declaration was issued.

Furthermore, in the IPHC’s obiter dictum, it
discussed patent exhaustion theory and the first
sale doctrine when mobile phones or other
electrical devices are manufactured with licensed
chip sets. More discussions are expected to be
had on this issue.

This case also attracted people’s attention due to
the fact that the IPHC sought information and
comments from the public, to be referred to by the
court in rendering its decision.
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[Japanese IP Topic 2014 No.6 (Japanese)]
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[Japanese IP Topic 2014 No. 7 (English)]

The IP High Court reversed the JPO’s rejection
of applications to extend the duration of a
patent (Intellectual Property High Court,
Special Division, May 30, 2014)

Under Articles 67 to 67-3 of the Japanese Patent
Act (the “Patent Act”), if there is a period during
which a patented invention cannot be used because
a governmental approval is necessary for the use of
the patented invention, the duration of the patent
may be extended upon filing of an application with
the Japanese Patent Office (the “JPO”) to register
an extension of the patent duration. Pursuant to
Article 67-3 of the Patent Act, the JPO will reject
such an application if it finds that governmental
approval is not necessary for the use of the
patented invention.

In this case, the plaintiff is the owner of a patent
for an invention involving a medical product used
for treating cancer (the “Invention”). While the
claim specifies the active ingredient of the
Invention: “hVEGF antagonist, which is an anti
VEGF antibody” in addition to the use thereof (i.e.,
“cancer”), it does not specify a dosage regimen of
the Invention. In April 2007 the plaintiff
obtained governmental approval (the “1st
Approval”) for a medical product whose generic
name is “bevacizumab (gene recombination)” (the
“Medical Product”) under Article 14(1) of the
Pharmaceutical Affairs Act. “Bevacizumab (gene
recombination)” falls under the active ingredient of
the Invention. The indication of the Medical
Product, as specified in the 1st Approval, is
“recurring and progressive cancer of the rectum or
colon incapable of cure or removal,” the treatment
of which falls under the use of the Invention (i.e.,
“cancer”). The dosage regimen of the Medical
Product, as specified in the 1st Approval, is “for an
adult, 5mg/kg (weight) or 10mg/kg (weight) of
bevacizumab by intravenous drip injection,
together with other anticancer drugs; the dosage
interval is over two weeks.” In September 20009,
the plaintiff obtained a governmental approval for
the same medical product (the “2nd Approval”)
under Article 14(9) of the Pharmaceutical Affairs
Act, for an additional dosage regimen “for an adult,
7.5mg/kg (weight) of bevacizumab by intravenous
drip injection together with other anticancer drugs;
the dosage interval is over three weeks.”



The plaintiff filed an application to register an
extension of the duration of the patent (the
“Application”) on the grounds that the Invention
was unable to be used (for the additional dosage
regimen) because of the time taken to obtain the
2nd Approval. The Application was rejected
upon an examination by the JPO and a trial ensued.
The trial court endorsed the examiner's decision to
deny the Application on the grounds that the 1st
Approval had already lifted the ban on producing
and selling of the Medical Product as identified by
the items that fall under elements of the Invention
and, therefore, the 2nd Approval was not necessary
for the Invention to be used. Under the JPO’s
interpretation of the Patent Act, the additional
dosage regimen that was approved for the first
time in the 2nd Approval does not count in
determining whether the 2nd Approval was
necessary for the Invention to be used because the
dosage regimen is not an item falling under an
element of the Invention.

The plaintiff appealed the rejection of the
Application to the Intellectual Property High Court
(the “High Court™), and the High Court reversed
the trial court’s decision. The High Court’s
reasons were as follows: (I) For an application for
registration of an extension of duration to be
refused, the JPO must prove either (i) the approval
at issue does not lift a ban on any activities relating
to the medical product in question (the *1st
requirement”), or (ii) the activities for which a
ban is lifted by such approval do not fall within the
scope of the patented invention in question; (I1) a
medical product to be approved under Article
14(1) or (9) of the Pharmaceutical Affairs Act is
specified by the features of “names, ingredients,
quantities, dosage regimen, indications, qualities
such as side effects, and issues related to
effectiveness and safety.” Therefore, activities for
which a ban is lifted by an approval is the
production and selling of a medical product as
specified by the above mentioned features; (111) in
determining whether the 1st requirement is met, it
is necessary to make a substantial assessment in
light of the purpose of providing the patent
duration extension system rather than mechanically
assessing the above mentioned features; (V) for a
patent involving ingredients of a medical product
(except for patents involving a process,
product-by-process, etc.), which is the case in the
subject case, the scope of “using a patented
invention” for which a ban is lifted by an approval
under Article 14(1) or (9) of the Pharmaceutical
Act is: activities such as producing and selling a
medical product as identified by ingredients,
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guantities, dosage regimen, indications among the
above mentioned features; (V) the ban on the use
of the Invention as specified by the dosage
regimen of the Medical Product added in the 2nd
Approval had not been lifted by the 1st Approval,
it has rather been lifted by the 2nd Approval;
therefore, (VI) the above mentioned 1st
requirement for an application for an extension of
duration to be refused is not met with regard to the
2nd Approval.

For the interpretation of Article 67-3 of the Patent
Act, the JPO amended its examination standards in
December 2011, after a Supreme Court decision in
April 2011, which negated the former examination
standards. However, the JPO’s practice based on
the amended examination standards has been
negated by the High Court judgment in this case.
The JPO has appealed the High Court decision to
the Supreme Court of Japan. We will watch how
the situation develops. (Miki Goto)
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[Japanese IP Topic 2014 No. 8 (English)]
Amendments to the Law in Relation to Regional
Brands

On June 24, 2013, the Japanese government
published the “Intellectual Property Strategic
Program 2013” (“Program”), announcing its goal
of establishing “regional brands”. In accordance
with the Program, the “Act on the Partial Revision
of the Patent Act, etc.” (“Revised Act”) and the
“Act on the Protection of Names of Specified
Agriculture, Forestry and Fisheries Products, etc.”
(“Gl Act”) were both passed during the 186th



Ordinary Parliamentary Session.  The former
piece of legislation includes an amendment to the
Regional Collective Trademark System, while the
latter creates a new Geographical Indications
(“GI”) system in respect of, inter alia, specified
agriculture, forestry and fishery products.

1. Regional Collective Trademark System

The Regional Collective Trademark System
permits the registration of trademarks consisting of
regional names along with the name of the goods
or services. This system was introduced on April
2006, and 560 regional collective trademarks have
been registered as of June 30, 2014.

Previously, this system allowed only entities
belonging to a narrow category, such as
cooperative business associations, to obtain such
regional collective trademark  registrations.
However, under the Revised Act, (i) commerce
and industry associations, (ii) chambers of
commerce and industry, and (iii) non-profit
organizations are now also permitted to register
regional collective trademarks (along with foreign
entities equivalent to the abovementioned 3 entity
types). A portion of the Revised Act concerning
the Regional Collective Trademark System will
come into force from August 1, 2014.

Over and above the amendments to the Patent Act,
the Japan Patent Office (“JPO”) is also planning a
review of a portion of the Trademark Examination
Guidelines in relation to “well-known trademarks”.
Under the Trademark Act, regional collective
trademarks cannot be registered unless “the said
trademark is well known among consumers as
indicating the goods or services pertaining to the
business of the applicant or its members”.

The present guidelines, therefore, appear to require
a regional collective trademark to be well known
among consumers of adjacent prefectural
governments.  However, this criterion would
appear to be oppressive for certain types of goods
or services. Accordingly, the JPO intends to
remove this oppressive blanket criterion, and to set
out in its place clear and specific criteria in
accordance with the respective types of goods or
services under consideration.

2. Protection of Names of Specified Agriculture,
Forestry and Fisheries Products etc.

Geographical Indications or Gls refer to
“indications which identify a good as originating in
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the territory of a Member, or a region or locality in
that territory, where a given quality, reputation or
other characteristic of the good is essentially
attributable to its geographical origin” (Article 22
(1) of the TRIPs Agreement).

The main legal frameworks in Japan that are
concerned with Gls are as follow:

(a) Regulation on Gls of Wines, Spirits and Sake
(Article 86-6 of the Act on Securing of Liquor Tax
and on Liquor Business Associations)

(b) Prohibition on indications likely to mislead
the public as to the place of origin (Article 2 (1)
(xiii) of the Unfair Competition Prevention Act)

(c) Regional Collective Trademark System
(Article 7-2 of the Trademark Act)

The GI Act introduces a system to register the Gls
of specified agriculture, forestry and fisheries
products, etc. as intellectual property.

Unlike the trademark system, the GI system
countenanced under the GI Act does not grant the
registrant exclusive rights, but instead offers
protection for registered Gls through government
regulations. Furthermore, while it is said that the
trademark system performs a quality certification
function through proprietors of the trademarks
themselves preserving the quality of their own
goods or services to prevent degradation of their
own brand images, under the new GI system, it is
the Japanese government, as a third party, that
objectively guarantees the quality of the goods and
services in question.

Both the trademark system and the GI system are
frameworks to protect “indications”; therefore,
certain rules have been put in place to address
possible conflicts. If a prior trademark exists, a
Gl that is identical with or similar to such prior
trademark cannot be registered except in certain
cases, such as when the trademark proprietor
grants approval for registration (Article 13 (1) (iv)
(b), etc. of the GI Act). On the other hand, the
existence of a prior Gl itself is not a reason to
refuse a trademark registration; however, a
trademark right shall have no effect on the usage of
Gls by the GlIs’ registrants (Article 26(3) of the
Trademark Act).

To protect an indication as a GlI, the indication is
required to specify the linkage between the
production area and the characteristics of the
product; however, the specific inclusion of a



regional name into such an indication is not
necessary.

According to the revised “The Strategy for Rebirth
of Japan 2014” (June 24, 2014), the Japanese
government plans to vitalize the various regions of
Japan by maximizing the utilization of regional
resources. In this connection, the above two Acts
serve as valuable tools in establishing regional
brands and tapping these regional resources. They
will surely attract even more attention from all
quarters going forward.

Masato Nozaki
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