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[Japanese IP Topic 2012 No. 11 (English)]

The Osaka District Court denied indirect
infringement of a patent, which claims a drug
consisting of a combination of known APIs, by
manufacturing and sales of an accused drug
comprising only one of the API (September 27,
2012).

It is possible to obtain a patent claiming a
combination of known active pharmaceutical
ingredients if such combination brings unobvious
synergisms. In this case, the patentee tried to
enforce such a patent against a defendants' drug,
which is comprised of only one of the active
pharmaceutical ingredients, based on the argument
that the manufacturing and sales of said drug
constitutes an indirect infringement of the patent, if
a doctor/pharmacist/patient prescribes or uses said

drug simultaneously with other drugs so that the
patented combination may be created, under the
Article 101, Item 2 of the Japan Patent Act which
stipulates that knowingly manufacturing an item to
be used for manufacturing a patented product
constitutes an indirect infringement of a patent.
However, the Osaka District Court denied indirect
infringement based on the reason that the use of an
item for its originally intended purpose does not
fall under "manufacturing an item" in Article 101,
Item 2 of the Japan Patent Act and that the
prescription or use of the accused drug is just the
use of the said drug for its original indication and
does not constitutes "manufacturing an item" even
if said drug is used simultaneously with other
drugs. (Yasufumi Shiroyama)
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[Japanese IP Topic 2012 No. 12 (Chinese)]
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[Japanese IP Topic 2012 No. 13 (English)]

The IP High Court dismissed a claim for
copyright infringement regarding an on-line
fishing game for mobile device (August 8, 2012)

On August 8, 2012, the IP High Court revoked a
decision of the Tokyo District Court which had
found that there had been copyright infringement,
and dismissed a claim for copyright infringement,
regarding an on-line fishing game for mobile
devices.

The IP High Court opined that the characteristics
which are common between the plaintiff's game
and the defendant's game, such as depicting fish in
water horizontally and showing concentric circles
which used to be adopted in shooting games or
darts, fall under the scope of an idea rather than a
copyrightable expression. It is often disputed in a
copyright infringement lawsuit in Japan whether
the part that is common between the plaintiff's
work and the defendant's work constitutes an
expression or an idea, and it appears that the
difference in the conclusions of the Tokyo District
Court and the IP High Court arose from their
different finding on this issue.

Further, the IP High Court also commented on a
procedural aspect of the arguments comparing the
plaintiff's work and the defendant's work. It is the
plaintiff which first selects parts of its work and
compares them with the relevant parts of the
defendant' work. As long as such parts can be
found to constitute one whole work, both parties
shall argue within the scope selected by the
plaintiff. However, if the parts selected by the
plaintiff are not one whole work, the defendant is
allowed to argue that the defendant's work does not
have the essential characteristics of an expression
of the plaintiff's work, based on the ground that the
comparison should be made based on the whole
work including the parts which were not selected
by the plaintiff for comparison. (Yasufumi
Shiroyama)
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[Japanese IP Topic 2012 No. 13 (Chinese)]
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[Japanese IP Topic 2012 No. 14 (English)]

The IP High Court has made a ruling on the
subject of “trademarks that entail a risk of
confusion” (Article 4, Paragraph 1, Item 15 of
the Trademark Act) (March 28, 2012)

The IP High Court (the “IPHC”) has rendered a
judgment in the case of Intel Corporation (“Intel”)
v. KDDI Corporation ("KDDI”) on March 28,
2012.

Intel requested the Japan Patent Office (the “JPO”)
for a trial decision to invalidate a trademark
registration held by KDDL The relevant
trademark (the “Trademark™) is as follows:

KDDI
Module

Inside

Intel argued that the trademark registration should
be invalidated as it fell under the category of “a
trademark that entails a risk of confusion” (Article
4, Paragraph 1, Item 15 of the Trademark Act) in
light of the following cited trademarks (the Cited
Trademarks 1-4):

pentium !!_I

3 “INTEL INSIDE XEON”
4 “INTEL INSIDE CENTRINO”

The JPO rendered a trial decision dismissing
Intel’s request and maintained the trademark
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registration. Intel then filed a lawsuit seeking
cancelation of the JPO’s trial decision.

On March 28, 2011, The IPHC rendered a
judgment dismissing Intel’s claim for cancellation
by affirming the JPO’s trial decision. (Although
Intel argued that the trademark registration was in
violation of Article 4, Paragraph 1, Item 7 of the
Trademark Act, this article only introduces the
IPHC’s judgment regarding Article 4, Paragraph 1,
Item 15 of the Trademark Act.)

The IPHC first cited the Supreme Court judgment
dated July 11, 2000 (the “L’air du Temps Case
Judgment”) and stated as follows:

‘It is legitimate to assume that "trademarks that
entail a risk of confusion with products or services
relating to the business of another party" as
referred to in Article 4, Paragraph 1, Item 15 of the
Trademark Act, when said trademarks are used in
connection to the designated goods or designated
services, should be taken to include not only
trademarks where the said goods, etc., entail a risk
of being confused with the goods or services of
other parties, but also trademarks that entail a risk
of confusion in the broad sense that the goods, etc.,
will be confused with the goods, etc., of the
business of commercial organizations connected
by close business relationships with the other party
such as parent-subsidiary companies or family
companies or in a relationship of subordination to
the group involved in commercial operations
employing the same labeling.’

‘The question of whether there is indeed any "risk
of confusion" needs to be considered in a
comprehensive manner in light of the extent to
which there is similarity between the trademark in
question and the labeling employed by another
party, the extent to which the labeling of the other
party is generally known and the extent of its
originality, the extent to which the designated
goods, etc., bearing the trademark, and the goods,
etc., relating to the business of the other party, are
related in terms of character, use, or purpose, and
other conditions bearing on the business, such as
similarity in terms of dealers in the goods and
consumers, and on the basis of the extent to which
the dealers and consumers concerned with the
goods, etc., bearing the trademark in question,
generally pay attention to the trademark.’

The IPHC then stated that:



(i) The Trademark and the Cited Trademarks are
not similar to each other as a whole in their
appearance, and their pronunciations and the
concepts evoked by them are different from each
other.

(i1) The labeling of “...inside” and “...INSIDE” in
the Cited Trademarks do not have so strong an
identification function that the services or goods
bearing the labeling immediately cause an
impression that the services or goods are provided
by Intel.

(iii) The Cited Trademarks’ compositions do not
have significant originality.

(iv) The letters “KDDI” in the Trademark are well
known as an indication of KDDI in Japan.

In light of these facts, the IPHC judged that the
Trademark does not cause any confusion regarding
the source of the goods by reminding dealers or
consumers of the Cited Trademarks, and does not
have any risk of causing a free-ride on or dilution
of the Cited Trademarks even though the
designated goods of the Trademark and those of
the Cited Trademarks partially overlap each other
and the Trademark and the Cited Trademarks share
dealers and consumers. Consequently, the IPHC
ruled that the Trademark does not fall under the
category of “a trademark that entails a risk of
confusion” (Article 4, Paragraph 1, Item 15 of the
Trademark Act).

The judgment followed the framework presented
by the Supreme Court judgment in the L’air du
Temps Case by going through each of the elements
listed by the Supreme Court. It can serve as a
useful reference as a judgment that has made a
ruling on the subject of “trademarks that entail a
risk of confusion” as set forth in Article 4,
Paragraph 1, Item 15 of the Trademark Act.

Masayuki Yamanouchi

W Bz

masayuki.yamanouchi@
amt-law.com

Tel: 81-3-6888-5669

Fax: 81-3-6888-6669
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[Japanese IP Topic 2012 No. 14 (Chinese)]
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