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[Japanese IP Topic 2010 No. 5 (English)]
Revision of Examination Guidelines regarding
treatment regime claims

Japanese Patent Law provides that for inventions
to be patented they must be industrially applicable.
Moreover, the Japan Patent Office (JPO) considers
any method of treating or diagnosing human
patients to not be "industrially" applicable and,
therefore, any treatment regime (e.g., including
features of timing, frequency, or dosage of the
medication) cannot be industrially applicable if
recited as a method of treatment.

To get around this statutory requirement, many
patent specialists often describe the claims in terms
of pharmaceutical composition instead of method
of treatment. Traditionally, however, the JPO
had not recognized such treatment regime
limitations to be an essential technical feature that
may distinguish the claimed pharmaceutical
composition from the prior art, because any
treatment regime would be more closely related to
a method of treatment which is not a patentable
subject matter as above. Recently, however, the
JPO has significantly shifted its traditional
approach to examination.
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The new Examination Guidelines clearly state that,
even if a medical use (i.e. pharmaceutical
composition) claim cannot be distinguished from
the prior art in terms of the active components and
intended use, the novelty of the claimed invention
may be recognized if the invention describes a
dosage and administration that are distinguishable
from the prior art. This means that the JPO will
consider a treatment regime specifying the

frequency (or timing) and dosage of administration,

to be the essential technical feature that may
distinguish the claims from the prior art in future
examinations.
Makoto Ono, Ph. D.
/NP
— makoto.ono@amt-law.com
Phone: +81-3-6888-56951
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[Japanese IP Topic 2010 No. 5 (Japanese)]
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[Japanese IP Topic 2010 No.5 (Chinese)]
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[Japanese IP Topic 2010 No. 6 (English)]

IP High Court denies availability of a cell line
despite reference thereto in a prior publication
and admits novelty of an invention claiming it
(December 12, 2010)

For inventions of biological material such as cell
lines, even if the material has been described in a
prior publication, novelty of the invention is not
denied unless the skilled artisan can produce or
obtain the material according to the publication. In
this case, the court focused on whether or not
disclosing a cell line without reciting its deposit
number would allow the skilled artisan to obtain
the cell line, that is, whether the invention of the
cell line lost its novelty due to the disclosure.

The defendant, i.e. the JPO, stated that since the
Instructions for Authors in the prior publications
stipulate authors to furnish the cell line in response
to the request from a third party, and there was a
practice to comply with the request in the technical
field, the «cell line described in the cited
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publications should be deemed to have been
obtainable for the skilled artisan.

In response, the IP High Court acknowledged that
the instructions do not enforce the furnishing of
cell line on authors, and that the authors are also
free to accept or reject the practice. Then,
considering the declaration by the author of the
cited publications, which states that he would not
have furnished the cell line even if a third party
had requested it, the court decided that, even after
the publications, the skilled artisan could not
obtain the cell line, and reversed the Patent Office
trial decision in which the novelty of the cell line
was denied based on the publications.

Michiaki Tsubokura
P A
michiaki.tsubokura@amt-law.com
Tel: 81-3-6888-5692

h Fax: 81-3-6888-6692

[Japanese IP Topic 2010 No. 6 (Japanese)]
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[Japanese IP Topic 2010 No. 6 (Chinese)]
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[Japanese IP Topic 2010 No. 7 (English)]

Japanese and European case law regarding the
importation of goods bearing a manufacturer's
trademark when the trademark is domestically
owned by another entity as a result of
assignment

The following summary outlines Japanese and
European cases that look at whether a parallel
import shall constitute an infringement of
trademark rights if the same trademark belongs to
a different company in a different country as a
result of assignment of the mark.

Japan

In the "CONVERSE" case (IP High Court; April
27, 2010), an American company (the "Converse
Company") owned the registered trademark rights
of "CONVERSE" for shoes in Japan and the
United States. Subsequently, the Converse
Company assigned the trademark rights in Japan to
a Japanese company (the "Plaintiff") and entered
into a marketing agreement with the Plaintiff.
Under this marketing agreement, the products by
Converse Company and the Plaintiff were not
governed by the same quality control policy
although the agreement included the obligation of
cooperation in regards to the promotion of sales.
In addition, there were no capital ties between the
Converse Company and the Plaintiff. The court
quoted from a Supreme Court precedent (the Fred
Perry case) "where products are sold or distributed
using a similar or the same trade mark as a
registered trademark in Japan, parallel imports of
the products formally constitutes infringement of
the trademark rights in Japan. However, where
the entity that affixed the trademark to the products
in the foreign country is the same at the owner of
the trademark in Japan or can be considered to be

the same on the account that they have legal or
economic ties, the parallel imports do not
constitute infringement of trademark rights" and
concluded that the respondent's parallel imports
(the products) with the logo CONVERSE
constituted an infringement of trademark rights as
it considered the fact that the Plaintiff was not able
to control the quality of the products made by the
Converse Company as an important factor. On
this point, the respondent argued that, as the
trademark is a world renowned mark, consumers
will recognize that the commercial origin of the
products is the Converse Company (as opposed to
the commercial origin of the Plaintiff). Therefore,
the commercial origin that should be shown by the
registered trademark in Japan is that of the
Converse Company as opposed to the Plaintiff.
The court, however, rejected this opinion on the
ground that the owner of the rights of the
registered trademark is allowed exclusive use in
Japan as part of trademark rights and, therefore,
the commercial origin as protected by the Japanese
Trademark Act shall be the origin of the owner of
the registered trademark in Japan (as opposed to
the Converse Company).

Europe (EU)

In the case of IHT Internationale Heiztechnik v
Ideal Standard ("IHT v Ideal"), the “Ideal
Standard” trademark was previously owned by the
American Standard Group through its subsidiary
companies in France and Germany and was used
for both sanitary fittings and heating equipment.
American Standard had decided to concentrate on
the sanitary sector and assigned its goodwill and
the trademark in the heating sector to Compagnie
Internationale de Chauffage (CIdC) in France.
However, such assignment was not effective in
Germany as German law prohibits the assignment
of the mark for the sanitary sector separately from
the heating sector. Therefore, the owner of the
“Ideal Standard” mark for heating equipment is
different in France and Germany

This allowed Ideal Standard GmbH (the German
subsidiary of American Standard) to commence
infringement proceedings against CIdC when CIdC
began marketing heating equipment (manufactured
in France by CIdC), in Germany bearing the trade
mark "Ideal Standard" through its German
subsidiary IHT.
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Under Article 7 of the Directive 2008/95/EC of the
European Parliament and of the Council of 22
October 2008 to approximate the laws of the
Member States relating to trade marks, the trade
mark shall not entitle the proprietor to prohibit its
use in relation to goods which have been put on the
market in the community under that trade mark by
the proprietor or with his consent. Therefore, the
issue was whether consent may be implied from
the assignment of the trade mark. The European
Court of Justice held that consent cannot be
implied where the assignor cannot control the
quality of the assignee's products and the assignee
has no economic links with the assignor.
Therefore, the distribution by CIdC in Germany of
the products manufactured in France constituted an
infringement of trademark rights in Germany.

In summary, the basis for each of the judgments
discussed above is to maintain the trade mark’s
function as an indicator of the commercial origin
of the goods.

Yuko Nakatani

R

" yuko.nakatani@amt-law.com
" Phone: +81-3-6888-11371

[Japanese IP Topic 2010 No. 7 (Japanese)]
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[Japanese IP Topic 2010 No. 7 (Chinese)]
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[Japanese IP Topic 2010 No. 8 (English)]

IP High Court examines whether the fact that a
quotation is made for creating another
copyrighted work is a condition for the
limitation on copyright as a '"quotation" (IP
High Court, October 13, 2012)

This case arose between a holder of copyright in a
painting and an entity which issued a certificate of
the painting's authenticity to which a color copy
thereof was attached in reduced size. The IP
High Court held that attaching such a copy
constitutes reproduction of the painting but
rejected the claim of the copyright holder on the
ground that such act fell under "quotation"
permissible under the Copyright Act of Japan.

Article 32(1) of the Act provides that, as a
limitation on copyright, "it shall be permissible to
quote from and thereby exploit a work already
made public, provided that such quotation is
compatible with fair practice and to the extent
justified by the purpose of the quotation, such as
news reporting, critique or research." (CFH to
YAS: I found this translation of this article which I
think it more clear- (1) It shall be permissible to
make quotations from a work already made
public, provided that their making 1is
compatible with fair practice and their extent
does not exceed that justified by purposes such
as news reporting, criticism or research.) In
relation to this article, the widely accepted
interpretation is, based on a precedent of the Tokyo
District Court in 1998, that a quotation from a
copyrighted work is permissible only if it is made
in order to newly create another copyrighted work.
Under such an interpretation, the defendant in this
case was not able to invoke application of the
Article because the certificate of the painting's
authenticity might not be a copyrighted work due
to limited creative expression.  However, the IP
High Court rejected such interpretation and held
that whether the quotation is made for creating
another copyrighted work is not a condition for
application of the Article, i.e., a limitation on
copyright as a "quotation". (Yasufumi
Shiroyama)

[Japanese IP Topic 2010 No. 8 (Japanese)]
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[Japanese IP Topic 2010 No. 8 (Chinese)]

SR AR SRR G  HE A S R TR

TEEDGFEEY, HIEAR T HITARTR
T “EH5IH” BEMH (2010410 H 13 HD

EENEREAT R . ARG RNV AT i
FHILAE S, A ERGE 32 4% 1 I E 1 3E
M5 7 AE NPT T

TEARZE, WS K R s m 5, 46
Ja R 0 P BT 2 1 B O A UE D b i
B VR BEAE FIWZAT Ky A 15 Ky 2 VE R
EM “IEYS5IH7 &, WHAT A BRI, ik,
B, el ER A IIE 3R 2 2 15 52 38 55 )L
JITHFID, NCAZAT A “FFE % AT s,
HEHMHMBEESEE 2N, Bkl
HATAHERT “EY451H” » AREERUR R

P, B EUR AR, EAERGL 33 & 11
B ) AR5 7 F 25 | FE AR Sl e E1E
BRI EAED . 1% 329K B 7E 2008 4 2 H 20
H AR 5 7 v e g i g ke gl e 22 R A1 2
— BRI o (HRAEARZ P, JH B R S
BEER AL IE S oL, AURITH
TEARNPZEAED 5 AN e Bk, 7
HINT BRAMZ K. Ol Beso

[Japanese IP Topic 2010 No. 9 (English)]
Intellectual property transactions and transfer
pricing taxation

Recently, transfer pricing taxation is being
increasingly applied to transactions involving
intellectual property. Once transfer pricing
taxation is applied, the amount of back taxes is
generally at least several hundred million yen.
The transfer pricing taxation regime was enacted in
order to prevent the transfer of income from Japan
to abroad where associated enterprises reside.
The price of the transaction agreed between the
associated enterprises and the price of a similar
transaction agreed between independent parties are
compared, and if there is a difference between such
prices, the difference will be taxed. Associated
enterprises refer to enterprises in which a
corporation owns, directly or indirectly, 50% or
more of its outstanding shares, or enterprises
which are practically controlled by a corporation.

Transactions to which the transfer pricing taxation
regime may be applied are license transactions and

the transfer of intellectual property. Even a so
called comprehensive cross-license transaction
may be the subject of transfer pricing taxation. In
addition, if a corporation has subsidiaries in
multiple foreign countries, it is necessary to
examine the adequacy of license fees paid by such
subsidiaries, whether they may be the same
amount or not.

Due to the difficulty in evaluating the value of
intellectual property, determining the price of
transactions is not an easy task for corporations,
leading to a conflict of views between the taxpayer
(corporations) and the tax authority, thereby
resulting in the application of transfer pricing
taxation. In order to avoid the application of
transfer pricing taxation, the most reliable way is
to obtain confirmation from the tax authority
regarding the price of the transaction to the effect
that the price does not cause the application of
transfer pricing taxation. This is called an
advance pricing arrangement ("APA"). If, for
some reason, a corporation does not obtain an APA,
the appropriate preparation and documents
describing the negotiations concerning the pricing
(in the case where the price has been agreed to
after the negotiations) and the information referred
to when determining the price, would decrease the
risk of application of transfer pricing taxation.
Please be advised that some of the relevant
documents must be prepared and maintained in
accordance with the applicable tax code. When
determining the price of the transactions between
the associated enterprises, it is strongly
recommended that the price be determined and
agreed upon appropriately and carefully.

Takashi Tezuka
FHEL

takashi.tezuka@amt-law.com
Tel: 81-3-6888-1166
- Fax: 81-3-6888-3166
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