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[Japanese IP Topic 2010 No. 1(English)]

The TP High Court admitted novelty of an
invention regarding a new chemical substance
even though a prior art had disclosed a
chemical formula thereof (August 19, 2010).

Novelty of an invention of a product is usually
denied if the structure of such product was
disclosed by a prior publication. However, in this
case, the court held that this is not always the case
for inventions of new chemical substances. The
court stated that, as it is not always easy for
persons skilled in the art to know the methods to
obtain a new chemical substance, such as the
process of chemical synthesis, novelty of such

chemical substance is only denied when a prior
publication not only disclosed the structure of such
chemical substance but also suggested the method
for manufacturing such chemical substance. The
court further stated that, unless a prior publication
suggested a method for manufacturing such
chemical substance, it is essential when denying
novelty in light of such publication that a
manufacturing method or other methods for
obtaining such chemical substance could be known
based on common technical knowledge without
any creative effort, such as consideration or trial
and error, at the time of filing the patent
application. (Yasufumi Shiroyama)



October 2010/Vol. 1

[Japanese IP Topic 2010 No. 1(Japanese)]
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[Japanese IP Topic 2010 No. 1(Chinese)]
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[Japanese IP Topic 2010 No. 2(English)]

The IP High Court discussed as to whether
results of post-filing experiments could support
the effects of an invention for the purpose of an
examination of an inventive step thereof (July
15, 2010)

It is not unusual for an applicant or patentee to
submit experiment results obtained after filing a
patent application in order to prove an effect of an
invention, which was not always clear from the
specification attached to the patent application, and
further to support an inventive step of the
invention by arguing that the invention has an
outstanding effect which was not anticipated by
persons skilled in the art. However, a first-to-file
system in principle requires that an invention be
fully disclosed in the original specification
attached to the patent application and the
introduction of a new matter into the specification
by amendment thereof during patent prosecution is
strictly limited. Therefore, it often becomes an
issue as to whether such a post-filing experiment
results can be taken into consideration for the
purpose of the examination of patentability.

In this case, the court held, in light of a principle of
fairness between the applicant and third parties, (i)
that it is not allowed to take supplemented
experiment results into consideration to support the
effect of an invention, which were not disclosed in
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the original specification, but (ii) that it is allowed
to take them into consideration as far as there was
a certain description in the original patent
specification by which persons skilled in the art
could recognize or infer such an effect.
(Yasufumi Shiroyama)
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[Japanese IP Topic 2010 No. 3(English)]

The Tokyo District Court denied trademark
infringement by an operator of an internet
shopping mall where one of the shops had sold
infringing goods (August 31, 2010)

It sometimes happens that goods, which infringe in
the intellectual property rights of a third party, are
sold or offered for sale by a shop run by an
individual or small company located within a large
internet mall operated by a large company. The
situation is similar when infringing goods are
offered for sale by an individual through an
internet auction site. In relation to such cases, it
has been discussed whether the operator of the
internet mall or the auction site is liable for
infringement of the third party's intellectual
property rights.

In this case, Rakuten, the largest internet mall in
Japan, was sued for trademark infringement based
on the fact that one of the shops in the internet mall
sold infringing goods. The court held that
Rakuten is not liable for trademark infringement
because (i) sale and purchase transaction are made
between the shop and its customers, (ii) it is not
Rakuten but rather the shop which is obliged to
transfer ownership and possession of the goods to
the customers, (iii) Rakuten did not control the
shop in relation to the sales of the infringing goods,
and (iv) any profit and loss arising from the sales
of the infringing goods is attributable to the shop.
(Yasufumi Shiroyama)
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[Japanese IP Topic 2010 No. 3(Chinese)]
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[Japanese IP Topic 2010 No. 4 (English)]

The Tokyo District Court held that an author of
an original work may, at its own discretion,
refuse to give consent to exploitation of a
derivative work even though the derivative
work had been created under the original
author's consent (September 10, 2010)

Many copyrighted works are created by
contribution of more than one author. Such
works include (i) a derivative work and (ii) a
jointly authored work. Under the Copyright Law
of Japan, an author of an original work has the
power to approve or refuse, at its sole discretion,
exploitation of a derivative work even if the said
derivative work was created under the consent of
the author of the original work. One of the joint
authors of a jointly authored work also has the
power to approve or refuse exploitation of the
jointly authored work. However, in the case of a
joint author, there must be reasonable grounds if
the joint author refuses exploitation proposed by
another joint author.

In this case, there was a dispute between a scenario
writer and an original author regarding the
publication of a scenario, to which the original
author refused to give consent. The scenario
writer argued that the difference between the right
of an original author and that of a joint author
under the Copyright Law of Japan is unreasonable
and that even an original author needs a reasonable
ground if it refuses to give consent to exploitation
of a derivative work which was created under the
permission of the original author. However, the
court rejected such an argument based on the
reason that the difference between the right of an
original author and that of a joint author under the
Copyright Law of Japan is reasonable because
joint owners have a much closer relationship with
each other than an original author and an author of
a derivative work. (Yasufumi Shiroyama)
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