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Japanese IP Topic 2009 No. 1 (English)] 
The Supreme Court of Japan found a protective 
order available in a proceeding for a 
preliminary injunction (Jan. 27, 2009) 

During a proceeding of patent "litigation", a 
Japanese court may, upon request from a party, 
issue an order to keep secrecy of the party's trade 
secret to counsels and employees of the other party.  
However, it was not clear from the statute whether 
a proceeding for a preliminary injunction falls 
under "litigation", where the order is stipulated to 
be available.  The Tokyo District Court and the IP 
High Court denied availability and dismissed a 
party's application for the order in a proceeding for  

a preliminary injunction.  However, the Supreme 
Court of Japan vacated those decisions based on 
the finding that the order is available during a 
proceeding for a preliminary injunction which falls 
under "litigation". It would be inappropriate to 
require a defendant to disclose its trade secret, such 
as the specifications of the allegedly infringing 
products or process, if the order were not available 
in a proceeding for a preliminary injunction.  In 
this regard, the Supreme Court decision makes the 
proceeding for a preliminary injunction more 
useful and effective. (Yasufumi Shiroyama) 
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Japanese IP Topic 2009 No. 1 (Japanese)] 

21 27

Japanese IP Topic 2009 No. 2 (English)] 
The IP High Court dismissed request for 
restriction of third party inspection of a case 
record (December 16, 2008.) 

In principle, a case record of a Japanese court is 
publicly available. However, upon request from a 
party, a court may issue an order to restrict third 
party inspection of a case record provided that the 
record contains the party's trade secret.  In order 
to be qualified for protection as a trade secret, a 
requesting party has to show that certain 
information is (i) not known to public; (ii) 
managed as secret; and (iii) useful for a technical 
or business purpose.  In practice, a requesting 
party submits an affidavit of an employee 
responsible for custody of the information to 
support its allegation. Unless the other party raises 
objection, a Japanese court will usually issue an 
order without seriously examining the above 
conditions. 

This case arises from litigation between companies 
regarding Merck trademark.  A party submitted a 
copy of an agreement between each party's parent 
companies and requested a court order to restrict 
inspection of the case record.  The other party 
raised objection on the ground that the contents of 

the agreement had already been publicly made 
available.  The court examined and dismissed the 
request on the ground that (i) the contents of the 
agreement has already been made publicly 
available through the parties' websites and 
Wikipedia; (ii) the agreement did not contain a 
confidentiality clause; (iii) the nature of the 
agreement did not require secrecy; and (iv) a copy 
of the agreement had been submitted to the Japan 
Patent Office where anybody could access it for a 
year.

In a case for trade secret infringement, it is often 
disputed whether certain information qualifies for 
protection as a "trade secret".  In many cases, 
Japanese courts have denied protection where the 
requisite conditions are not satisfied. In particular, 
many cases fail to successfully establish that the 
information has been managed as a secret. 
Examples include a lack of passwords for electric 
files and lack of expressed indication as a secret. 
This case shows that the same burden of proof 
applies to the petitioner seeking an order to prevent 
secret information from disclosure through a court 
proceeding. (Yasufumi Shiroyama) 

[Foreign IP Topic 2009 No. 2 (English)] 
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Japanese IP Topic 2009 No. 3 (English)]
IP High Court directed the Japan Patent Office 
(JPO) to reframe the standard for the 
patentable subject matter (Aug. 26, 2008) 

On August 26, 2008, the IP High Court revoked a 
JPO's decision, which rejected a patent application 
on the basis that it was not directed to a patentable 
subject matter (i.e., an "invention" as defined 
under Japanese Patent Law), and remanded the 
case to JPO.  The Patent Law defines a statutory 
invention as "a highly advanced creation of 
technical ideas utilizing a law of nature."  The 
JPO's Examination Guidelines provide that if the 
foundation of a claimed invention rests on a law 
other than a law of nature (e.g., economic 
principles), arbitrary arrangements (e.g., rules for 
playing a game), or utilize only such laws (e.g., 
methods for doing business), then these do not 
qualify as the definition of an "invention" under 
the Patent Law because they do not utilize a law of 
nature.  The invention at issue was directed to the 
method of searching English words based on 

consonants included in each word.  JPO ruled that 
such method is an arbitrary arrangement and that it 
cannot be considered "utilizing a law of nature."  
The IP High Court found that the JPO's ruling was 
erroneous, holding that whether the invention uses 
"a law of nature" must be judged based on the 
consideration of the claim as a whole as well as the 
figures and statements in the specification.  The 
Court explicitly held that it is erroneous to deny an 
invention using "a law of nature" only because the 
invention involves a process consisting of mental 
activities, decision making or behavior of human 
beings.  JPO did not appeal the case to the 
Supreme Court and, after remand, granted a patent 
based on the application.  Furthermore, JPO 
announced that it would begin to discuss whether 
and how to revise the patentable subject matter 
under the Patent Law in the late January 2009. 
(Yoshikazu Iwase) 

[Foreign IP Topic 2009 No. 1 (Japanese)]
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Japanese IP Topic 2009 No. 4 (English)]
The IP High Court decided on applicability of a 
statute of limitation for ex-employee inventor's 
claim under Article 35 of the Patent Law (Oct. 
29, 2008) 

The IP High court overturned the Tokyo Dist. 
Court's decision on In re Mitsubishi Chemical, Co., 
Ltd., where a retired employee claimed a 
reasonable reward from an empolyer based on 
Article 35 of the Japanese Patent Act. The IP High 
Court overturned the district court's decision that 
the reward claim was blocked by prescription. 
According to the Supreme Court's case law, a 

prescription period of reward claim should start at 
the due date of such claim as stated in the 
employment agreement (In re Oympus 
Corporation, Sup Ct. Apr 22, 2003). In Mitsubishi,
the employer stipulated the rules whereby an 
employee is entitled to be rewarded (a) when the 
invention is applied to the patent office; (b) when 
the patent is registered; and (c) when the patent 
made a profit for the company. The district court 
held that the prescription period for each claim 
should start (i) when the application is made; (ii) 
when the patent is registered; and (iii) when the 
patent is licensed or the license is registered, and 
also depends on whether, regarding the claim (c), 
the prescription period (ten years) has already 
passed the date of (iii). On the other hand, the IP 
High Court held that the prescription period for the 
claim (c) runs only after a confirmation period 
during which the company finds out whether or not 
the invention is profitable for the company. Further, 
the IP High Court stated that the confirmation 
period would be five years in this case because the 
company used five years' profit for calculating the 
reasonable reward to the employee. Accordingly, 
the prescription period started running five years 
after the issuance of the license. Since most of the 
reasonable award cases are raised by retired 
employees, it would be favorable for those retired 
employees to raise a claim against their employers, 
and we need to watch how this case affects 
potential lawsuits. (Naoki Iguchi) 

Japanese IP Topic 2009 No. 4 (English)]
Takashi Nakzaki 

Washington D.C.
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Japanese IP Topic 2009 No. 4 (Chinese)] 
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Japanese IP Topic 2009 No. 5 (Japanese)] 

21 1 14
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[Japanese IP Topic 2009 No. 6 (English)]
The Osaka High Court ordered an owner of a 
restaurant to remove a piano from the 
restaurant as a remedy for copyright 
infringement (Sep. 17, 2008) 

The Osaka High Court has upheld a decision of the 
Osaka District Court ruling upon the conviction of 
an owner of a Jazz and Bossa Nova restaurant (the 
“Restaurant”) which was found liable for 
providing restaurant customers with live music.  
This case was spotlighted in the media because the 
owner (the “Owner”) was ordered to remove a 
piano from the Restaurant. 

The Restaurant advertised on its website that it 
could provide nice meals with music.  The 
Restaurant had a stage for live music including a 
piano, drums and other music instruments.  In 
addition, the Restaurant was equipped with stage 
lights and acoustic facility.  The Restaurant’s 
performance stage was used for four types of 
activities: solo piano performances planned by the 
owner, live band performances planned by the 
owner, live band performances planned by stage 
players and various privately-chartered events, 
including birthday parties.  

The plaintiff, the Japanese Society for Rights of 
Authors, Composers and Publishers (“JASRAC”), 
sought an order in the District Court prohibiting 
live music at the Restaurant.  The District Court 
entered an order prohibiting live music for solo 

piano performances planned by the owner and both 
of the live band performances, and ordered the 
Owner to remove a piano.  Both the plaintiff and 
the defendant appealed.  The High Court 
prohibited live music for solo piano performances 
planned by the owner and live band performances 
planned by the Owner, and ordered the Owner to 
remove a piano.  The High Court considered that 
it was very possible that the Owner would infringe 
copyright laws in the future, on the grounds of the 
Owner’s attitude.  The Owner temporarily 
suspended copyright infringing services while the 
case was on trial.  He remained noncommittal, 
however, about whether he will permanently 
refrain from that service even after the trial. 

The High Court’s and the District Court’s opinions 
concerned copyright infringement of performing 
rights.  In contrast to U.S. copyright laws, 
Japanese copyright laws lack clear and detailed 
grounds for injunctions pertaining to contributory 
and vicarious infringements of copyright.  As the 
High Court’s opinion cited, in its March 15, 1985 
“Club Cat Eye’s ” case decision, the Supreme 
Court formulated the so-called “Karaoke Doctrine” 
for applying injunctions by extension to cases 
against those who aid and abet a copyright 
infringement.  Like the District Court before it, 
the High Court treated the owner as an infringing 
party. 

In rendering their opinions, the High Court and the 
District Court took into consideration: (1) the 
extent of control and management exerted by the 
owner over live performances, and (2) whether the 
Owner made a profit from his copyright 
infringement business.  To decide (1) and (2), the 
High Court and the District Court considered 
especially who plans performances, who decides 
what tunes are to be played, who pays performing 
fees, who pays rental fees and whether the 
Restaurant provides only less profitable snacks and 
drinks. 

An order compelling an infringing party to remove 
its facilities is not very common.  From the 
Owner’s confrontational attitude during the trial, 
including a fighting message against JASRAC on 
its website, we might be able to infer that the 
attitude of an alleged copyright infringing party 
may affect a court’s judgment and that the alleged 
party should refrain from displaying overly 
aggressive attitudes. (Takashi Nakazaki)
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[Japanese IP Topic 2009 No. 7 (Japanese] 
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[Foreign IP Topic 2009 No. 2 (English)]
The Sixth Session of the Working Group on the 
Legal Development of the Madrid System for 
the International Registration of Marks at 
WIPO

"The Sixth Session of the Working Group on the 
Legal Development of the Madrid System for the 
International Registration of Marks" of the World 
Intellectual Property Organization ("WIPO") was 
held on November 24, 25 and 26, 2008 at WIPO's 
headquarters in Geneva, Switzerland, which 
gathered representatives of contracting parties of 
the Madrid Union, an international 
intergovernmental organization and international 
non-governmental organizations. I participated in 
the session representing the Japan Patent Attorneys 
Association in an observer capacity.  

During the session, one of the main topics 
discussed was the "deletion of the requirement of a 
basic registration" (the "Proposal"), proposed by 
the Norway delegation and contributed to by the 
Japan Patent Office.  Historically, the Madrid 
System originated in Europe to protect the same 
trademark filed not only in the home country 
(Office of Origin), but also in neighboring 
countries.  Under the current system, the 
reproduction of a mark filed in an international 
trademark application must consist of a trademark 
filed or registered in the Office of Origin.   

The requirement can be problematic for some 
Japanese companies considering that such 
companies sometimes alter the language format 
and color of their marks according to the targeted 
country's culture and language.  For example, in 
the Japanese market, the mark would use katakana, 
whereas the same mark would use English in the 
U.S.  Under the Proposal, a trademark in an 
international registration does not have to be filed 
as a trademark in the basic registration of the 
Office of Origin.  The Proposal allows applicants 
to freely choose to file trademarks outside of their 
home countries, without having to replicate the 
basic registration or application.   

Many delegations believed the proposal to be 
"radical" for various reasons and proposed further 
discussions before implementing a new 
international registration system.  One reason for 
this reaction is the fact that the Proposal would 
create a completely new registration system for 
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marks.  Also, some delegations believed that the 
International Bureau (WIPO) would become more 
greatly burdened and that each delegation's own 
national office may suffer severe declines in 
revenue by accepting the Proposal.    

Before the conclusion of the session, I pointed out 
to the delegations that "It is very important to 
choose the right trademark for each market, taking 
into account language and cultural differences."  
Using the same trademark worldwide is being held 
as a major trademark strategy in many places, but 
it may not be ideal or suitable for all cases due to 
societal implications and linguistic diversity. 

[Foreign IP Topic 2009 No. 2 (Japanese)]

2008 11 24 26
"The

Sixth Session of the Working Group on the Legal 
Development of the Madrid System for the 
International Registration of Marks"
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