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[Japanese IP Topic 2008 No. 1 (English)]

In a refilled ink cartridge case, the
Supreme Court of Japan decided for the
patentee on the issue of domestic
exhaustion

On November 8, 2007 the Supreme Court of Japan
issued a decision where it found that patents (in
this case the plaintiff was Canon, Inc.) are
enforceable against refilled ink cartridges (in this
case the defendant gathered used Canon ink
cartridges from users as a business, refilled them
with ink and sold them to the public.) Although
the Tokyo District Court initially rejected the
plaintiff’s claims on December 8, 2004, the IP
High Court reversed it and decided, on January 31,
2006, that patent infringement had occurred. The
Supreme Court upheld the conclusion of the IP
High Court but employed a different approach and
standard. The Supreme Court stated that the
doctrine of patent exhaustion, which has long been
recognized by the court, does not apply to products
which are found to have been newly
"manufactured"” by means of fabrication or parts
replacement of used authentic products. The
Supreme Court listed various elements, that can be
considered in order to determine whether the act of
a defendant constitutes "manufacturing" or not;
including: contents of patented inventions,
function and life of products, actual conditions of
trading, etc. Among other listed elements, the

Supreme Court admitted that the economical value
of a product’s replaced parts can be considered.
(The decision of the IP High Court appeared to
deny such consideration as long as the replaced
parts are related to the main elements of a patented
invention.) (By Y. Shiroyama)
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[Japanese IP Topic 2008 No. 3 (English)]

The Japan Fair Trade Commission issued
"Guidelines for Use of Intellectual
Property under the Antimonopoly Act"

On September 28, 2007, the Japan Fair Trade
Commission ("JFTC") issued the "Guidelines for
the Use of Intellectual Property under the
Antimonopoly Act". The guidelines replace the
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former guidelines for patent and know-how
licensing issued in 1999. Although there is no
drastic change in the policy of the JFTC, it should
be noted that the new guidelines apply to the
licensing of computer software protected by
copyright, and not only to patent and know-how as
was previously the case. The unofficial English
translation of the new guidelines is available on the
website of the JFTC. (By Y. Shiroyama)
http://www.jftc.go.jp/e-page/pressreleases/2007/Septe
mber/070928 IP_Guideline.pdf
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[Japanese IP Topic 2008 No. 4 (English)]
Trademark infringement by meta tags

Recently legal issues often arise in relation to meta
tags. There was a decision of the Osaka District
Court, on December 8, 2005, where the court
found trademark infringement by meta tags.
Plaintiff was an owner of a registered trademark.
Defendant described words, which were found by
the court to be similar to the registered trademark,
as meta tags. The defendant argued that such
description did not constitute "use" of the mark
because they were not shown on web pages.
However, the court found that even such
description as meta tags fell under "use" of the
mark because the words were shown as results of
search by search engines. (By Y. Shiroyama)
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