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Japanese IP Topic 2008 No. 22 (English)]
New system to protect patent portfolio license

Under Japanese Patent Law, patent license can be
registered in the Japan Patent Office (JPO) when
both the licensor and licensee agree to the
registration. Once registration of license is made,
the registered license is valid against (i) a person to
whom the licensor has subsequently assigned the
patent or rights thereof, and (ii) a bankruptcy
trustee appointed for or by the licensor. (As we
reported before, registration system for pending
patent applications has been newly introduced by
recent amendment as a part of the existing system
and will come into effect in the near future.)
However, under the existing system, the licensed
patents (or pending patent application) must be
specified by the registration numbers of the patents
(or application number of pending patent
application) so that the license can be registered in
each patent register.

As of October 1, 2008, the new system came into
effect. Under the new system, when both the
licensor and licensee agree to the registration, the
patent license, which specifies the licensed patents
by any measures other than the registration
numbers (such as filing dates, registration dates,
technical feature or products to be applied), is
eligible to be registered. The registration of the

license under the new system is not to be made in
each patent register, but to be made in the newly
established special register. In the register, the
identity of licensee, the scope of licensed patents,
and the scope of exploitation need to be addressed,
but financial terms do not.  The effect of the
registration is the same as that under the existing
system.

Although any party can access to the special
register of said patent license, the identity of
licensee, the scope of licensed patents, and the
scope of exploitation shall not be disclosed. Only
the parties having special interest, such as the party
which acquired a patent from the licensor, may
request JPO to disclose the identity of the licensee.
Such party is further able to notify the licensee of
its intention to request JPO to disclose the scope of
licensed patents and the scope of exploitation, and
after 30 days of the notice, such party may request
JPO to, and JPO will, disclose said information.
(Yasufumi Shiroyama)
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Japanese IP Topic 2008 No. 23 (Japanese)]

Copyright protection for cinematographic
works under the Japanese Copyright Act of
1899

The Intellectual Property High Court rendered
decisions, construing the Japanese Copyright Act
of 1899 (Act No. 39 of 1899, the "1899 Act"), on
July 30, 2008 with respect to the films of Akira
Kurosawa and on February 28, 2008 with respect
to the films of Charles Chaplin. The IP High
Court concluded in each of the cases that the
copyrights in the relevant cinematographic works
subsist until the end of the 38-year period
following the death of the respective authors,
Kurosawa and Chaplin.

Under the 1899 Act, the copyright in a
cinematographic work, wherein the true name of
the author was specifically identified, subsists for
38-years following the death of the author. The
1899 Act was amended by Act No. 48 of 1970 (the
"1970 Act"), which provides that the duration of
copyrights in cinematographic works subsists for

50 years following the first publication of the work.

However, a supplemental provision to the 1970
Act provides that the 1899 Act shall continue to
apply to cinematographic works in case the
protection period under the 1899 Act is longer than
the protection period of the 1970 Act. The 1970
Act was amended by Act No. 85 of 2003 (the
"2003 Act") in order to extend the protection
period for cinematographic works subsisting as of
January 1, 2004. Under the 2003 Act, copyrights
in cinematographic works shall subsist for 70 years
following the first publication of the work.

As the protection duration of many famous films
under the 1970 acts expired prior to January 1,
2004 without extension, cheap DVDs came into
the market without the authorization of the
copyright owner. However, as stated above, the
1899  Act shall continue to apply to
cinematographic works in case the protection
period under the 1899 Act is longer than the
protection period of the 1970 Act. The IP High
Court applied the 1899 Act and judges in favor of
the copyright owners based on its finding that
Akira Kurosawa and Charles Chaplin are the
authors whose true names were specifically
identified at the time of publication.

(Yasufumi Shiroyama /Masatoshi Y okogi)
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[Japanese IP Topic 2008 No. 24 (Japanese]

The Supreme Court of Japan reaffirmed its test
on similarity of a compound word mark
(September 8, 2008)

It is often disputed whether a compound word
mark, i.e., a trademark consisting of a combination
of words (e.g., "SeptemberRain") is similar to
another trademark consisting of one of said words
(e.g., "September"). The Supreme Court
followed its precedents on the approach to judge
on similarity and vacated the judgment of the IP
High Court. The Supreme Court reinstated as
follows:

(1) In principle, it is a whole trademark which shall
be compared with another (e.g., "SeptemberRain"
shall be compared with "September");

(2) Only if (i) a part gives strong impression as
indication of source of the goods or services or (ii)
the remaining part is not distinctive, is the court
allowed to focus on a part of the trademark (e.g., to
focus on "September" part of "SeptemberRain")
and compare the part (e.g., "September") with
another trademark (e.g., "September").

In this case, it was disputed as to whether
"Tsu-tsu-mi-no-o-hi-na-kko-ya" (in hirakana), the
trademark against which an invalidation trial was
filed, is similar to "7Tsu-tsu-mi" (in hirakana), the
trademark cited and owned by the petitioner of the
invalidation trial.  In Japanese, as '"no" is
equivalent to "of", "Tsu-tsu-mi-no-o-hi-na-kko-ya"
is interpreted to mean "o-hi-na-kko-ya" of
"Tsu-tsu-mi". Both trademarks designated doll as
the goods. In addition, there was a history that
the cited trademark, "Tsu-tsu-mi", had been judged
by JPO to be qualified for registration due to its
distinctiveness acquired through continued use.

The Supreme Court judged that they are not
similar based on its finding that "Tsu-tsu-mi" part
does not give strong impression as an indication of
source of the goods and that the remaining part
(no-o-hi-na-kko-ya) is distinctive. It is apparent
that the Supreme Court found that distinctiveness
acquired thorough continued use is insufficient for
meeting the condition that a part gives strong
impression as an indication of source the goods.
(Yasufumi Shiroyama)



October 2008/Vol.5

[Japanese IP Topic 2008 No. 24 (Japanese]
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