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® This newsletter briefly explains amendments to the Patent Act, etc. and the Copyright
Act, which were passed by the Diet in May 2021.
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[Japanese IP Topic 2021 No. 2 (English)]

Outline of the 2021 amendments to the Patent
Act, etc.

On May 14, 2021, the Diet passed a bill to amend
the Patent Act, the Utility Model Act, the Design
Act and the Trademark Act (respectively the
‘“Amendment” and the “Amended Patent Act,
etc.”). The Amendment was promulgated on May
21, 2021. We highlight a few notable changes
resulting from the Amendment below:

1. Licensee’s consent to abandonment of or
correction to patent, utility model right or
design right etc., is no longer required.

If the owner of a patent, utility model right or
design right wants to abandon or make a
correction to a right for which a license has been
granted to another party, the Japan Patent Office
(the “JPQO”) presently requires said owner to
submit a document showing the consent of the
licensee as a condition for the requested
abandonment or correction. Although this
requirement has not been strictly enforced since
the JPO has no means to ascertain the existence
of a licensee unless it is registered with the JPO,
this requirement has been troublesome for

owners of patents, etc., in cases where a
patentee is forced to make a correction to its
patent claims as a defense against an invalidation
action filed by a third party which has become
aware of the existence of a licensee through a
press release or other sources.

The Amendment abolishes the licensee consent
requirement. Under the Amended Patent Act, the
Amended Utility Model Act and the Amended
Design Act, the consent of a licensee need no
longer be sought by an owner of a patent, utility
model right or design right in order to abandon or
make a correction to its right, unless the licensee
is an exclusive licensee registered with the JPO.
If there is an exclusive licensee or a pledgee
registered with the JPO, the consent of such
licensee or pledgee is still required, whereas an
unregistered licensee’s consent is not required
regardless of the exclusivity of such unregistered
licensee. Notwithstanding the foregoing, if a
license agreement expressly requires the consent
of a licensee as a condition for the licensor's
abandonment of or correction to a licensed patent,
such express provision will have force and effect.

The Amendment applies to the abandonment of
or correction to a patent, etc., for which a license
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has already been granted to another party at the
time the Amendment becomes effective in early
2022. Having said that, a licensee may argue that
it and the licensor should be deemed to have
been in an agreement of the kind that requires the
consent of the licensee when the licensor
abandons or makes a correction to its patent,
even though such consent requirement was not
expressly provided for in its contract with the
licensor, since, the licensee might argue, said
license agreement was entered into at a time
when the default rule of the Patent Act required its

consent. This issue may arise in the future.

It should be noted that the Amendment does not
apply to the Trademark Act and that, therefore,
the abandonment of a registered trademark by its
owner still needs the consent of unregistered and
registered licensees or pledgees, as the case
may be.

2. Amicus briefs may be solicited in actions
for patent and utility model right

infringement.

Actions for infringement of patents and utility
model rights are heard in the first instance by the
Tokyo District Court and the Osaka District Court,
and thence can be appealed to the Intellectual
Property High Court. The Amendment
introduces a new system whereby the Court,
upon the request of a party to the litigation, may
solicit amicus briefs from third parties and
institutions.

3. The JPO’s oral hearing may be held online.

Oral hearings are, in principle, required during
proceedings for an invalidation trial held before
the JPO. These oral hearings are attended by
appeal examiners from the JPO and by attorneys
representing the petitioner and the patentee, and
they may be observed by anyone who comes to
the hearing venue in person. Due to the Covid-

19 pandemic, there has arisen a necessity for
holding oral hearings online, and the Amendment
prescribes the relevant rules that enable such
online hearings. It appears that a party residing in
a foreign country may be given an opportunity by
the appeal examiners to view an oral hearing
online, although all oral arguments must be made
by the representing attorneys in Japan.

4. Restoration of a right may be available
unless there is an intentional lapse of a
prescription period for the prosecution
and maintenance of a patent, etc.

There are many prescription periods for the
prosecution and maintenance of a patent, utility
model right, design right or trademark right.
These prescribe periods for claims of priority, for
submitting a translation of patent claims and
specifications, for requesting a substantive
examination for a patent application, or for the
restoration of rights having expired due to a
failure to pay annual or renewal registration fee.
If such a prescription period lapses, then
restoration of a right is available only when it is
established that there was a justifiable reason for
the delay. However, as established by judicial
precedent, mere human error is not considered to
constitute a justifiable reason for a failing to act
within the prescription period, and therefore
restoration is very difficult or almost impossible in
practice. The Amendment relaxes this judicial
rule. Underthe Amendment, unless a lapse of a
prescription periods is caused intentionally,
restoration is available under certain conditions,
including procedural ones to be prescribed by the
ordinance of the Ministry of Economy, Trade and
Industry.

5. Expanding the scope of the act of
“importation” of goods

Unauthorized “importation” of goods bearing a
trademark or design which is identical to or
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confusingly similar to a trademark or design
registered by another person with the JPO
constitutes infringement of a trademark right or of
a design right, except where it constitutes a
legitimate parallel import of authentic goods.
The Amended Trademark Act and the Amended
Design Act now prescribe that the definition of
“‘importation” includes an act of a person residing
in a foreign country where said person causes
another person to bring goods from a foreign
county into the territory of Japan. No similar
amendment has been made to the Patent Act or
to the Utility Model Act.

6. Effective Dates

The effective dates for the changes prescribed by
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the Amendment are to be declared by orders of
cabinet. Many of the changes will be effective
within one year from the date of promulgation
except for those related to (i) the JPO’s online oral
hearing (within six months), (ii) the scope of
“importation” (within one year and a half), and (iii)
the restoration of lapsed prescription periods for
patent, utility model right and design right (within
2 years).
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[Japanese IP Topic 2021 No. 3 (English)]

Outline of the 2021 Amendments to the
Copyright Act

1. Introduction

On May 26, 2021, the Diet passed a bill to amend
the Copyright Act (hereinafter the “Act”) on two
issues: the “Facilitation of Rights Processing
Pertaining to Simultaneous Internet Distribution of
Broadcast Programs” and the “Review of Library-
Related Right Restrictions.” Said amendment
was promulgated on June 2, 2021. This article
provides an outline of the 2021 amendments to
the Act."

2. Facilitation of Rights Processing Pertaining
to Simultaneous Internet Distribution of
Broadcast Programs

' For further details on the amended Act, please refer to the
following link on the Ministry of Education, Culture, Sports and
Technology.
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2.1 Background of the amendment

Given the convergence of broadcasting and
telecommunications, there is a growing need for
services that distribute broadcast programs over
the internet. Distribution occurs in three primary
ways: (1) “Simultaneous Distribution” presenting
broadcast programs over the internet at the same
time as they are broadcast; (2) “Catch-up
Distribution” providing broadcast programs in a
form that allows for viewing from beginning to
end; and (3) “Missed-Program Distribution”
distributing broadcast programs only within a
certain period of time after the broadcast ends.
These services are regarded to be important in
expanding viewing opportunities for high-quality
broadcast program content, to improving viewer
convenience, and promoting the content industry.

https://www.mext.go.jp/b_menu/houan/an/detail/mext_00014.ht
ml (Japanese Only)
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However, broadcast programs include a wide
variety of copyrighted works and a large number
of protected performances, which raises
complicated issues regarding the rights relating to
the broadcast programs. Processing those rights
in a prompt and smooth manner in order to legally
distribute content services can be difficult. To
avoid triggering legal issues, various measures
have been taken including replacing or redacting
portions of the broadcast programs (which is
colloquially termed “Covering-up”) that have not
been processed.?

In order to resolve this situation, the amended Act
“Simultaneous
(Article 2,
paragraph 1, item ix-7 of the Amended Act), which
encompasses “Simultaneous Distribution”,
“Catch-up Distribution”, and “Missed-Program
Distribution”.  While placing priority on the
convenience of viewers, the Amended Act
envisions application of the following measures in
order to strike a balance between promoting a
“‘one-stop” rights processing system and
protecting rights by appropriately compensating
rights holders. 3 These measures are to be

established the concept of
Broadcast Distribution etc.” and

implemented on January 1, 2022, with follow up
procedures scheduled within three years after
implementation (Article 8 of the Supplementary
Provisions).

2.2 Expansion of rights restriction provisions

The current Act permits the broadcasting of a
work without the permission of the copyright
holder if the broadcast satisfies one of the
following rights restriction provisions:

2 For the background on discussions of this amendment, please
refer to the "Report on Facilitation of Rights Processing
Pertaining to Simultaneous Internet Distribution of Broadcast
Programs" dated February 3, 2021 issued by the Copyright
Subcommittee of the Council for Cultural Affairs:
https://www.bunka.go.jp/seisaku/bunkashingikai/chosakuken/pd
/92818201 02.pdf

S Essentially, an automatic public transmission of a broadcast
program is appropriate if it satisfies the following requirements:
(1) the broadcast is made within one week, or within one month

(1) Broadcasts etc. of school educational
programs (Article 34 paragraph 1);

(2) Public communications by means of a
receiving apparatus with a non-profit-making
purpose and at no charge to the audience or
spectators (Article 38 paragraph 3));

(3) Reproductions of editorials on current topics
(Article 39 paragraph 1);

(4) Use of Speeches from the Diet (Article 40
paragraph 2);

(5) Temporary fixation by a broadcaster (Article
44); or

(6) Fixation of a performance for broadcasting
purposes (Article 93).

However, the current Act provides that these
rights and restrictions apply only to
‘broadcasting”, and do not apply to
“Simultaneous Broadcast Distribution etc.” The
amended Act expanded their application to
Simultaneous Broadcast Distribution etc.*

2.3 Presumption of license

The current Act provides that, even if the rights
holder of a work grants license to use the work for
broadcasting, the license may not extend to the
use for Simultaneous Broadcast Distribution etc.
In addition, given the time constraints on
broadcasting, a clear license indicating the
detailed terms of use may be difficult to obtain.
Thus, when broadcasting programs are used
pursuant to the Simultaneous Broadcast

Distribution etc. method, there may be “Covering-

for continuous broadcasting with the same name and content,
from the day the broadcast program is made; (2) the content of
the broadcast program is not changed; and (3) measures are
taken to prevent reproduction as specified by Cabinet Order.

4 However, the second rights restriction provision regarding
public transmission takes various forms and has a greater impact
on rights holders than the other rights restriction provisions.
Therefore, only “Simultaneous Distribution” and “Catch-up
Distribution” are subject to the rights restriction provisions, while
“Missed-Program Distribution” is not
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up” of the portions where license cannot be
obtained.

The amended Act provides that if the rights holder
of a work grants a license to use the work in
broadcasting, to a broadcasting company that
engages in simultaneous distribution as a
business and such fact is publicly manifested,
then the rights holder is presumed to have also
granted a license to use the work in Simultaneous
Broadcast Distribution etc., unless the rights
holder manifests his/her intent to the contrary. In
this way, the right to use a work in broadcasting
and Simultaneous Broadcast Distribution etc.
may be processed simultaneously (Article 63,
paragraph 5 of the Amended Act).®

It should be noted that this provision only provides
a presumption of permission, so a rights holder
may rebut that presumption.®

Relevant parties, including rights holders and
broadcasters, are scheduled to establish
guidelines regarding the specific application of
these rules, with the Ministry of Internal Affairs
and Communications and the Agency for Cultural
Affairs involved in the discourse.

2.4 Facilitation of the use of phonographs and
phonograph performances

The current Act does not require permission from
the right holders, such as the producer of a
phonograph or the performer, prior to using
commercial phonographs (i.e., music source) or
phonograph performances (i.e., singing or other
performance recorded in the sound source) in
broadcasting (Article 94 of the current Act).
covers

However, the current Act only

broadcasting, so prior permission is required to

5 This includes publication on websites of those who produce
programs on commission from the broadcasters. The details of
publication will be determined by the Commissioner of the
Agency for Cultural Affairs.

8 For example, the fact that the rights holder has continuously
refused to grant a license for Simultaneous Broadcast, etc. in

carry out Simultaneous Broadcast Distribution etc.
Thus, if the copyright management business
operator collectively manages the rights of
phonographs and phonograph performances, it is
possible to obtain prior consent for broadcasting
and Simultaneous Broadcast Distribution etc.
simultaneously. However, if the rights are not
collectively managed, obtaining permission from
individual right holders may be difficult, and the
phonographs and phonograph performances
used in broadcasting may not be available for
Simultaneous Broadcast Distribution etc.

Therefore, under the amended Act, for
phonographs and phonograph performances that
are not collectively managed and for which the
information necessary for a license has not been
made public in the manner prescribed by the
Agency for Cultural Affairs, compensation
equivalent to the ordinary royalty amount will be
paid to the management organization designated
by the Agency for Cultural Affairs so that the
works may be used without obtaining a license
from the rights holder (Article 94-3 and Article 96-

3 of the Amended Act).”

2.5 Facilitation of the use of video

demonstrations

Under the current Act, the use of a video
performance of a performer in broadcasting
requires authorization from the performer.
However, if the performer has authorized an initial
broadcast, then permission is not required for a
rebroadcast of the same performance (Article 93
of the current Act). Since the current Act only
rebroadcasting, the Simultaneous
Broadcast Distribution etc. of the rebroadcast
would require the permission of the performer.

covers

past negotiations for a license agreement may be sufficient to
rebut the presumption.

" The "Music Rights Information Retrieval Navigation System"
(https://www.music-rights.jp) is a search site for rights information
relating to musical works that is operated by the Japan Music
Information Platform Association.
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For video performances, unlike phonographs and
phonograph performances, rights are not
collectively managed by copyright management
business operators. Therefore, there is a risk that
rebroadcasted programs may not be available for
simultaneous distribution.

Therefore, the amended Act provides that if a
license for the initial simultaneous distribution is
obtained for a video performance that is not
collectively managed and for which the
information necessary for a license has not been
made public in a manner prescribed by the
Commissioner of the Agency for Cultural Affairs,
then, unless otherwise provided by contract,
remuneration equivalent to the ordinary royalty
amount will be paid to the management entity
designated by the Agency for Cultural Affairs.
Under those circumstances, the video
performance may be used in Simultaneous
Broadcast Distribution etc. without obtaining a
license from the rights holder (Article 93-3 of the
Amended Act).8 °
In addition, if permission for the initial
Simultaneous Broadcast Distribution etc. has not
been obtained, and provided that compensation
equivalent to the ordinary royalty amount will be
paid in advance to the copyright management
business  operator designated by the
Commissioner of the Agency for Cultural Affairs
unless otherwise specified by contract, the video
performance can be used by means of
distribution at the time of broadcast without
obtaining a license from the rights holder (Article
94 of the Amended Act).°

8 This assumes websites of an entertainment agency.

9 Simultaneous Broadcasting Distribution etc. includes
broadcasters with a close relationship to broadcasters that
received broadcast programs.

© Importantly, (1) a performer should be contacted through
his/her contact information, if available; (2) inquiries should be
made to a copyright management business operator; (3)

2.6 Expansion of the dispute resolution
system by the Agency for Cultural Affairs

The current Act provides that if a broadcaster fails
to reach an agreement with the rights holder, then
the work may be broadcast following payment of
compensation equivalent to the normal royalty
amount as discussed in a ruling by the
Commissioner of the Agency for Cultural Affairs

(Article 68 of the current Act).

However, this system applies to broadcasting and
may not be used for Simultaneous Broadcast
Distribution etc.

The amended Act expanded the scope of the
system to include Simultaneous Broadcast
Distribution etc. (Article 68 of the Amended Act).
In addition, neighboring rights for phonographs
and performances, will also be included in the
scope.

3. Review of Library-Related Rights

Restrictions
3.1 Background of the amendment

The rights restriction provisions in the Copyright
Act concerning libraries have been outdated in
light of the current trend of digitization and
networking. In addition, when libraries were
closed due to the COVID-19 pandemic, the need
for access to library materials via the Internet
became apparent. The need to enhance the
public's access to library resources by using
digital networks increased, which drew attention
to the potential conflict with the interest of the
electronic publishing-related business of the

information about the performer should be confirmed to
determine whether it is made public on the website of an
entertainment production company; and (4) the search for the
performer should be publicized (i.e., the name of the performer
and the name, etc. of the program to be distributed
simultaneously, etc.;) in the manner prescribed by the
Commissioner of the Agency for Cultural Affairs.
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private sector.!!

In response to this situation, the amended Act
allows the National Diet Library (“NDL”) to
transmit, over the internet, materials that are
difficult to obtain because they are, for example,
out-of-print, or to transmit part of a work by e-mail
to certain libraries subject to the payment of
compensation. In the latter case, new books may
compete with books in legitimate markets, so the
Act has established strict
requirements to
competition issue.

particularly

address that potential

3.2 Transmission of out-of-print materials via
the Internet by the National Diet Library

Under the current Act, the NDL may digitize and
transmit out of print materials to public libraries
and university libraries (Article 31 paragraph 3 of
the current Act). However, since only public
libraries and university libraries may receive
these transmissions, individual users must visit
those libraries to view the out-of-print materials.
This issue became more prevalent during the
COVID-19 pandemic.

The amended Act allows the NDL to directly
transmit out-of-print materials to pre-registered
users (Article 31, paragraph 4 of the Amended
Act). Users may view materials on the NDL
website without having to visit public or university
libraries.

This portion of the Amended Act is scheduled to

" For the background on discussions of this amendment, pl
ease refer to the “Report on the Review of Rights Restrictio
ns for Libraries (Digital network support)’ dated February 3,

2021 issued by the Copyright Subcommittee of the Council

for Cultural Affairs: https://www.bunka.go.jp/seisaku/bunkashin
gikai/chosakuken/pdf/92818201 03.pdf

2 To avoid competition with legitimate electronic publishers and
other markets, the Amended Act prohibits public transmissions if
the interest of the copyright holder is unjustifiably impaired. In
addition, in order to prevent the unauthorized dissemination of
data by users, the registration of contact information, such as the
user's name, is required, and technical measures, such as
copyright registration, are required. Further, public transmissions
may only be made by libraries that have designated an individual

come into effect on the date specified by Cabinet
Order within one year after its promulgation.

3.3 E-mail transmission of materials by
libraries

Under the current Act, the NDL, public libraries,
and university libraries (“Libraries”) may
reproduce or provide electronic records of a
portion of a work for research purposes without
obtaining the permission of the copyright holder
(Article 31 paragraph 1 and 2 of the current Act).
However, public transmission of a work, such as
sending an email or posting on websites, requires
permission of the copyright holder.

The amended Act allows Libraries to transmit
research materials to users without obtaining
permission from the copyright holders (Article 31,
paragraphs 2 through 4 of the amended Act).
However, certain measures must be taken to
ensure that the market for electronic publishing is
not adversely affected, and that the Libraries
compensate the rights holder.'?

In accordance with this Article, a user who
receives materials via the said electronic mail
may reproduce the materials to the extent
deemed necessary, or may disclose the materials
to the public to a certain extent by using a
receiving device such as a display (Article 31,
paragraph 5, item (i), item (ii) of the Amended
Act)."3

This portion of the Amended Act is scheduled to
come into effect as of the date specified by

responsible for the transmissions, have provided training, have
properly stored user information, have taken measures to prevent
the leak of private information, and have taken other measures
specified by law.

3 If the size of the display is within the scope specified by a
Cabinet Order as being equivalent to the size of a display used
by an individual or at home, then the display must be used for
non-profit-making purposes and without receiving a fee from the
receiver (Article 31, paragraph 5, item (ii), (a) of the Amended
Act). Otherwise, strict requirements have been set for larger
displays, including limiting the use of displays to those
established by national and local governments and staffed by
officials with appropriate knowledge (Article 31, paragraph 5, item
(ii), (b) of the Amended Act).
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Cabinet Order
promulgation.

within two years after its

4. Comments

Although the number of companies that will be
directly impacted by the 2021 amendments is
relatively limited, the amended Act is a complex
regulation that attempts to balance the interests
of the parties affected. Therefore, it would be
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