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® This newsletter briefly explains notable decisions in the patent and trademark law
areas that were rendered in 2018.

Life Science patent cases - written description requirements regarding an antibody
drug patent (IP High Court, September 18, 2018. Case No. 2017 (Gyo-ke)
10045)(p.1)

Trademark infringement case concerning parallel import (IP High Court, February
7, 2018. Case No. 2016 (Ne) 10104)(p.6)

® Also, this newsletter will explain the amendments to the Copyright Act(effective
January 1, 2019) as well as the amendment to the same Act pursuant to TPP regarding
the extension of protective period of copyrighted work (effective December 30,
2018).(p.12).
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decision of cancellation, however, the patentee,
as Plaintiff, appealed the decision to the
Intellectual Property High Court (“the IP High
Court” or “the Court”). In conclusion, the IP
High Court affirmed the JPO decision, stating
that there is no error in the JPO’s decision that

[Japanese IP Topic 2018 No. 4 (English)]

"A case in which an antibody drug patent was
cancelled by the JPO opposition due to lack
of written description requirement.”

This case concerns an opposition against
Japanese Patent No. 5764329 (“the Patent”)
directed to an invention of antibody which is
identified by antigen and functional
characteristics such as binding properties. The
Japan Patent Office (“the JPO”) examined the
opposition and gave the patentee a notice of
reasons for cancellation, however, the patentee
did not respond. The JPO rendered the

cancelled the patent due to the lack of the
enablement requirement and the lack of support
requirement.

Claim 1 of the Patent is as follows: A
low-density-lipoprotein receptor-related protein 6
polypeptide (LRP6) binding molecule comprising
an antigen binding portion of an antibody that
specifically binds to LRPS6,
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(i) in case of LRP6 binding molecule comprising
an antigen binding portion of an monoclonal
antibody that binds to the first propellers of LRP6,
wherein

the antigen binding portion binds to an epitope of
human LRP6 (SEQ ID NO:1) within or
overlapping one of the following:

(a) amino acids 20-326 of SEQ ID NO:1;

(b) amino acids 286-324 of SEQ ID NO: 1; and
the antigen binding portion of such monoclonal
antibody is Wntl specific, which preferentially
inhibits Wntl-induced signaling pathway, but
does not inhibit Wnt3a-induced signaling
pathway, and

(ii) in case of LRP6 binding molecule comprising
an antigen binding portion of an monoclonal
antibody that specifically binds to the third
propellers of LRP6, wherein

the antigen binding portion binds to an epitope of
human LRP6 (SEQ ID NO:1) within or
overlapping one of the following:

(c) amino acids 631-932 of SEQ ID NO; 1; or

(d) amino acids 889-929 of SEQ ID NO: 1; and
the antigen binding portion of such monoclonal
antibody is Wnt3 and/or Wnt3a specific, which
preferentially inhibits Wnt3 and/or Wnt3a—
induced signaling pathway, but does not inhibit
Wntl-induced signaling pathway.

Claim 23 of the Patent is as follows: A
pharmaceutical composition containing
comprising LRP6 binding molecule of any of
claims 1-22

1. LRP®6 binding molecule inventions

Regarding the enablement requirement of the
LRP6 binding molecule inventions, the Court
ruled that “regarding product inventions, in order
for the description in the patent specification to
meet the enablement requirement, it is
necessary that the specification is written in the

fashion that persons skilled in the art would be
able to produce and use the product based on
the specification and figures and the common
general knowledge at the time of filing of the
patent application.

Claims 1 to 22 and 31 to 33 are directed to LRP6
binding molecule, comprising antigen binding
portion of specific amino acid sequence , i.e.,
inventions of chemical compound, From the
statements in the specifications, it is impossible
to understand the chemical structure, such as
amino acid sequence and epitope to recognize of
each Fab, acquired in the
embodiments, In addition, there is no technical
information on the specific chemical structure
that corresponds to the functional limitations,
such as Wntl specific. Therefore, even
considering other statements and common
general knowledge at the time of filing of the
patent application, the Court finds that trial and
error beyond reasonable expectation for persons
skilled in the art would be required in order to
obtain the LRP6 binding molecule with claimed
function such as specificity to Wntl.
Accordingly, the patent specification does not
meet the enablement requirement.”(Emphasis
added)

which was

Next, regarding the support requirement of the
LRP6 binding molecule inventions, the Court
ruled that “whether the claim recitations meets
the support requirement should be determined
by the following scheme:

comparing the claim recitations with the
descriptions in the patent specifications,
adjudicating whether the inventions recited in the
claims are inventions described in the patent
specifications, whereby the persons skilled in the
art would recognize that the problems addressed
by such inventions can be solved based on such
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description or common general knowledge at the
time of filing of the patent application.”

“In the patent specification, there are references
to private numbers, such as Fab003 and Fab015,
from which Fabs of antigen binding fragments of
specific antibodies were presumably obtained.
However, none of the specific Fab structures
(amino acid sequence) or any epitope that is
recognized by such antigen binding fragment
(several amino acid sequences in LRP6). (As
mentioned above, since the figures assumed to
be setting out the experiment data are missing, it
is impossible to confirm the detailed structure
and properties of these Fabs.) Claims set out
the functional characteristic, i.e., ‘the antigen
binding portion of such antibody is Wnt1 specific,
which preferentially inhibits Wntl—induced Wnt
signaling pathway, but does not inhibit
Whnt3a-induced Wnt signaling pathway,” however,
there is no statement on information on
relationship between the functions and structural
features of the obtained Fabs. Therefore,
regarding Claim 1, the invention recited in the
claim cannot be found an invention that is
described in the patent specifications, whereby
the persons skilled in the art would recognize
that the problems addressed by such inventions
can be solved based on (a) such description or
(b) common general knowledge at the time of
filing of the patent application. This also applies
to inventions set out in Claims 2 to 22 and 31 to
33

2. The pharmaceutical composition inventions

Regarding the enablement requirement of the
pharmaceutical composition inventions, the
Court ruled that regarding pharmaceutical
inventions, generally, it is difficult to predict the
utility and the amount effective therefor only by
indicating names of materials and the
composition of constituents, and it is unable to

use such pharmaceuticals. Therefore, in order
to meet the enablement requirement, detailed
descriptions in the patent specification have to be
written in a manner not only to enable the
production of such pharmaceuticals but also to
enable the persons skilled in the art to
understand the utility as pharmaceuticals in light
of the common general knowledge at the time of
filing of the patent application.”

“In the patent specification, there is no statement,
such as experimental results, that would enable
the persons skilled in the art to understand the
concrete utility as pharmaceuticals. Therefore,
the persons skilled in the art cannot concretely
understand to what diseases certain “LRP6
binding molecules” of the present invention are
effective. Accordingly, regarding the inventions
set out in Claims 23 to 30 and 34 to 39, the
patent specification does not meet the
enablement requirement.”

Next, regarding the support requirement of the
pharmaceutical composition inventions, the
Court ruled that in the patent specification, there
are statements as to general pharmaceutical
production technique and a number of diseases
that are possibly related to Wnt signal path.
However, it is impossible to concretely
understand to what diseases certain ‘LRP6
binding molecules’ of the present invention would
be effective. Therefore, the statements in the
patent specification are not written in a way that
the persons skilled in the art would recognize
that the above problems can be solved.
Accordingly, the claim recitations in Claim 23 to
30 and 34 to 39 do not meet the support
requirement.

3. Remarks
Regarding antibody drugs, it is critical to obtain
patents as early as possible and it has been
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common strategy to file a patent application,
setting out claims stipulating antigen agents and
biding properties with fewer examples, like the
Plaintiff in this case did. Moreover, as the
progress of development of antibody drugs, there
is increasing motivation of obtaining patent for
inventions directed to antibodies defined with
their functional characteristics, e.g. dissociation
constant or other binding characteristics, along
with their target antigens. However, in order for
such inventions defined with their functional
characteristics to meet the enablement and
support requirement, it is important that the
patent specification is described in a manner
where the persons skilled in the art can obtain
such antibodies without "excessive trials and
errors" at the time of filing of the application. It
is needless to say that in order to meet these
requirements, patent applicants should describe
as many working examples as possible, and in
addition, it is also important for them to consider
what kind of data should be described in the
application in view of the scope which can be
generalized based on such working examples.
This IP High Court decision reconfirms this
preferred practice regarding the antibody drug
field. Reportedly, the validity of the counterpart
patents is also challenged outside Japan.
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[Japanese IP Topic 2018 No. 5 (English)]

The case in which the IP High Court denied
trademark infringement based on a parallel
import defense, reversing the district court
infringement finding (IP High Court, February
7,2018)

Introduction

This is the summary of a case recently decided
by the IP High Court where the Plaintiff
(“Appellee”), who is an exclusive distributor in
Japan regarding the trademark known as
"NEONERO" of a jewelry brand in Italy (the
“Trademark”), and owns trademark rights related
to the Trademark in Japan, brought an action at
first instance in the Tokyo District Court against
the Defendant (“Appellant”), who advertised and
sold the goods of NEONERO in Japan, to
restrain the Appellant from advertising and
selling them. The Tokyo District Court allowed
the Appellee’s claim of an infringement of its
Trademark at the first instance trial, but the IP
High Court overturned the original verdict and
denied such claim for infringement. Finally, the
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Appellee petitioned for the Acceptance of Final
Appeal.

The main issue for the court to determine is
whether or not a plea of parallel import of
genuine goods may justify an infringement of
intellectual property rights.

With respect to the law of trademarks, the courts
have previously considered (and this has
become business practice) that parallel imports
of genuine goods can justify an infringement of a
trademark after the so-called "Parker Case"
(Osaka District Court, February 27, 1970).
Furthermore it was made clear that the parallel
import of genuine goods is lawful under the
requirements described below by a judgement of
the Supreme Court (dated February 27, 2003).
Requirement No. 1. the relevant trademark is
lawfully affixed to the goods by the owner of the
trademark outside of Japan or has been licensed
by such owner (genuine goods).

Requirement No. 2: the relevant trademark
shows the same source as the trademark
registered in Japan (i) because the owner of the
trademark in the foreign country can be identified
with the owner of the trademark in Japan or (ii)
due to the presence of a relationship which
deems the owner of the trademark in Japan as
substantially the same (legally or economically)
as such owner in the foreign country.

Requirement No. 3: the goods affixed with the
relevant trademark and the goods affixed with
the trademark by the owner in Japan are
evaluated as being substantially of the same
quality because the owner in Japan is able to
manage the quality of the relevant goods directly
or indirectly.

However, the construction of the scope of
application of each of the abovementioned

requirements is left to the decision of a court
hearing such matters. This recent judgment by
the IP High Court thus has significance for
expanding Requirement No.1 to a case where a
relevant trademark is not affixed to goods but to
advertisements as well as clarifying the relevant
principles relating to Requirement No. 3.

The circumstances and issues

In this case both the Appellee and the Appellant
were in the business of selling ornaments in
Japan. However P.V.Z. S.R.L. (“PVZ"), which is
the original source of the brand “NEONERO” and
the owner of the relevant Trademark in Europe
entered into an Exclusive Distribution Agreement
with the Appellee, before the disputes between
Appellee and the Appellant regarding the
Trademark arose. As the Appellant could not
import goods directly from PVZ due to the
existence of the exclusive distribution agreement
between PVZ and the Appellee, the Appellant
instead imported goods from a company in Hong
Kong via email orders to PVZ and arranged for
PVZ to send the goods to Hong Kong. The
Appellant then affixed a trademark, which was
similar to the Trademark, in the advertisements.
The Appellee learnt of the Appellant’'s acts and
commenced an action against the Appellant
claiming an infringement of its Trademark.

This case is different from the decided cases for
the following reasons.

First, the Appellant had not affixed the trademark
to the relevant goods because the relevant
goods are ornaments, so it was not clear whether
Requirement No. 1 is satisfied by the affixing of a
trademark for advertisements. Since
Requirement No.1 is based on the act of affixing
trademark to goods, a determination of the
applicable criterion which should apply to the
current facts was extensively discussed.
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Second, it is a feature of this case that the
Appellant's goods had a different appearance
from the Appellee's goods. The Appellant had
sold original ornaments which it imported. On the
other hand, the Appellee had sold ornaments
where the parts, colors, sizes, dimensions or
other specifications were specified and
composite materials were added by the Appellee.
The original verdict at the first instance court
described the goods as below.

"The quality of goods which are different in the
combination of parts, metal parts or others is not
considered to have similar qualities as the
original because of the feature of ornaments.
Thus there is no room for the Plaintiff's direct or
indirect influence of the quality maintenance of
the Defendant's goods then it is not considered
that there is no difference between the quality of
the Defendant's and the Plaintiff's goods."

Thus, the first instance court denied that
Requirement No. 3 was satisfied and denied the
Appellant's justification of the trademark
infringement.

The Judgement of IP High Court

On appeal, the IP High Court considered that the
Appellant's action was justified and overturned
the decision of the Tokyo District Court.

(1) Requirement No. 1

With regard to Requirement No. 1, the IP High
Court stated that the affixing of a trademark to
advertisements "may not constitute an act of
infringement of the trademark right as it is similar
to the act of importing the goods to which the
trademark identical with the registered trademark
is affixed." The IP Court decided that
Requirement No. 1 should be read as meaning
that “the use of the trademark for the goods is
lawful due to a relationship with the trademark

owner in a foreign country.” Furthermore, the IP
High Court stated that the Appellant's act of
affixing the trademark which is similar to the
Trademark for advertisements of the goods
"does not impair the source distinguishing
function or the quality maintenance function of
right of PVZ" because "all the
appellant's goods are imported from PVZ and the
appellant is not considered to have made

trademark

adjustments to them before selling them".
(2) Requirement No. 2 and 3

The IP High Court affirmed that Requirement No.
2 is satisfied because the Appellee was the
exclusive distributor of PVZ. The IP High Court
stated that "if the trademark owner in a foreign
country and the trademark owner in our country
can be legally or economically regarded as an
identical person, in principle, it can be said that
the quality management capability of the
trademark owner in a foreign country and that of
the trademark owner in our country should be
identical”. Thus the IP High Court indicated that,
in principle, it can be said that Requirement No. 3
is satisfied by the fulfilment of Requirement No.
2. In addition, The IP High Court mentioned as
follows: "if it can be said that importing the goods
relating to the trademark owner's source in a
foreign country resulted in impairing the quality or
goodwill specific to the goods relating to his
source, despite his record of utilizing the
exclusive power of the trademark right in our
country and making efforts to maintain the quality
or goodwill specific to the goods relating to his
source, these interests due to such record can
be said to be worthy of protection" and showed
that Requirement No. 3 in this sense is not
satisfied on the facts of the case.

In this case the IP High Court concluded that it
cannot be said that the Appellee made efforts to
maintain the quality or goodwill specific to his
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source:

- The ornaments are for the main function of
utilizing its aesthetics for decorative purposes
and judging from the main function of the
Appellee's goods, the Appellee's original parts
constituted only an incidental part.

- On the Appellee's website, the Appellee's
original parts were not represented to be and not
described to be easily used.

-1t is not considered that from the contents of the
warranties that consumers can readily recognize
that the Appellee's original parts are attached.

Comments

This judgement shows that affixing a trademark
to advertisements is justified by a plea of parallel
import of genuine goods. With regard to
advertisements, there was a possibility
Requirement No. 1 is not satisfied because the
person who affixes the trademark is not the
owner of trademark in the foreign country but the
parallel importer in Japan. The IP High Court
intends to maintain the function of the trademark
by focusing on the element of lawfulness against
the owner of trademark in the foreign country.
References are made to the source
distinguishing  function or the
maintenance function. However, it is not clear to

quality

what extent must these functions not be impaired
in examining whether an act is lawful. We have to
pay attention to the future cases that appear
before the courts.

Furthermore, the most important takeaway from
this judgement is the clarification of the
interpretation behind Requirement No. 3. In this
case the IP High Court took into account the
function of the Appellee's original parts, how the
Appellee advertises his goods and the possibility
of the consumer's realization to conclude in this

case that it cannot be said that the Appellee had
made efforts to maintain the quality or goodwill
specific to the goods relating to his source. With
regard to this point, the so-called "Crocodile
Case" (Osaka District Court, May 30, 1996)
allowed the formation of original quality and
goodwill because the owner had expended
efforts into active advertisement of his goods,
incurring about 100 million yen to 200 million yen
for advertisements between 1982 and 1991,
introduced product development, design, raw
materials, sewing manufacturers, selling
methods and promotion methods and orders by
himself.

If the third requirement is relied upon to prevent
the sales of products by parallel import
companies, an original brand strategy in Japan
may have to be considered. In this regard, these
two cases will be a useful reference for
businesses contemplating such a strategy.

Rintaro Kazama
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Tel: 81-3-6775-1458

Fax: 81-3-6775-2458
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[Japanese IP Topic 2018 No. 6 (English)]

Amendments to the Copyright Act effective
January 1, 2019 (partially December 30, 2018)

1. Introduction

This article will provide a brief overview of the
following recent amendments to the Japanese

Copyright Act:

(1) The new Article 30-4, Article 47-4, and Article

47-5 described as “flexible statutory rights

restriction clauses"; and

(2) The extension of the copyright term and other
amendments associated with the enactment of
the Pacific ("TPP"

Trans Partnership

Agreement.

2. New Article 30-4, Article 47-4, and Article 47-5

(scheduled to become effective January 1, 2019)
(1) Background to the amendments

A. Statutory restriction of rights in the Copyright
Act

The Copyright Act sets forth the exclusive right of
a copyright holder to use the copyrighted work.
Articles 30 to 50 of the Copyright Act provide

12

statutory restrictions on these rights, so that in
certain circumstances a person may use the
material without

copyrighted obtaining

permission from the copyright holder.

However, as the statutory restrictions are limited,
caution must be taken in carrying out acts which
appear similar to the permitted acts but do not fit
the requirements exactly, and therefore risk

infringement.

Critics have argued that such narrow statutory
restrictions have had a limiting effect on the use
of copyrighted works. Others have pointed out
that such a rigid structure cannot adequately
meet the needs of novel uses of copyrighted

works arising from technological innovation.

B. The 2009 and 2012 Amendments

In order to allow a more flexible use of
copyrighted works,
amended in 2009 and again in 2012 to add

the Copyright Act was

statutory restrictions to the exclusive rights

copyright holders.

The 2009 amendment added the following

statutory restrictions focused on information

processing:

Reproduction for searching internet

information (Article 47-6)

- Reproduction for information analysis by

electronic computers (Article 47-7)

Reproduction for cache in electronic computer
(Article 47-8)
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However, the "Intellectual Property Plan 2009"
published by the Intellectual Property Strategy
Headquarters of the Cabinet Office, stated that
adding new individual statutory restriction
provisions, or revisions of existing provisions,
was not sufficient to facilitate the smooth use of
copyrighted works. The plan called for further
consideration of a comprehensive statutory
restriction provision akin to the "Fair Use"
doctrine in the United States, in order to adapt to
the in the circumstances

rapid changes

surrounding the use of copyrighted works.

Although a comprehensive statutory restriction
provision itself was not adopted, the subsequent
introduced the

2012 amendment following

provisions:

Use in the course of testing for possible

permissible use (Article 30-3)

Use in a test for the development or the

practical use of technology (Article 30-4)

C. The

amendment

legislation process of the 2018

Despite its efforts, the 2012 amendment was still
seen as insufficient to meet its objective. The
subsequent “Intellectual Property Plan 2016"
proposed the introduction of a "flexible statutory

restriction provision".

In preparation for the amendment, the Cultural
Affairs Agency, which has jurisdiction over the
Copyright Act, conducted a comprehensive
survey of businesses and copyright holder
groups, and collected opinions from relevant

experts.

13

The Cultural Affairs Agency defined its "grand
design" vision for statutory rights restriction
reform as "a provision which appropriately

balances clarity and flexibility taking into
consideration of disadvantages to the rights
holder".

Cultural Affairs Agency categorized the use to be

Based on this grand design, the

considered into the following three groups, taking
into consideration the social significance, public
nature, and the degree of any disadvantages to

the copyright holder.

Categoryl: "Uses that can be evaluated as not
normally detrimental to the interests of copyright
holders" such as using the copyrighted work for
purposes other than enjoying (viewing, etc.) the

expression in the copyrighted work.

Category 2: "Uses with minor disadvantages to
rights holders" such as minor use of copyrighted
works accompanying the provision of novel

information or knowledge creating services.

Category 3: "Uses which may conflict with the
market of copyrighted material, but is expected to
promote the use of copyrighted works to realize
public policy objectives" such as quotations,
educational purposes , news reporting, provision
of access to people with disabilities, digital

archives and libraries, etc.

The 2018 amendment to the Copyright Act aims
to consolidate and integrate the existing statutory
restriction provisions to allow the use of copyright

classified under Category 1 and Category 2.
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(2) Overview of the Flexible Statutory Restriction
Provisions to address the advancement of

digitization/networks

A. Use not intended for the enjoyment of the
ideas or emotions expressed in the copyrighted
work (New Articles 30-4)

(i) Problems with the statutory restriction

provisions before the amendment

Although statutory restriction provisions for uses
other than for the purpose of enjoying the ideas
or emotions expressed in the copyrighted work
the 2009 and 2012

amendments, several issues were raised.

were introduced in

First, with regard to the use of the copyrighted
work for technological development and practical
application (pre-amendment Article 30-4) "basic
research” purposes would fall outside of the
limited to

scope since the purpose was

"technological development”.

Second, with regard to the reproduction of
copyrighted work for information analysis by
electronic computers (pre-amendment Article
47-7), the method of "information analysis" was
limited to "statistical" analysis. Thus, "algebraic"
or "geometric" analysis adopted in the deep
learning process of artificial intelligence ("Al")
development fell outside the scope. In addition,
as the method of use in this provision was limited
to "reproduction" or "adaptation", the act of
sharing data sets through "public transmission”
between multiple companies in Al development

also fell outside of the scope.

Furthermore, use of copyrighted works such as

for the analysis of software for reverse

14

engineering or cyber security did not fall under

any of the statutory restriction provisions.

Given the limiting nature of the statutory
restriction provisions before the amendment, it
was acknowledged that constant amendments
would be necessary to meet similar needs in the

future.
(ii) Revised Article 30-4

In order to resolve the issues raised above, the
new Article 30-4 organizes and consolidates the
existing Article 30-4 and Article 47-7 as

summarized below.

[Outline]

A copyrighted work may be used to the extent
necessary as set forth hereunder, or other uses
not intended to enjoy, or have a third person
enjoy, the idea or emotion expressed in the work.
Provided, however, that this shall not apply if it
unjustly harms the interests of the copyright
owner in light of the type and use of the work and

the mode of use of the work:

(1) Tests for the development or practical

application of technology related to audio

recording, video recording or other use of

copyrighted work.

(2) Analysis of information (i.e. extracting
information regarding the languages, sounds,
images and other elements constituting the
information from a large number of copyrighted
works and other large amount of information,
performing comparisons, classifications and

other data analysis).
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(3) In addition to (1) and (2), for use without

recognition by human perception of the

expression of the work.

To ensure clarity of understanding of permissible
acts, the use described in the pre-amendment
Article 30-4 and Article 47-7 were incorporated in
the first and second clause of the amended
Article 30-4.

On this basis, the article provides a catch-all
clause for use of works "not aiming to enjoy
ideas or emotions” and "use without recognition
by human perception”. There is no limitation in
the method of use and the permitted scope of
use shall be assessed flexibly, according to the
specific circumstances. However, the amended
article seeks to protect the interests of copyright
holders by setting forth the exception of "cases
where it will unjustly harm the interests of the

copyright owner".

Under this statutory restriction, for example,
reproduction of copyrighted works as learning
data for developing Al may be done without

permission of the copyright owner.

B. Use accompanying the use of copyrighted
works in electronic computers (amended Articles
47-4)

(i) Problems with the existing statutory restriction

provisions

The purpose of "reproduction for cache in
electronic computers" (pre-amendment Article
47-8) and

transmission failure by the server administrator"

"reproduction for prevention of

(pre-amendment Article 47-5) was limited to

15

"transmission failure prevention” or similar
instances. The pre-amendment articles did not
adequately cover the various kinds of caches

used for smooth or efficient transmission of data.

In addition, since "temporary reproduction for
maintenance and repair" (pre-amendment Article
47-4, Paragraphs 1 and 2) allowed for the
backup of copyrighted works such as software
only in cases of "replacement to the same model",
and replacement to a "similar model" was not
covered. Furthermore, as the provision was
limited to "reproduction”, distributed processing,
such as grid computing,

entailing "public

transmission" was not covered.

Again, the fact that an amendment to the
Copyright Act would be required to address new

needs was also regarded as a problem.
(i) New Article 47-4

New Article 47-4 aims to solve the problems of
the pre-amended Articles 47-4, 47-5, 47-8 and
47-9, by organizing and integrating these

provisions as follows:

[Outline]

Paragraph 1: Use of copyrighted works for

smooth or efficient use in computers (i.e. cache)

Copyrighted works may be used for smooth or
efficient use in computers as listed below and
similar uses, to the extent necessary regardless
of the method of use. However, this does not
apply to cases where it unjustly harms the

interests of copyright holders.

+ Reproduction for cache in electronic computers
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*Reproduction for transmission failure prevention

by server administrators

Reproduction for information processing

required for preparation of network

transmission

The new Article 47-4, Paragraph 1 incorporates
Article  47-8 ®®,

pre-amendment Article 47-5 in item (ii), and

pre-amendment in item
pre-amendment Article 47-9 in item (iii), to
maintain consistency and clarity. At the same
time, however, the new Article 47-4 defines
another permissible use as "use for smooth or
efficient use in computers” in a rather abstract
manner. Also, as in the new Article 30-4, it does
not limit the method of use, and expects the
scope of use to be decided according to the
circumstances, while into

specific taking

consideration the interests of the copyright

holders.

[Outline]

Paragraph 2: Use for maintaining the use of
copyrighted works in electronic computers, or

use in aiming to recover that state (i.e. backups)

Copyrighted works may be used in the following
manner, or other uses for the purpose of
maintaining or recovering a state where the
copyrighted work is usable in a computer,
regardless of the manner of use. However, this
will not apply to cases where it unjustly harms the

interests of copyright holders.

Temporary reproduction for maintenance and

repair of devices with built-in memory

16

Temporary reproduction for replacement of

devices with built-in memory

Reproduction for backup in preparation for

loss of server

As with Paragraph 1, the new article 47-4,
Paragraph 2 incorporates pre-amendment Article
47-4 (1) into item (i), pre-amendment Article 47-4
(2) into item (ii), and pre-amendment Article 47-6
into item (iii) to maintain consistency and clarity.
At the same time, however, it aims to cover other
potential uses "to maintain and restore the state
where the work can be used in a computer” to
the extent necessary, regardless of the method
of use. The article aims to protect the interests of

copyright holders in the proviso.

The amendment will permit, for example, the act
of creating a cache in order to accelerate the
processing of information through computer
networks, and the temporarily replacement of
music files in the memory of another recording
medium.

C. Information processing by electronic computer
and "minor use" accompanying the provision of

the processing result (New Article 47-5)

(i) Problems of pre-amendment rights restriction

provision

The scope of the statutory exemption for uses of
copyright incidental to information processing by
computers and the provision of processing
results in pre-amendment Article 47-6 extended
to internet search engines only. Other search
services including analog information, and other

information analysis services, such as "books
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search  services" or “papers plagiarism

verification services", were not covered.

In addition, the limited scope of the
pre-amendment Article 47-6 meant that revisions
in the law were needed every time a new need
arose with the purpose of "minor use for services
creating new knowledge and information by
electronic computers with social significance

recognized".
(i) New Article 47-5

In response to the problems of pre-amendment
Article 47-6, the new Article 47-5 is organized as

follows.

[Outline]

An entity that creates new knowledge or
information by information processing using an
electronic calculator (limited to those who comply
with the standards specified by Cabinet Order)
for the purpose of conducting the following
services may, as far as it is deemed necessary
and incidental to the provision of the results of
such processing, use a copyrighted work for
minor use, regardless of the manner. However,
this exception shall not apply to cases where it

unjustly harms the interests of copyright holders.
(1) Location search services
(2) Information analysis services

(3) Other than those set forth in (1) and (2), any
act of creating new knowledge and information
through information processing by electronic
computers as specified by Cabinet Order as

contributing to the advancement of public benefit.

17

New Article 47-5 incorporates pre-amendment
Article 47-6 in item (i) to ensure consistency and
clarity and information analysis services are
defined as "An act of extracting and analyzing
the constituent elements of large information”. As
with the new Article 30-4 and the new Article 47-4,
the new Article 47-6 does not limit the method of
use, and the extent of use may be interpreted in

a flexible manner in light of its needs.

The first distinctive feature of the new Article 47-5
is that it allows for "minor use", which leaves
room for broad interpretation. Whether a use
gualifies as a "minor use" would depend on
various factors including the proportion and
guantity of the copyrighted work used and the
granularity of the display for images. A holistic

approach is inherent in the decision process.

The second distinctive feature of the new Article
47-5, which differs from the new Article 30-4 and
Article 47-4, is that the applicable entity and the
applicable acts are both subject to Cabinet
Orders. Thus, when any novel needs appropriate
for the purpose of this article arise, such needs
may be addressed by adding the acts to the
rights restriction by Cabinet Order, allowing for a

flexible response.

The new Article 47-5 would allow the following

use: (i) "Book search services" such as
conducting word searches within the text of
books, and retrieving bibliographic information,
the location of information, and a part of the text
included in the word search; and (i) "Plagiarism
verification service" such as digitizing a large
number of papers and books to make it
searchable, and search for plagiarism, and

provide information such as whether there is any
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plagiarism or the percentage of plagiarism, and
partial images of the text of the original papers

likely corresponding with the plagiarized papers.
(3) Summary

As outlined above, the new Article 30-4, new
Article 47-4, and new Article 47-5 seek to
maintain clarity by incorporating existing clauses
as examples, while adopting multiple factors
which accommodate

may technological

innovation.

The new Article 47-5 is particularly significant in
that the scope is expected to be expanded by
Cabinet Orders to cover novel and innovative
services as they develop. As a whole, the 2018
amendment have maintained continuity with the
2009 and 2012 amendments, but

developed them to a significant degree.

have

The following two points should be noted for

future prospects:

First of all, since the policy objective of these
Articles is to achieve flexibility, they include
multiple requirements drafted in abstract
languages, provide a holistic consideration of the
circumstances, and envisage acts and services
which are themselves novel and unprecedented.
Thus, the applicability of these Articles is not
clear cut. Furthermore, at the present time, it is
still  undecided when official interpretation
guidelines will be published. One source of
guidance may be the precedents and the
discussion in US "fair use" cases, as they have

been referred to during the legislative process.

Secondly, the Article 47-5 is expected to expand
the scope by cabinet order. From July 11th 2018

18

to August 10th 2018, the Cultural Affairs Agency
has called for submissions of needs to be
included in the cabinet order through its website.
The Cultural Affairs Agency has disclosed that it
22

The submitted needs are

has received submissions from  six
organizations.
currently under review at the Council for Cultural
Affairs, an advisory body to the Ministry of
Education, Culture, Sports, Science and
Technology and the Cultural Affairs Agency. As
such calls for submissions and possible
amendments to the cabinet order would likely
continue on a periodical basis, it would be
important to keep a close watch on the process

and its outcome.

the Act

accompanying the enactment of the TPP11

3.  Amendment to Copyright
Agreement

December 30, 2018)

(scheduled to become effective

The following is a brief explanation of the
amendments to the Copyright Act accompanying
the enactment of the TPP11 Agreement between

Japan and eleven countries on the Pacific Rim.

(1) Extension of protection period of copyrighted

work

Prior to the amendment, the term of protection
for copyrighted works was 50 years after the
death of the author of the copyrighted work
(pre-amendment Article 51(2), Article 52 (1)
and Article 53(1)). The performance rights were
protected for 50 years after the performance
Article  101(2) (i),

(pre-amendment and
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recordings were protected for 50 years after the

first publication (pre-amendment Article 101(2)
(ii))-

In order to adapt to the level of the protection
period required in the TPP11 Agreement, the
protection period of copyrighted works,
performance, and recordings will be extended to
70 years from the respective commencement
(new Article 51 (2), Article 52(1), Article 53(1),

Article 101(2) (i) and (ii)).

Criminal Prosecution  of

(2)

infringement without formal complaint from the
victim (Article 123(2)(3))

Copyright

Before the amendment, criminal prosecution of

copyright infringement required a formal
complaint from the victim (pre-amendment Article
123(1)).

types of copyright infringement will not require

After the amendment, the following

formal complaints from the victim to be criminally
prosecuted (new Article 123(2) (3)):

(i) where the purpose of the infringement is to
obtain monetary compensation, or harm the

interests of the rights holder;

(ii) where the act is selling, publicly transmitting
or reproducing "in its original form" a copyrighted
work offered to

the public for monetary

compensation; or

(iii) where the act unjustly harms the expected
interest of the copyright holder by the offering the
copyrighted works to the public for monetary

compensation.
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An example of acts which will not require a
complaint by the victim would be the act of selling
and distributing pirated version of comic books,
novels, and movies. On the other hand, acts that
would require a formal complaint would be acts
of selling fan fiction (doujinshi) at comic markets,

and posting parodies of comic books on blogs.

(3) Counter measures for the circumvention of

access control

Before the amendment, the act of unauthorized
circumvention of "technical protection measures"
(pre-amendment Article 2(1) (xx)) was regarded
as copyright infringement. However, "access
control" technology was not included in the

protected "technical protection measures".

After the amendment, the definition will include
"access control measures" (new Article 2(1)(xxi)),
and circumvention will be subject to civil liability
including injunctions(new Article 113 (3) and
Article 119(1)).

devices and programs for such circumvention will

In addition, the distribution of

be criminally punishable (new Article 120-2(1) (i)
(ii)).
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