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[Japanese IP Topic 2017 No. 1 (English)]

Supreme Court of Japan Upholds Decision of
IP High Court in Maxacalcitol Case and
Interprets the Doctrine of Equivalents (March

24, 2017)

On March 24, 2017, the Supreme Court of Japan

upheld the IP High Court’s decision of March 25,
2016 in the Maxacalcitol Case recognizing a
patent infringement claim based on the doctrine of
equivalents. The case began in 2013 when the
respondent sued the appellants in the Tokyo
District Court alleging infringement of its patented
manufacturing process for vitamin-D derivatives.
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The doctrine of equivalents was first upheld by the
Supreme Court in the Ball Spline Case on
February 24, 1998. From the court’s opinion in
that case, the following five requirements were
established for arguing patent infringement with
respect to an accused product or process not
having a certain element of an asserted patent
claim: (i) the missing element is not essential to
the invention; (ii) equal function and effect can be
achieved by replacing the missing element with
the corresponding part of the accused product or
process; (iii) a person ordinarily skilled in the art at
the time of manufacturing of the accused product
or use of the accused process could easily come
to the idea of the replacement in (ii); (iv) the
accused product or process was not identical to
the technology in the public domain nor be
obvious in light of prior art at the time the patent
application; and (v) there were no “special
circumstances”. With respect to the fifth element
of the Ball Spline test, a specific example given for
such special circumstances was a situation in
which the plaintiff intentionally excluded the
accused product or process from the scope of the
patent claim during the plaintiffs prosecution
before the Japan Patent Office.

In its ruling of March 24, 2017 for the present case,
the Supreme Court’s interpretation of the fifth
requirement was determinative. At the center of
the issue was the trans-isomer used for an
additional step in the method of the appellants
which was not included in the respondent’s
process. The appellants, accused infringers,
argued that the respondent, a patentee, did not
include this step in the literal scope of the asserted
patent claim despite it being obvious for those
skilled in the art at the time of the patent filing as a
replacement step to achieve the same result and
therefore that the respondent should be found to
have intentionally excluded the trans-isomer step
from the scope of the claim when applying for the

patent. However, the court did not agree. In the
opinion of the Supreme Court, merely failing to
draft the patent claim to include such other
construction was insufficient for a finding of
“special circumstances” for the purposes of the
fifth requirement of the Ball Spline test. The court
recognized that there could be other reasons why
a patent applicant may have not included
alternative construction in the patent claim and
found that such special circumstances would
require that an applicant had conducted itself in a
manner which showed, on an objective standard,
that the applicant was aware of the other
construction and knew it to be an alternative
element to the patent claim.

The Supreme Court ruling provides a more
forgiving interpretation for plaintiffs who pursue
infringement claims based on the doctrine of
equivalents which in turn represents a more
stringent approach towards defendants on whom
the burden of proof falls for proving the fourth and

fifth elements of the Ball Spline test.

Yasufumi Shiroyama

Wl FEX
yasufumi.shiroyama@amt-law.com
Tel: 81-3-6888-1060

Fax: 81-3-6888-3060

[Japanese IP Topic 2017 No. 2 (English)]
The Supreme Court found that the defense of
“restriction on exercise of rights” is restricted
after the period of exclusion, while the defense
of “an abuse of rights” is permissible after the
period of exclusion (Supreme Court, February
28, 2017).

The Plaintiff is a Japanese entity which sells
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electric water heaters manufactured by a U.S.
entity with the trademarks “T<vyZ2 X", “EemaX”
and “Eemax” (“Plaintiff’s Trademarks”). The
Plaintiff holds an exclusive right to distribute the
heaters in Japan. The Defendant is a Japanese
entity which imports the heaters from the U.S.
distribution entity and sells them in Japan.

The Plaintiff sought an injunction against the
Defendant’'s use of the same trademark as the
Plaintiff's Trademarks. They argued that the
Defendant's use of the same trademark as
Plaintiff's Trademarks constituted unfair
competition as stipulated under Article 2,
Paragraph 1, Item 10 of the Unfair Competition
Act (“Principal Action”™). After filing the Principal
Action, the Defendant filed a cross action
(“Counter Action”) seeking an injunction against
the Plaintiff's use of trademarks which were said
to be similar to two of the Defendant’s registered
trademarks (“Defendant’s Registered
Trademarks”).

The Supreme Court revoked the initial judgment of
the Fukuoka High Court and referred the case to
the High Court. The Supreme Court ruled that the
judgment of the Fukuoka High Court erred in
finding that the Plaintiff's Trademarks were “well
known among consumers” without consideration
of the actual sales of the Plaintiff's electric water
heaters. This is the first Supreme Court judgment
regarding whether an alleged infringer may
advance the defense of “restriction on exercise of
rights” after the period of exclusion for an
invalidation trial.

In the Counter Action, the Plaintiff, who was
alleged to have infringed the Defendant’s
Registered Trademarks, claimed exercise of the
Defendant’'s Registered Trademark rights should
not be allowed because of the defense of
“restriction on exercise of rights”. This defense

restricts the exercise of a registered trademark
right when it should be nullified by an invalidation
trial (Article 104-3, Paragraph 1 of the Patent Act,
which shall apply mutatis mutandis to the
infringement of trademark rights (Article 39 of the
Trademark Act)). The Plaintiff argued that the
Defendant's Registered Trademarks were
identical, or similar to, the Plaintiff’'s Trademarks.
They claimed the Plaintiff's Trademarks are well
known among consumers and associated with
goods or services provided by the Plaintiff's
business. They pressed, therefore, that the
Defendant’'s Registered Trademarks should not
have been registered (Article 4, Paragraph 1, ltem
10 of the Trademark Act).

The Plaintiff argued that the “restriction on
exercise of rights” defense could not be exercised.
They argued that five (5) years had passed since
the original trademark registration by the time
preparatory proceedings where the Plaintiff
intended to exercise the defense. The argument
was based on Article 47 of the Trademark Act.
Article 47 of the Trademark Act limits the period of
time in which an invalidation trial for specific
grounds can be filed. The period for filing an
invalidation trial for the invalidation ground
stipulated in Article 4, Paragraph 1, Item 10 of the
Trademark Act is five (5) years after the trademark
is registered (if a trademark has been registered
for unfair competition purposes, the period for
filing an invalidation trial is not restricted).
Therefore, the case considered whether the
period for arguing the defense of “restriction on
exercise of rights” was also restricted by Article 47
of the Trademark Act.

The Supreme Court handed down judgment
regarding the two primary issues in contention.
Firstly, the Court considered whether the defense
of “restriction on exercise of rights” could be raised.
Secondly, the Court considered whether the
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defense of “an abuse of rights” could also be
raised given the Plaintiff had already claimed the
defense of “restriction on exercise of rights”.

The Court ruled that the defense of “restriction on
exercise of rights” was not allowed five (5) years
after the day the trademark was registered except
for cases the trademark was registered for unfair
competition purposes. This would specifically take
into account: (a) the language of Article 104-3,
Paragraph 1 of the Patent Act, which shall apply
mutatis mutandis to the infringement of a
trademark right by Article 39 of the Trademark Act
and (b) the purpose of Article 47, Paragraph 1 of
the Trademark Act.

As to (a) above, regarding interpretation of the
statutory language, the Supreme Court held that
an owner of a trademark cannot exercise a
trademark right in a trademark infringement action
if the registered trademark is admitted as “a
trademark which shall be invalidated ... by an
invalidation trial” (Article 39 of the Trademark Act,
Article 104-3, Paragraph 1 of the Patent Act). A
trademark invalidation trial cannot be sought
under Article 47, Paragraph 1 where five (5) years
has passed since the trademark was registered.
Therefore, there is no possibility that the
registered trademark falls into a trademark which
“shall be invalidated ... by an invalidation trial”.

As to (b) above, regarding the purpose of Article
47, Paragraph 1 of the Trademark Act, the
Supreme Court found that the purpose is “to
protect a continuous circumstance formed by
registration of a trademark, and that no one can
put in issue the validity of the trademark” (by
referencing the Supreme Court judgment on July
11, 2005). Therefore, exercising the “restriction on
exercise of rights” defense after the period of
exclusion for an invalidation trial would be
inconsistent with the purpose of the above Article.

The Supreme Court concluded that where “...5
years had passed from the day a trademark was
registered without filing an invalidation trial for the
trademark, a counter party of a trademark
infringement action is unable to advance the
defense of “restriction on exercise of rights” for the
invalidation ground of Article 4, Paragraph 1, Iltem
10 of the Trademark Act.” As a result, the
Supreme Court judged that the defense of
“restriction on exercise of rights” is restricted by
the period of exclusion for filing an invalidation trial
per the Trademark Act.

Regarding (ii) the defense of “an abuse of rights”,
the Supreme Court stated that:

“even after 5 years have passed from the
day a trademark was registered without
filing an invalidation trial for the trademark
for the ground that the trademark falls into
Article 4, Paragraph 1, Item 10 of the
Trademark Act, the counter party of a
trademark infringement action is able to
claim that the exercise of the right of the
trademark against the party falls into an
abuse of rights because the trademark is
identical with, or similar to, the party’s
trademark which is well known among
consumers as that indicating goods or
services in connection with the party’s
business at the time of the filing of the
registered trademark regardless that the
trademark was registered under unfair
competition purposes”

This referenced a prior judicial precedent by the
Supreme Court (Supreme Court, July 20, 1990),
which ruled that the exercise of a right against a
party that uses a trademark, which is well known
among consumers, and which indicates goods or
services in connection with the person's business,
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is an abuse of rights. Therefore, the Supreme
Court ruled that the claim of the defense of “an
abuse of rights” is permitted, even five (5) years
after the trademark registration date.

In conclusion, the Supreme Court ruled that:

(i) the defense of “restriction on exercise of
rights” was not permitted after the period of
exclusion of an invalidation trial on the
grounds of Article 4, Paragraph 1, Item 10
of the Trademark Act (which excludes a
trademark filed under unfair competition
purposes); and

(ii) the defense of “an abuse of rights” is
permitted even after the period of
exclusion of an invalidation trial for the
ground of Article 4, Paragraph 1, Item 10

of the Trademark Act.

This judgment is useful as the Supreme Court
clarified the legal position of arguments that could
be raised by a trademark owner, or an alleged
infringer, where the period of exclusion for an
invalidation trial has expired.

Yosuke Suzuki

AR FEN
yosuke.suzuki@amt-law.com
Tel: 81-3-6888-1152

Fax: 81-3-6888-3152

[Japanese IP Topic 2017 No.2 (Japanese)]
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[Japanese IP Topic 2017 No. 3 (English)]

The IP High Court's Grand Panel Decision
regarding the Scope of Patent Rights during
Patent Term Extension (IP High Court Decision
on January 20, 2017, H28 (ne) N0.10046).

Background

Medicinal and agrochemical patents can be
extended beyond normal patent terms which
expire 20 years after the patent application filing
date. These patent extensions require approval
from authorities which increases the time a
product is not on the market, as they cannot be
worked during the approval process. The Patent
Term Extension (“PTE"”) System restores the
patent terms eroded during such approval process
by up to five (5) years (Article 67, paragraph 2 of
the Patent Act). Utilization of the PTE system is
fundamental to the development of intellectual
property strategy. This is particularly so for new
medical drugs, which require extensive time and
resources to obtain approval. Further, it ensures
that products requiring the longest possible patent
protection remain on the market during the most
lucrative stages of development.

In some instances, the law (the Act on Ensuring
the Quality, Efficacy, and Safety of Drugs and
Medical Devices) permits drugs with the same
active ingredients, indication, effect, dosage, and
administration to be approved by a simplified
examination sometime after the “original drug” is
approved (normally 8 vyears). This simplified
examination results in what are known as “generic
drugs”. This imposes a significant reduction in the
development burden for generic drugs as
developers can use existing historical trial data.
The existing data is used for approval of the
generic drugs meaning the evidence for safety
and efficacy can be substituted with a less
burdensome test to show the biological
equivalence with the original drugs.

Regardless of this simplified approval process,
some features of a generic drug can differ from
those of the original drug (such as inactive
ingredients). This can significantly improve the
marketing feasibility of generic drugs by avoiding
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the scope of patent rights covering the original
drugs. Whether marketing feasibility is improved
ultimately depends on how the scope of patent
rights is determined during the PTE. Accordingly,
determination of the patent scope during patent
rights extension is significant to both the
developers of the original drugs and the
developers of generic drugs.

Issues: Scope of Patent
Extension

With regard to the scope of patent rights during
extension, Article 68-2 of the Patent Act states:

Rights during

"Where the duration of a patent right is extended ...

such patent right shall not be effective against any
act other than the working of the patented
invention for the product which was the subject of
the disposition designated by Cabinet Order under
Article 67(2) which constituted the reason for the
registration of extension (where the specific usage
of the product is prescribed by the disposition, the
product used for that usage".

However, it is unclear how to define "the product
which was the subject of the disposition”. The IP
High Court Decision (May 30, 2014, H25 (gyo-ke)
No. 10195), which considered the requirement for
admission of a patent term extension before the
Japan Patent Office, was the first to consider the
scope of patent rights during extension. It noted
they must be regarded as “equivalent to” or
“substantially the same as” the product which was
the subject of the disposition. Albeit, this notation
was made in obiter and the actual method to
determine such scope was not determined by the
High Court. The subsequent Supreme Court
Decision (November 17, 2015, H26 (gyo-hi) No.
356) was completely silent on this point.

Case History and Arguments of the Parties
The Plaintiff holds a patent for pharmaceutically

stable aqueous formulation of Oxaliplatine, which
is an active agent in the treatment of tumors. The
Plaintiff received drug approval for anti-tumor
drugs comprising Oxaliplatine as the active agent
(“Plaintiff's Drugs”). They also obtained PTE for
their patent based on the drug approval. The
Defendant marketed and manufactured generic
versions of the Plaintiff's Drugs ("Defendant's
Drugs”). The Defendant’s Drugs differed from the
original drugs by comprising of additional inactive
"concentrated glycerin", but were potentially
covered by the Plaintiff's patent claims as granted.
One argument in this case was whether or not the
Plaintiff’'s patent right extended to the Defendant’s
Drugs given the Plaintiff's Drugs did not contain
"concentrated glycerin”. arguments
considered:

General

(1) What factors define the “product which was the
subject of the disposition"; and

(2) What constitutes a “scope of substantially the
same” as "the product which was the subject
of the disposition".

The Plaintiff argued that the Defendant's Drugs
were "the products which were the subject of the
disposition" as both comprise Oxaliplatine as the
sole active agent in the same amount and have
the same indication. It was also pointed out that
the approval of the Defendant's product
completely relied on the trial data of the Plaintiff's
Drug (original drug). The trial data was obtained in
exchange for the period in which the Plaintiff could
not work their patented invention. The Plaintiff
argued that the Defendant's drug should be at
least regarded as substantially the same as "the
products which were the subject of the disposition",
according to the purpose of PTE system and on
the balance of patentee and third party merit.

The Defendant argued that the Defendant's Drugs
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did not correspond to "the products which were
the subject of the disposition" because their drugs
differed from the Plaintiff's Drugs by comprising
additional "concentrated glycerin". It was argued
that the Defendant's Drugs were not substantially
the same as "the products which were the subject
of the disposition” for a number of reasons. For
example, they pressed that an essential feature of
the Plaintiff's patented invention was that the
aqueous composition consisted of Oxaliplatine
and water only whereas the "concentrated
glycerin" in the Defendant's Drug caused
additional stabilizing effects on the Oxaliplatine.

Decision of the IP High Court

The IP High Court ruled that the purpose of a PTE
system is to "recover the duration when the
patented invention cannot be worked in order to
obtain the disposition". The Court rejected the
Plaintiff's argument based on the drug approval
practice. The IP High Court pressed that "such
argument obviously conflicts with the purpose and
the understandings of the system of the Article
68-2 of the Patent Act and thus cannot be
accepted”.

The IP High Court ruled that "the products which
were the subject of the disposition”, as stated in
Article 68-2 of the Patent Act, are to be defined by
their “ingredients” (including non-active agents),
“quantity” (as examined in the drug approval), and
the "specific usage of the product” (as defined by
"dosage", "administration", “indication" and
"effect").

The IP High Court also presented a rule to
determine the scope substantially the same as
"the products which were the subject of the
disposition". However, the rule only applies where
the target product and "the products which were
the subject of the disposition" have differences in
their "ingredient", in numerical values of "quantity”,

"dosage" or "application”, and where the patented
invention is categorized as an article directed to a
pharmaceutical ingredient.

Given such conditions, the IP High Court ruled
that the scope of substantially the same is to be
determined by considering whether such
differences are merely formal or insignificant by:

e comparing the alleged infringing product and
the "product" defined by the "ingredient,
quantity, dosage, administration, indication
and effect” in their technical features and the
identicalness of their workings and effects;

e in relation to the nature of the patented
invention; and

e in view of the common general knowledge of
those skilled in the art.

The IP High Court exemplified four cases where
an alleged infringing product should be considered
as substantially the same as "the products which
were the subject of the disposition" despite some
differences as follows:

(1) where the patented invention under PTE is
only characterized by the active agent of the
pharmaceutical drug; where the target product
has some addition or conversion in part of the
"ingredient" other than the active agent to "the
product® (which was a well-known and
conventional technique when the target
product applied for drug approval).

(2) where the patented invention is directed to the
stability, formulation and such of a
pharmaceutical drug with a known active
agent; where some part of the target product is
added to, or converted with, different
ingredients based on well-known and
conventional techniqgues when the target
product applied for drug approval; where the
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both products have identical technical features,
workings and effects.

(3) where there is a numerically insignificant
difference between "quantity", "dosage" or
"administration" as defined by the disposition.

(4) where there is difference between "quantity",
but they can be considered identical in view of
"dosage" and "administration".

Additionally, the IP High Court stated that the
above is more appropriate to define
"substantially the same scope” of the extended

rule

patent right than the doctrine of equivalence,
which is applied to determine the entire scope of
the claimed invention. The Court confirmed the file
wrapper estoppel should be applied to the
extended patent right.

Application to this Particular Case

The IP High Court stated that the Plaintiff and
Defendant’s "ingredients" differed because the
Defendant’s ingredients comprised of
"concentrated glycerol". They said this did not
correspond to "the products which were the
subject of the disposition". Regarding whether the
Defendant’s product was “substantially the same
as” the Plaintiff's product, the IP High Court found

that:

(a) based on the description of the specification,
one of the features of the Plaintiff's patented
invention did not comprise any additives such
as glycerol;

(b) the difference was not subtle or a mere formal
difference given the technical features of the
patented invention; and

(c) the Defendant’s product did not fall within a
scope substantially the same as the "the
products which were the subject of the
disposition”.

Future Prospects

This case was appealed to the Supreme Court
and the repercussions of the outcome will be of
great interest. The IP High Court decision is useful
as it provides situations in which a target product
be encompassed within the scope
substantially the same as "products which were

will

the subject of the disposition". This decision is
expected to reduce general
strategic decision-making
pharmaceutical industry.

in
the

uncertainty
within

In practice, there may be many cases which do
not fall within the restricted conditions assumed in
the IP High Court’'s decision. For example, the
recent introduction of technologically complex
active ingredients, such as biological agents, may
require more detailed analysis on the scope of
patent rights during extension. The scope of
patent rights during extension may now extend
beyond the relationship between original and
generic drugs to the relationship between two
original drugs. It is expected that further guidance
on these be provided by the
forthcoming decision of the Supreme Court and

issues  will

subsequent cases.

Yosuke Kawasaki

NI ¥
yosuke.kawasaki@amt-law.com
Tel: 81-3-6888-5668

| Fax: 81-3-6888-6668
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[Japanese IP Topic 2017 No. 4 (English)]

The IP High Court ruled that the design of a
golf club shaft, which is categorized as applied
arts, is not an artistic work protected under the
Copyright Act. (Intellectual
Court, December 21, 2016)

Property High

In this case, the Appellant claimed that the
production and distribution of the Respondent’s
product, which is a golf club shaft, infringed the
copyright of the Appellant's product on the
grounds that the design of the Respondent’s
product was similar to that of the Appellants’
product. The Appellant sought an injunction to
prevent the production and distribution of the
Respondent’s product and damages. One of the
primary issues was whether the Appellant's
product is an artistic work protected under the
Copyright Act.

The first instance court ruled that applied arts can
be protected under the Copyright Act if they have
creativity which would be subject to aesthetic
appreciation when observed with the practical
function being set aside. The first instance court
then ruled that the Appellants’ product is not
qualified as an artistic work protected under the
Copyright Act.

In contrast, the Intellectual Property High Court
(“IPHC”) ruled that there is no reason to treat
applied arts differently from ordinary arts under the
Copyright Act. The IPHC explained that applied
arts can be protected under the Copyright Act if
they have aesthetic creativity which would be
subject to aesthetic appreciation, however, it is not
appropriate to set out a standard requiring high
creativity for all applied arts. The IPHC held that
applied arts should be protected as “artistic works”
when they meet the requirement that “thoughts or
sentiments are expressed in a creative way” as
prescribed in Article 2, Paragraph 1, Item 1 of the

Copyright Act. The IPHC then stated that the
Appellant's product is not an artistic work
protected under the Copyright Act because the
patterns, logo and other features used in the
design of the Appellant’s product are not creative.

The Respondent argued that the standard for all
applied arts should be set as high as the first
instance court had ruled in this case. The IPHC
rejected the Respondent’s arguments and stated
that although applied arts must have aesthetic
creativity which would be subject to aesthetic
appreciation in order to be protected under the
Copyright Act, it is not appropriate to deny
protection to applied arts because of their practical
function by setting out a standard requiring high
creativity from the viewpoint of “aesthetic”.

With respect to applied arts, in view of the
dichotomy between the Design Act and the
Copyright Act and in consideration of the practical
function of the arts, most judgments rendered by
the lower courts set out a higher hurdle for applied
arts than for ordinary arts for protection under the
Copyright Act. In particular, these judgments
required aesthetic creativity which would be equal
to fine art or which would be subject to aesthetic
appreciation when observed with practical
function being set aside as the first instance court
had stated in this case.

Contrary to the majority of lower courts judgments
regarding this issue, on April 14, 2015, the IPHC
attracted much attention from the public when it
ruled that applied arts can also be protected under
the Copyright Act if their expression represents
the creator’s personality because it is difficult to
separate aesthetic features of the applied arts
from their practical function and that the concept
of “aesthetic” is not appropriate to be used as a
standard for evaluating artistic works (“2015
Judgment”).
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Nevertheless, after the 2015 Judgment, district
courts continued to set out a strict rule for applied
arts as the first instance court had in this case.

The IPHC in this case stated that applied arts can
be protected under the Copyright Act if they have
aesthetic creativity which would be subject to
aesthetic appreciation. The IPHC’s view in this
part of the judgment appears to be slightly
different from that of the 2015 Judgment. On the
other hand, the IPHC in this case denied to treat
applied arts differently from ordinary arts and does
not require the higher hurdle involving a distinction
between aesthetic features of applied arts and
their practical function (as was required in the first
instance). The view taken by the IPHC in this part
of the judgment is the same as that of the 2015
Judgment.

The IPHC in this case denied imposing a stricter
rule on applied arts than on ordinary arts again
and demonstrated its intention to move against
the trend of the district courts. It is advisable to
continuing observing future developments on this
issue.

Hajime Idei

HH B
hajime.idei@amt-law.com
Tel: 81-3-6894-4091

Fax: 81-3-6894-4092
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[Japanese IP Topic 2017 No. 5 (English)]

The IP High Court ruled that the Plaintiff’s
correction of the claims did not include a new
matter however the inventions recited in the
corrected claims were not supported in the
detailed description of the specification
(Intellectual Property High Court, December 21,

2016)

In the invalidation trial for Patent No. 4673448 filed
by the Defendant the Japan Patent Office (“JPO”)
did not accept the correction of the claims as
requested by the Plaintiff. Instead, the JPO issued
a decision that the patent should be invalidated.
Dissatisfied with the JPO decision, the Plaintiff
appealed to the Intellectual Property High Court
(“IPHC").

The IPHC considered whether or not the JPO
decision that “the correction included a new
matter” was erroneous. They also considered
whether the inventions recited in the corrected

claims satisfied the support requirements.

Firstly, with respect to the inclusion of a new

matter, the IPHC found the correction was
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“judged to include no new matter.” They found
the JPO’s decision that “the correction should not
be accepted” was erroneous.

Secondly, with respect to the support
requirements, the IPHC found that the inventions

recited in the corrected claims one (1) through

three (3) “did not satisfy the support requirements”.

They found, therefore, that the JPO’s decision was

“not erroneous for the corrected claims one (1)
through three (3).” Additionally, the IPHC found
that the JPO’s decision regarding claim four (4)
was erroneous, as the invention recited in claim

four (4) satisfied the support requirements.

The IPHC described the approach to determine
whether or not the support requirements were
satisfied as:

“Whether or not the description of the claims
satisfies the support requirements should be
decided by comparing the description of the
claims with the detailed description of the
specification, and reviewing that (i) whether the
in the claims are those

inventions recited

described in the detailed description of the
specification, that (ii) whether the claims are
recited to the extent that a person having ordinary
skill

description of the specification to recognize the

in the art is able to read the detailed

inventions recited in the claims can address the
problem intended by the inventions, and that (iii)
whether the claims are recited to the extent that
the person is able to consider common general
knowledge at the time of filing the present
application without such description to recognize
the inventions recited in the claims can address

the problem intended by the inventions.” (Note:

the above rules are not new and are consistent

with previous IPHC case precedent.)

IPHC then

considered whether or not the inventions recited in

On the basis of the rules, the
the corrected claims one (1) through three (3)
satisfied the support requirements. They found
that:

“A person having ordinary skill in the art would not
recognize that the target with a spherical alloy

phase (B), which only includes a change in the

concentration of Cr and does not specify the

amount of the change, is able to address the

problem to be solved by the inventions recited in

the corrected claims. Therefore, the corrected

claims 1 through 3 including a spherical alloy
phase (B) which do not specify the amount of the
change in the concentration of Cr, are not recited
to the extent that the person is able to read the
detailed description of the specification to
recognize the inventions recited in the claims can
address the problem intended by the inventions.
Also, the corrected claims 1 through 3 are not
recited to the extent that the person is able to
consider common general knowledge at the time
of filing the present application without such
description to recognize the inventions recited in
the claims can address the problem intended by

the inventions.” (Emphasis added.)

In the patent prosecution procedure, applicants
generally make an effort to recite or amend claims
so that they can be distinguishable from the
invention disclosed in prior art on the basis of what
the specification discloses. This case highlights
the importance of carefully describing the problem

that is intended to be addressed by the present
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invention (in the specification) and the claims, by

considering the relationship between them.

Hidehiko Ichikawa

Ml E®E
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Tel: 81-3-6888-1113

Fax: 81-3-6888-3113
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