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[Japanese IP Topic 2015 No. 13 (English)]

The Supreme Court upheld the IP High Court’s
judgment which revoked a JPO decision to
reject an application to extend the duration of a
patent. (The Supreme Court, November 17,
2015)

This is the second time the Supreme Court has
delivered a judgment on a patent term extension. The
first judgment by the Supreme Court was on April 28,
2011 (the “2011 Judgment”), and it denied the Japan
Patent Office’s (the “JPO”) practice at the time. The
JPO had to revise its examination standards following
the 2011 Judgment. Now, JPO has to once again
revise its standards because the Supreme Court
judgment dated November 17 2015 (the “2015
Judgment”) denied its revised standards.

Given that the 2015 Judgment expands the likelihood
of patent term extensions more than once for one
patent, it appears to be advantageous to patentees.
However, it should be noted that the Supreme Court
did not provide an outline of the scope of the
extended patent. On this basis, it is prudent to await
further court decisions on this point to determine
whether the 2015 Judgment is, in fact, advantageous
to patentees.

The factual background of this case is as follows:

(1) On February 14, 2003, the plaintiff obtained the
patent including claim 1, “A composition for the
treatment of cancer, comprising a therapeutically
effective amount of a hVEGF antagonist which is an
anti-VEGF antibody” (the “Patent”).

(2) On April 18, 2007, the plaintiff obtained a
marketing approval (the “1st Approval”) for the
medicine below.

- Name: “Bevacizumab (genetically modified)”

- Indication: “for progressive or recurrent cancer
of colon and rectum (of which curative resection
is impossible)”

- Dosage and Administration; “5 mg/kg (weight)
or 10 mg/kg (weight) of bevacizumab by
intravenous drip injection, together with other
anticancer drugs. Its administration interval shall
be more than two weeks.”

The medicine subject to the 1st Approval
implements the invention of the Patent.

(3) On September 8, 2009, the plaintiff obtained
another governmental approval (the “2nd Approval”)
for a medicine (the “Medicine”). The name and effect




of the Medicine are the same as the medicine subject
to the Ist Approval, but its dosage and administration
are “7.5 mg/kg (weight) per administration and
whose administration interval is more than three
weeks.”

(4) On December 17, 2009, the plaintiff filed an
application to extend the duration of the Patent on the
ground that the invention of the Patent was unable to
be implemented for the additional dosage regimen
due to the time taken to obtain the 2nd Approval;

(5) A patent examiner at the JPO issued a decision to
refuse the extension of the Patent. The plaintiff then
filed an appeal to the Board of Appeal Examiners at
the JPO. However, the Board rejected the application
on the ground that (i) the term “implementation of the
patented invention” in Article 67-3, paragraph 1, Item
1 of the Patent Act should be interpreted as marketing
of a medicine identified by the elements that are
described in the relevant written marketing approval
and correspond to the features specifying the patented
invention, and (ii) the 1st Approval had already lifted
the ban on the scope identified by the elements of the
Medicine that corresponds to the features specifying
the patented invention, and, therefore, (iii) the 2nd
Approval was not necessary for the invention of the
Patent to be implemented since the dosage regimen is
not included in the elements of the invention.

(6) The plaintiff appealed the rejection of the
application to the Intellectual Property High Court
(the “High Court”). The High Court rescinded the
Board’s decision.

The JPO appealed the High Court’s judgment to the
Supreme Court.

The Supreme Court upheld the judgment of the High
Court as follows:

- Firstly, the Supreme Court denied the application
of the JPO’s examination standards revised on
December 28, 2011. The Supreme Court also
stated that, when there are two marketing
approvals, the second approval should be found
unnecessary for the invention of a patent to be
implemented if, by comparing matters to be
examined in relation to the substantial identity as
a medicine, the marketing of the medicine subject
to the 1st approval includes the marketing of the
medicine subject to the 2nd approval.

- Secondly, the substantial identity as a medicine is
specified as a feature of its ingredients,
composition, dosage and administration, and
indications. Accordingly, considering that (a) the
Medicine differs from the medicine subject to the
st Approval in its dosage and administration, and
(b) the marketing of the Medicine for the therapy
combining the XELOX treatment (treatment with

December 2015/Vol. 4

one 3-week cycle requiring intravenous infusion
for only two hours with oral medicine) and the
Bevacizumab treatment is permitted by the 2nd
Approval for the first time, the marketing of the
medicine subject to the 1st Approval does not
include the marketing of the Medicine. In
conclusion, the judgment of the High Court,
which rescinded the JPO’s decision, should be
upheld.

The 2011 Judgment ruled that, if the scope of the
preceding approval does not cover the patented
invention, it should not be considered that the
following approval is unnecessary to market a
medicine that falls within the scope of the patented
invention even when the medicine subject to the
preceding approval has the same active ingredient
and indication as the medicine subject to the
following approval. The 2011 Judgment denied the
JPO’s practice at that time.

In response to the 2011 Judgment, the JPO revised its
examination standards on December 28, 2011. In
accordance with the revised standards, the JPO
rejected the application in this case.

As stated above, however, the Supreme Court
disapproved of the JPO’s decision based on the
standards even after the revision. Thus, the JPO has
to revise its standards again. The JPO announced that
it will publish new standards about patent term
extension in the spring of 2016, and that the JPO has
intermitted examination of applications for patent
term extension until the publication of the new
standards.

It should be noted that the 2015 Judgment did not
mention the effect or limitation of the extended patent
unlike the High Court judgment, which referred to
the issue. Therefore, we have to await further court
decisions on the issue to better understand the actual
scope of an extended patent.

Yuta Oishi
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yuta.oishi@amt-law.com
Tel: 81-3-6888-1095
Fax: 81-3-6888-3095


mailto:yuta.oishi@amt-law.com

[Japanese IP Topic 2015 No.13 (Japanese)]

REErHE TR O E R R SR MR E DR
RARRRNLFER 2B 1 L o Bt e BRI % i
£ L 7o s Bk (B PRk 27 42 11 A 17 B)

FEEFHEA R I R O IE R B SR OW T, 2 2 H D
E BN 72 & FE Ui, BilE o e 3ok
(CFik 2344 A 28 H - ¥Rk 21 4F (fT k) %6 326
) 1F. ENE TCORFFTESZRE LT,
Rk 23 4E 12 H 28 HIZ. B iﬁﬁﬁéﬁ%ﬂﬁz
FTLELE, LL, /\IEIOD EHECHIP
WP R I A REWET oS Ehm\
7,

A BIOF @B, — D OFFFIZ OV THEE
FlOIERE B FREIT O FIHEEZ LT 2O TH Y |
ZORTIE, BFEERNCER E bW Ed, L
UL IER SN FEE DN IOV TR RE

REEFTHY  SBROBHBIOEREBFHFTNET,

AEOFERIFUTO LB TT,

(1) F&5E, k1542 H 14 HIZ %%@%
e T AE PN R Al S G R -7 o & :zﬁx [
DR (ORHERFRF) Z#BU5 LE LT, %%ERIEJ
1% THL VEGF JiiAT&H 5 hVEGF 7> Z 2= A |
PIRBEADEEAT DB AR T D720 DFAL
¥ TT,

(2) X, PRk 194 4 A 18 HfHF T, LLF
DEF L OBGER AT (LU TR T )
EWVWnET, ) BEELE,

- L RNV T (BT )

- FRER OB . NRWYIBRARRE /&S T - B3
D&l « B DR )

- FEROHE . MhodEmEsgEgs & oot
WZBWT, B, AL, SNV XeT b
L T 1181 5mg, kg (KE) X% 10mg, kg (f&
#H) ZREFHIRNE G5, &5MEIE 2
BRI EET 5, |

Z OEIEMIT, RKEFFFFRAO LM T,

(3) =%, WK 2149 A 8 HIZ, F&EIX, Al
FLEIEL & [E U — &4 I N2 E’ZU\)JJ%“C%
D7enn, TOREKOHES 18 7.5mg, kg

(AH) AN EE T 5, &5MREZ 3
WL EET S, | & LEZESRES (CIT IREE
L VW ET) 1o T, BUERTE DA
HO—METAGE (LT TRERITA ) &
9, ) 2EELL,

(4) &, PR 21412 A 17 B, A%
DEZT DI EBNLETH - 72z O R 3E
BHOEmN TE 2o T-HMNH o7& L TR
PRI D S IR R SR A L E LT,

(5) ZHiTx LT, FaEEIIEREELZ LD
T, BT, SRE AR E U T AE A AREH

5 *Li L7z, LU, BaFTid, $ark 67
FOIFELHE 15O RFHEHOERK] &%

December 2015/Vol. 4

PR G DARFICEL M SN FHD ) BRFFFHE
B OFEWRFEFIHICHK YT ETOHEEHIZL -
THIE SN D R O RIEIRTEAT 2% & R4~ &
& A KR D O AR EIR ISR D FEH
FEFHIZHEYT 22 TOFHIZL > TRES
D FIPH T, BEICAMR AT NI L » TR TE
B X DIl > TR Y | AMRFFHED FEh I A%
TS 25T D 2 ENBETHo T LITRD 5
npunl U, ERLEHESRE AL & 2 F ke
L¥E L7

(6) 2T, FEIE, LA EDFHE R
SRR LT RIRBHRR R AR LTz & 25,
MR E A ATRC R Z B Ik 2 LE L,

LI Eoigife 2 it T, FFRFIT S b se Bl A B LA
TIZF BT,

BEEIZ, LFO X 5 I1HR LT, B a3
LE L7, 9. FEp234E 12 A 28 BT Tk
BTSN RERFIT OB IEED P FEE B E L
7= £,

s EBESELTCOEEME—EICEBEREDS Z
L LR DFEFIHEIZOWNT, ATy DXI5
Ll o R EIR O RLERTE A, BITASy DO xf
Gl p ol B ORERTEEZ I E T 5 L3R
DHND E XL, EEBERHEICER 2 FFRT
B DI RITI Y %25 Z ENMLETH
ST IR HvZewy,

EIRRFE LT, FOLET, AEICHONT
CEES O B X GET D ORI ONT,

AL & U COEEME IR 5 sy
DOFEFHIIEEKLOMRSy « o - k- A
o A OIRTH D,

o ARHEIESIIARMEITL S TERR I N TV

WHITE - HEZXIBETHHD0THY . A
ATV K- Tk, XELOX #&iE (194 7
v 3R E L, NARIE L 2 KEfE o s SE O
HTTieiE) LNV X< THREE OBF
FPRIE D 72 8 O AR = 3 5 O BLE IR B ITFT S
IR Do T2y RUEZITSIZ L > THID T
ZHNAREL e o Tm
EWV) HIEEBE L AT
7 = 3R b 0 BE AR 58 DS A Z A T AL O)xj“%%}: VA
Of:@%uu®§zﬂiﬁﬁju7gf@ﬁj‘é & &)E)j’b
7w, EHIET L REEFIT OSRR ALY 1E Lf:%uﬂa‘
ROV ZHEFF L E LT,

TORGRE 2o

A 23 424 H1 28 B (PR 21 4F (T k)
%5326 ) 1%, BB O &g o T SR
i & ARNLSY « BRE - ZhARE T 2 EIK LD
BB E IOV TERITAD RSN TV DA
T BT & 0 BGEIR TS AR Sz
DRI A O BARROFH I8 L & &
FATRG IR ST D T & 2RI E LT Frafde
WD SN RATI 252 D Z & IS TR



Mol bRBODHZ LT TE RN E LTUHHTIC
BUAWRIOEEZEELE LT,

FERFITIE, ERLRmEHR 2 50F T, Rk 23
12 H 28 HIZ, ZORERMELZLGETLE L,
AR WT, BT, ZO8GET S g AR
TP > THRRZ LIZH DT,

LU, A&, Bdo sy, &
FTLIBEAEOHM FEL R ELE L, 20
7o, FEFIT X, BEEEOTHE OUET &
<ENTWET, FFFPTIE, Pk 27 4 11 A 18
HAFC, Pk 28 HKREE T BALUCHSE Lz
FHEEEART D Z L, 2 LT, EEBGE
DEBEZUTHEELEONARE THIT 5L
BRELEL

B AR mEHR T, i Th 5 mtt s
F TR R SNIRFEDR I HONT
IFEALTOWEY A, LT - T, IER SN
FIMEDRN N E ZETRED)N, L H IEIZS
WTIE, AR OEHIPTIC K 2 B2 - h
9. (KA #HX)

[Japanese IP Topic 2015 No. 14 (English)]

A patent is deemed invalid based on the lack of
an inventive step over a publicly worked
invention in infringement lawsuit (Tokyo
District Court, October 29, 2015)

This case is a patent infringement lawsuit between
leading Japanese beer companies, which drew
substantial public interest through coverage in news
media. The plaintiff sought an injunction against
the defendant’s beer-taste beverage. The court
dismissed the plaintiff’s claim by accepting the
defendant’s invalidation defense (Article 104-3,
paragraph 1 of the Patent Act). The court ruled that
the patent should be invalidated due to the lack of an
inventive step over inventions publicly worked before
the priority date of the patent. The publicly worked
inventions were in fact products of the plaintiff and
defendant who were competing with each other in the
market.

The defendant did not make any non-infringement
arguments and focused instead on the invalidity
defense, employing a full range of reasoning, such as
violation of the written description requirement
(Article 36, paragraph 6, item 1 of the Patent Act),
enablement requirement (Article 36, paragraph 4,
item 1 of the same), limitation of amendment (Article
17-2, paragraph 3 of the same), and lack of an
inventive step over the plaintiff’s product (the
“Publicly Worked Invention 1”) and the defendant’s
product (the “Publicly Worked Inventions 2, and lack
of an inventive step over a published invention
(Article 29, paragraph 2 of the same ). Among these
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invalidity arguments, the court rendered a decision
only on the lack of an inventive step over the Publicly
Worked Inventions 1 and 2.

The patent of the case defines numerical ranges of the
amount of essence, pH and carbohydrate of
non-alcohol beer-taste drink, and thereby provides a
beer taste drink with low total essence content yet
having rich taste.

Lack of Inventive Step over Publicly Worked
Invention 1

The defendant argued that the Publicly Worked
Invention 1 only differs from the patent in having
smaller amount of essence. It also argued that the
motivation of arriving at the patent from the Publicly
Worked Invention 1 can be recognized in documents
showing the common general knowledge that richer
taste is achieved by increasing the amount of essence
and also from those showing the consumer reputation
of the Publicly Worked Invention 1 demonstrating
poor evaluations of the product, such as a lack of rich
taste, thin taste and the like. The plaintiff argued that
the problem to be solved by the patented invention
cannot be recognized with the Publicly Worked
Invention 1 because the Publicly Worked Invention 1
(plaintiff’s product) was No.1 in sales on the market,
which demonstrates a high degree of satisfaction
amongst consumers. The plaintiff also argued that
there should have been no motivation to optimize
only the amount of essence, pH and carbohydrate in
the Publicly Worked Invention 1, and that the
concept of the product of the Publicly Worked
Invention 1 would be destroyed if the amount of
essence was increased. The court, however, mostly
adopted the defendant’s argument. Although the
plaintiff argued that the remarkable effect of the
patent should demonstrate the inventive step, the
court rejected such arguments by stating that
providing richer taste by increasing the amount of
essence was a well-known technical matter.

Lack of Inventive Step over Publicly Worked
Invention 2

The defendant argued that the Publicly Worked
Invention 2 only differs from the patent in having a
larger amount of carbohydrate, and that the idea of
marketing the product showing “zero carbohydrate”
on its label would have been a strong motivation to
arrive at the patented invention starting from the
Publicly Worked Invention 2. Although the plaintiff
denied such motivation and the problem to be solved
by the patented invention could not have been found
in the Publicly Worked Invention 2, the court adopted
the argument of the defendant.



Comment

When an inventive step over a publicly worked
invention becomes an issue, it can be difficult to
obtain, from the publicly worked invention itself, the
relevant information necessary to demonstrate the
motivation to arrive at the invention for denying the
inventive step, or the teach-away factors for
supporting the inventive step. To overcome this
difficulty, the defendant in this case submitted many
documents including those published by public
institutions showing the official standards of
experiments of beer taste drink to support its
argument on denying the inventive step of the
patented invention.

A wide range of arguments other than those on
inventive steps were made in this case such as those
on the identification of publicly worked invention
and the difference between the patent and such
publicly worked inventions. Since this case has
already been appealed, we await the decision at the IP
High court.

Yosuke Kawasaki

) FEH

Tel: 81- 3-6888-5668
Fax: 81-3-6888-6668

- e
[Japanese IP Topic 2015 No.14 (Japanese)]
PREMFRINCH T HESERMEZEB L L,

B ED DOHIF % 380 To H ] RO i B
274610 A 29 H)

A, JRE (FFarkEd) 25, #hE oREkE
THE—AT A A MIEHIE L TR EFZE 155K
EIToT-FHTHY | FORFFIT I D HE S
nE L7,

AP TUE, TR B O 15 23 2 402 FURERT HHRE
ATCHRTE L T2 B — T A A MCEH &2 AR E
FEFEHT & L, 2 B IT%E9 2 MR o Kan Z B
& LT ERhofif (FFiis 104 5200 3 55 1
H) RO L, EFERIZEANEINE L,

WEIIBREORNIZ-OWTEDT R — &
g (k36 2 6 TH 1 5) | Fhi RSt
N (AE36 54 H 1 &) | MEEMFEK (F
FE1T 5025 3H) | EEBIZEITL TRES
NTWJFUERLG (ARIFERERA 1) ) KOS
B (ARFEREHEI 2) UITFI TR o R IC
R4 B AR A ([FlVE 29 45 2 1H) . $LRSCHE
WX DA (RE 29 o0 2) #HEIARE L, &

yosuke.kawasaki@amt-law.com

December 2015/Vol. 4

T2 FR U E Lo, AERRETIZ, 2h bk
ZHELH D 5 B ARFEMFEI 1 KON 2 1S <
SEPE R BMZ DN T D I, FRHIFT OISR S C
WET,

AEOFFFFEIL, =% A0 E, pH KO
PEE O BIZOWTOREHEIAZ R E L Th Y,
LD ZF A GOREDENE — LT A X
MREFCH 0 728 & | BRI D5 S 472 8
Braiftd oL LnEd,

W I, ANSREMIFEIA 1| ORFFFRIICKT 548
BEEE, TXAGRDIN L L L, KPR
EAFWELT T & LT Im e 245 2 08 X8 A
A& D Z BT Y ER TR D MR
Tholo)] T &, ARFEMFEH 18 12 OHE
Fnb, [=rnen], [RaEW] FEogg L
Wil 25217 TRV, a7 (&G Z) IZZ LWy
TENBEFICHEHEIN W Z R R
DI ESEFIRE L E L, ZUSx L TR
WL ARSI 13T COMGELRRET X
7T E S, WEEE O EEIIMmD TE <,
RIS Z DFREN - 7= L ITAE L) =&
(=% 230k E, pH KOPEDOEEOHIIE
H 3 5 RBCEE AT T — 2] Z & ASRE
T 12 D 8EE, TS R4 03 i ok
ThH LM E L TENANEEEICZITA
NoHENTNEZDOTHLING, Z0arvr &k
B2 F A00ORBEZECITITAIT,
(%) REFHE L TR LERW) 2%
FIR L E L, AR Trags o FiRS a8
AanE Uiz, 28, REITRHO RN ESME
ZEBMTHETEELEZbOD, [F 245508
IMZ X RAEZ 080 E3 2 2 EREAMTH S |
ELTEHESERFATLE,

F 7o NREREFIA 2 12OV T B L. B
L OMESIIEEOSEHAEN SV EIZH D
ELoD, [T[HEEEr] OFRREWDPEENT
E— a2 T 572010 | BEEOEEE T D580
BT TR H o e FHELE Lz, ZHUTx LT,
JE I R R D LEE T E e nZ L a2
gL E L7, BHpmissoElEE2RH LE L
7~

INERFESEFE I )T B EBRER P D BRI
X, YA BERN O ESEEZRET DO OH)
AT SUTERME AR B ET 2 70D O EH %
ERHETZENR#ETCHIGEN SN EEbR
F7, ARV, FrRFRHICERT S
AT AT D D & LT, AR OB
FEAEEERR 2 7RRE LA SR L, ST Lo TR
RIMOEFENEMS T ENZHOEEbhET,


mailto:yosuke.kawasaki@amt-law.com

AL, AR OMIZ b AIRIESE % B
DORE., FERDOBER L, K& 7281250 TE
DOINE L7, AMEIER SN TWETOT, 51X
for M B ORI ER S ET,

U155 #:46)

[Japanese IP Topic 2015 No.15 (English)]

The IP High Court denied distinctiveness of a
trademark consisting of a single letter “i”
(Intellectual Property High Court, October 29,
2015)

A mark consisting of a single alphabetical letter and
using a common typeface such as Times New Roman
or Arial (for instance, “A” or “b”) is not protected as
a trademark due to a lack of distinctiveness. Under
Article 3, Paragraph 1, Item 5 of the Trademark Act,
such a mark is simply considered as “a mark
consisting solely of a very simple and common mark”
and will not be afforded protection as a trademark
right.

For such a single letter mark, if the mark is a
designed logo displaying distinctiveness and
creativity, trademark protection is available because
it is no longer a “common mark.” However, it is
difficult to say how much creativity is required to
obtain distinctiveness. In this case, the IP High Court
denied distinctiveness of the plaintiff’s designed logo
mark consisting of a single letter “i.”

The plaintiff filed a trademark application for a single
letter mark “i” colored in green in relation to, for
example, “mutual fund investment advisory services;
investment management services.” After the plaintiff
received a decision of refusal, it filed an appeal
against the decision, and the JPO judged that the
subject trademark is merely “a mark consisting solely
of a very simple and common mark” because the font
of the trademark is similar to the “Memphis Extra
Bold” font, and its green color is also a common
color. The plaintiff then brought this case to the IP
High Court requesting the rescindment of the JPO’s

decision.
= L
Subject Memphis Memphis Bold
Trademark Extra Bold

The IP High Court held that the subject trademark is
indistinctive by pointing out that serif typefaces are
common for alphabetical letters, and among existing
typefaces, there are serif typefaces such as the
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“Memphis” font showing a letter shape in which a
top part of the letter “i”” (dot of letter “i”) is formed in
the shape of a quadrangle.

Further, the IP High Court considered the following
differences between the subject trademark and the
“Memphis” font: (1) the top part of the subject
trademark has a square shape while the “Memphis”
font has a rectangle shape; (2) the space between the
top part and the bottom part of the subject trademark
is narrow; (3) the width of the serif (a small line
attached to the end of a stroke in a letter) of the
subject trademark is about half the width of the top
part (the dot of “i”) or the bottom part (the vertical
line of “i”) while the width of the serif of the
“Memphis” font is about the same as the width of the
top part or the bottom part; and (4) the width of the
top part of the subject trademark is about half the
width of the top edge of the bottom part while the
width of the top part of the “Memphis” font is about
the same as the width of the top edge of the bottom
part. Regarding these differences, the IP High Court
found that “they are very little differences that can be
found only if an observer sees the marks very closely.
If the observer sees the marks separately, he can
hardly recognize the differences,” thus, “the subject
trademark and the “Memphis” font do not give a
distinctive impression to the observer.”

A simply designed logo mark consisting of a single
alphabetical letter is often seen as a trademark of a
company or an organization. It should be noted that if
the mark is very simple, the possibility of obtaining
trademark registration should be considered very
carefully. Even if the “Memphis” font has not been
used very commonly in Japan, as long as the shape of
the subject trademark (single letter mark) is similar to
the shape of an already existing typeface, the subject
trademark is likely to be found as “indistinctive.”

The plaintiff also argued that the subject trademark
has acquired distinctiveness through use according to
Article 3, Paragraph 2 of the Trademark Act.
However, the IP High Court rejected such arguments.
The Court found that the subject trademark had not
acquired distinctiveness because the trademark had
been used for only one year and two months, and it
had not been used independently but had always been
used together with the plaintiff’s name or its service
mark.

Generally, a single letter mark is often used to refer
to the first letter of a corporate or brand name. In the
case of trying to obtain trademark registration by
proving “acquired distinctiveness through use” for
such a single letter mark, an applicant is likely to be
required to prove that the subject trademark has been
adopted solely for such use (without associating it
with the corporate or brand name to which the mark



refers), and that the trademark has acquired
distinctiveness independently.

Satoko Yokogawa

B B+
satoko.yokogawa@amt-law.com
Tel: 81-3-6888- 2105

Fax: 81-3-6888-2106

[Japanese IP Topic 2015 No.15 (Japanese)]

TNZ 7y ki 2T FA AL LTI

DWTHBI A UL LTk % Mefs L7 Ko
=R 27 42 10 A 29 H)

TIT 7y b FEEREEHV SRS EE (]
FRSe T Ly 7 IR%) TR LUZMEEE., b T
HET O B SNTIERZEDOHLN D725 PRI )
(PAfEyE 3 55 1 TH S &) ITR%4 L. Rl iyl
HDOENFERA, BIZIET LT 7y hD TA] R
b Z#dH 0 SNI-EBRTEML EIZERRLTH,
HOME M & hE DOpgih & 2 Z=ET 27200
PARE L L CHRE L2V, 37220 B B ApE M O
WAl A L TCELT REOHITMEMER %
BODLDITHE L TWRNWZDTY,

L. TN 77Xy Ml FENSLRLPEETY,

MANZ T VA A EnT-~—27 OFEEIE. [H
D SV HERE | (2% LR T2, B hpE S5
OB BFRD HIET, TEHZEO X 5 2l &
BADITIE, EOBREOTI A o ENERESH
HDOTL X DD, AL, FAE D paiEe sk HfE %
L7z, 77Xy v Ti] #5794 b L7-
PERELZ DN, FH A B At i S s ik Bl ) &
HELEZERLTT,

FBEZ, 777Xy b i) 2F% 1 1k
L CHEDREOOEATER LGS (OKREME
BE) l2o&x, 36D HEITHEHTLEH] |
[ B ERED DI BT BEFEMPE D E T
R FEORBERE L, PEsekiiiEs Lz b
A VIEMEEZ = T EMEEARSREN ZFER L
F L7z, RIS O I, AL OEERN,
[ [Memphis] E#HT2HDD 5 HD [Extra
BoldiZ L2 b DIZiEET AL THY , 51T,
T ORAE L RIS Db TW Sk
BTHD] ., WO THET, o, HY 5
NWIRERE DRI O IR D] (2o b & L, i
DOFPFE T LUE Lz, THUTx UFEIL, FPEL
TH % R | @ &R BUEF A 2 e L E L
776

December 2015/Vol. 4

= n
Memphis Memphis
Extra Bold Bold

ARG kL, RS 23 R U7 ARFERGE
T U 7Sy CUFORBOERIZ DT DALz #Cfi
V) DR T O B oSnNAETHD L
Wo oo, /Y 7 2o ER TR
ERIZEEFBY o, T Ti] ok#Eo
MEWNARETDHZ IOV TH, LIZLIR TD
NTND] me, THARORE —EDKIDE
U 7z 2 7o EAE (B 21X [Memphis] #
e o o) | OFEZEIERM L. AFEEZEIImD T
HET. O SNEEEZEORNLRDHED L
WL E L7,

ARE PR

F - ARFEPEIE & [Memphis] £ EMICiE, O
RFEPEEE D LE O SIXIEFETH D D% L
Memphis] ZEXRIFHEEDOEHFETHSL, OAFH
PRI B R & T & D DZE A AR, @A
FEPEREEDE Y 735 DR S 1L EFO AL TE D
AR IR RETH D VDT L,
[Memphis] EEDE Y 7HrO KRS, EFO
BETHOAKE IORS LIFERILCTHD, @
AKFEREAZIL Ti) O BSOS ORIEN, &Y 70
b5 FEO EimDOME DRI Th 2 DITxt L,
[Memphis| ERIZI T 5 Y 3% 57 ORI R
CThHD, LWV MESNHDZ L 2RO E
T, TWFnd FHICBIZE L v e Lenb
TORAEIC T E RV DOTH - T, BN L CTHIE
LA, ZOMESNRH T DT EHE
FHE L IIRD DR, - - - RFERGZE & |
[Memphis] EFR L T, BHICRRLHS % 5 %
L ELRD BN L L, AFERGEE O Bl
P e S ik ) R EH AT LT,

TNT7_Xy b1 FThETYVA AL LR
%< OEESCHENREHA L TBY 7L TA
AV valpT AL b iFATHOONET
DS, PAREHEIZ L DR D AIIZ OV TR RS
R 20ERH Y 3, BEFOEROFIC, #E
FULERDDBT LT 7y b 1| FORGEOTEL
EHPULTWEHLDONRHLHAE. 128 2% DBEAF
DOFERD TMemphis] FRD L 9 ITHFERIZSIZE
BTV O WERTH -7 LT,
WMET VT 7y b 1 F572 5 EEORRME
IRESNEDL LV ET,

TR BALECIE, ARFEREIEIL, FUESIREET 5 1
LE(Es (ETF) @ liShares (i > =7 —X) |
oRIAEE L L CEA X4, [iShares) Eit:5t o


mailto:satoko.yokogawa@amt-law.com

FHEEEETHGO Ny ST T RTHD &
6, I X BEkBIME (PR 34 2TH) DfE
HFOFEIZOWT LR ESINELE, 208
DOUWTEIM S, AREPEAE 3 FH I 28 1 4F 2
A EREL, Fio TRFEREE Y, FSE0&RE4 T
H 5 [iShares] R FH&E O L & £ 7 [ by
BLACKROCK] &t izl &2 oni@pl<dh
O AFEFEREM CHEHA SN LD LT D LN
W] L LT, HEHICE 231 2ROERAT
L7,

TINT 7y b LTG5 AT
Z v READEXTERTLOLELTHEHAIND
T—=ANELL HONETN, 777Xy k1
FOMM ML UT-paE e L CHIE L BERIC X
2R 1 DRERT A iR URiiEik 34 2 O A &
2T DO, YLPE O A BB T S
ToAE O Y EEPEE B AR INT L C H flpE SR
BHEESL TWBZ ERkobNb Vg E
I, B B

[Japanese IP Topic 2015 No. 16 (English)]

The Osaka District Court admitted the
copyrightability of pictograms (Osaka District
Court, September 24, 2015)

In this case, the plaintiff asserted that it was the
copyright owner of certain pictograms used in
information signs in Osaka City (“the Pictograms™)
and claimed damages against the defendants for
copyright infringement. (The court ruled on other

issues such as the interpretation of license agreements,

but this article only introduces the ruling on whether
pictograms can be protected under the Copyright
Act.)

The pictograms represent facilities in Osaka City.

X

[Osaka Castle, an example of the pictograms
on this case, excerpted from Exhibit 1
attached to the judgment.]

First, the court held that pictograms fall under the
category of applied art:

“It can be said that the Pictograms fall within the
scope of so-called applied arts because they were
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created for the purpose of making those seeing
tourist guide maps with the Pictograms recognize
the relevant facility visually, and they have
actually been described in a considerable number
of tourist guide maps for practical use.”

The court further stated the following on the question
of whether applied arts can be protected under the
Copyright Act:

“Although there are a variety of opinions on
whether applied arts can be protected under the
Copyright Act, it should be construed that an
applied art can be protected as artistic work if it
has aesthetic characteristics that can be subject to
aesthetic appreciation apart from its practical
function in light of the following. Even in the
aesthetic creation with practical use, ‘artistic
craftsmanship’ is defined to be included in
copyrightable work (Article 2, Paragraph2, of the
Copyright Act). Typefaces can also be protected
under the Copyright Act in certain cases (The
Supreme Court’s judgment dated September 7,
2000).”

Some may argue that the range of creativity of the
Pictograms is limited and adverse effects can arise if
they are easily found copyrightable since the
Pictograms in this case represented facilities in the
real world. This concern can also be found in the
issue of the copyrightability of typefaces. This
appears to be the reason why this judgment cited the
Supreme  Court  judgment  regarding  the
copyrightability of typefaces.

Based on the general theory above, the court ruled on
the copyrightability of the Pictograms as follows:

“Looking at the Pictograms, because a pictogram is
a sign (sign symbol) to make people understand the
subject’s concept by using its shape, it is inevitable,
because of its practical purpose, that it has a design
based on the appearance of the subject facility that
exists objectively. From that perspective, the range
of creativity of the Pictograms is limited. However,
the range of creativity apart from its practical
function can be sufficiently recognized enough in
aesthetic expressions, for example, as to which
characteristics of each facility should be picked up
and emphasized, from which angle the facility
should be observed when being drawn, to what
extent and how it should be simplified, and what
color should be used and where the color should be
placed. The creator’s thought and personality are
expressed in such aesthetic representation as a
design. As a result, if it has aesthetic characteristics
that can be the subject to aesthetic appreciation
independently from the practical function, the
copyrightability can be admitted.”



In light of the interpretation above, the court judged
that all of the Pictograms can be protected under the
Copyright Act. For example, the court stated the
following about the pictogram of the Osaka Castle:

“Osaka Castle appears quite differently depending
on the angle in the number and the form of the roof
parts. [The pictogram] represents Osaka Castle
observed from such an angle that it can be seen
with three roof portions by emphasizing only the
triangular wall portions of below the roofs while
whitening them, and expressing the castle only by
its shape filled in blue while the other parts being
omitted. As for the stone walls, the pictogram
simplified them by whitening grid line portions
while emphasizing the scale by configuring the
stone wall portions higher than the current stone
walls. Although it can be recognized as Osaka
Castle at a glance, it can be said that the pictogram
has aesthetic characteristics that can be subject to
aesthetic appreciation apart from the practical
functions because its expression shows the
[creator’s] personality.”

The defendants argued that providing protection
under the Copyright Act to the Pictograms would
cause inconvenience such as obstruction on the use of
pictograms because countless copyrights will arise to
cover pictograms with slight differences which would
result in confusion due to complex right relationships.
In response, the court stated as follows:

“Although it is naturally expected that, since the
Pictograms are based on facilities in the real world,
they have some parts similar to other copyrighted
works that represent the same facility, the
reproduction or adaption of the Pictograms can be
found only in dead copies or the like since they
must express the personality by the selection
described [above].”

The court then stated that the inconvenience can be
avoided even if there are copyrighted works similar
to the Pictograms.

It appears that the court tried to strike a balance
between copyright protection and the prevention of
inconvenience by admitting the copyrightability of
pictograms while construing its scope narrowly. This
judgment seems to be the first that admitted the
copyrightability of pictograms in Japan, and this case
will be referred to when the copyrightability of
expressions with a practical purpose, such as
pictograms, is disputed in future.
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This newsletter is published as a general service to
clients and friends and does not constitute legal
advice.
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http://www.amt-law.com/bulletins6.html

Previous issues of our newsletters are available on
the website of Anderson Mori & Tomotsune.
http://www.amt-law.com/en/bulletins6.html
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