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[Japanese IP Topic 2015 No. 9 (English)]

The Tokyo District Court granted an injunction
prohibiting the issuance of a warning letter
seeking to enforce patents which were subject to
a FRAND declaration (Tokyo District Court,
February 18, 2015)

In this case, the plaintiff, a Japanese subsidiary
company of the U.S. Imation Corporation (“U.S.
Imation”), a dealer of Blu-ray discs, filed a lawsuit
against One-Blue LLC (“One-Blue”), a patent pool,
requesting an injunction against the issuance of a
warning letter to retail stores under Article 3 (1)
and the Article 2, paragraph 1, Item 14 of the
Unfair Competition Prevention Act (the articles
prohibit announcement or dissemination of a
falsehood that is injurious to the business
reputation of a competitor).

The patents at issue are standard essential patents
relating to the Blu-ray discs standard. Patentees of
the patents declared that they will license their
patents on fair, reasonable, and non-discriminatory
(“FRAND”) terms. One-Blue, which had been
entrusted by the patentees with the management of

the patents, issued warning letters to retail stores,
which had been clients of the plaintiff, containing a
notice to the effect that the selling of Blu-ray discs
without license from One-Blue constitutes
infringements of the patents and the patentees have
a right to injunction against such behavior
(“Notice™).

For the reasons described below, the court
concluded that the Notice fell under the section on
the announcement or dissemination of falsehoods
prohibited under the Unfair Competition
Prevention Act. The court confirmed that bringing
an injunction based on a standard essential patent
which was declared to be licensed on FRAND
terms constitutes an abuse of rights if the accused
infringer proves that it has an intention to be
licensed under FRAND terms for the patent. The
court found that the plaintiff negotiated with
One-Blue showing its intention to be licensed
under FRAND terms, and determined that the
plaintiff had an intention to be licensed under
FRAND terms, in light of the history of
negotiations, including 1) One-Blue made a
proposal for licensing with certain royalties, 2) in




response, U.S. Imation (the parent company of the
plaintiff) made a specific proposal for royalties
(3.5% of the sales costs) and requested One-Blue
to provide basis for the royalties which One-Blue
proposed, 3) on the other hand, One-Blue did not
provide US Imation with any basis for the royalties
that One-Blue proposed. The court accordingly
concluded that the Notice fell under the provisions
on the announcement or dissemination of
falsehoods in that it mentioned that the patentees
might exercise their right to injunction although
they were not actually permitted to do so.

Prior to this case, the IP High Court, in its decision
of May 16, 2014, judged that the enforcement of a
standard essential patent which was declared to be
licensed on FRAND terms constituted an abuse of
rights and was not permitted if an accused
infringer was proved to have an intention to be
licensed under FRAND terms (Apple, Inc. v.
Samsung Electronics Co.). This case, on the basis
of the precedent of the Apple case, provided a
judgment as to whether the accused infringer had
an intention to be licensed under FRAND terms, in
the light of the history of negotiations.

Ayumi Hori
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ayumi.hori@amt-law.com
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The Amended Examination Guidelines for
Patent and Utility Models regarding the
Product-by-Process Claim (Japan Patent Office,
issued on September 16, 2015)

In response to the Supreme Court’s decision on
June 5, 2015 (“the Decision™), the Japanese Patent
Office (“JPO™) issued amended Examination
Guidelines for Patent and Utility Models
(“Examination  Guidelines”)  regarding  the
product-by-process claim (“PBP claim”) on
September 16, 2015. The amended Examination
Guidelines have been effective since October 1,
2015.

Where, for an invention of a product, the process
of manufacturing the product is mentioned in a
patent claim, such a claim is generally called a
PBP Claim. Such a PBP Claim is necessary
when it is impossible to identify the product based
on its structure or characteristics, such as advanced
bio-inventions, etc. However, in practice, a PBP
Claim had been used even for those inventions, for
which there was no need to use a PBP Claim, such
as in the case of an invention relating to a product
which can be identified by its structure, while the
process of production has novelty and inventive
step. There had been a debate over the validity of
PBP claims and the interpretation of PBP claims.

With respect to the patentability (validity)of PBP
Claims, the Supreme Court, in the Decision, held
as follows :

“Where, for the invention of a product, the process
of manufacturing the product is mentioned in the
claim, the claim meets the requirement ‘the
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Invention for which a patent is sought is clear’
under Article 36 (6) (ii) of Patent Act only in
circumstances in which it is impossible or
impractical to directly identify the product by
means of the structures or features of the product
at the time of filing the application.”

Judge Katsumi Chiba, who assented to the
majority opinion of the Decision, in his concurring
opinion, explains, with respect to the above,
holding that *a circumstance in which it is
impossible or impractical to directly identify the
product by means of the structures or features of
the product at the time of filing the application,”
that “impossible” means ‘impossible from a mainly
technical point of view’ and “impractical” means
“where requiring the identification of the structure
or property of the product seems too severe
because it requires an outrageously large
economic expenditure or amount of time to carry
out the work necessary to identify the structure or
property of the product in the circumstance of a
patent with high-speed technical development and
intense competition.”

The previous Examination Guidelines, before the
Decision, allowed a PBP Claim as an exception
where it was ‘impossible, difficult or inadequate in
some meanings (for example, it makes the claim
less understandable when it is possible and not
difficult to specify the product)’ to directly identify
the product. The said concurring opinion by Judge
Chiba pointed out that JPO’s practice under the
previous Examination Guidelines ‘allowed the
application without substantial examination of the
circumstances by loosely interpreting the
circumstances of impossible, difficult, or
inadequate’ and stated that the future examination
in JPO would be as follows:

“JPO will encourage the applicant to prove the
existence of impossible  or  impractical
circumstances and will reject the application when
the proof is not adequate. If applicants want to
avoid such situations, they can file the application
for an invention of a process for producing a
product (Article 2 (3) (iii) of Patent Act) as well.”

In response to the Decision, JPO had refrained
from making its own judgment on the Decision
until early July 2015, while it was still in the
process of reviewing how to handle this issue for
examinations and appeals/trials.  On July 6, 2015,
JPO issued a document titled ‘Interim Handling
Procedures for Examinations and Appeals/Trials
involving  Product-by-Process Claims’  (“the
Document™) and it said that JPO would change the



handling procedures for examinations in
accordance with the said concurring opinion. In
addition, the Document said “The interim handling
procedures apply to examinations on patent
applications which either have already been filed
or which will be filed at a future date. In the same
manner, the interim procedures apply to currently
pending cases or cases which will be requested
and pending at a future date. (Pending cases refer
to appeals/trials, oppositions, cases for advisory
opinions on the technical scope of a patented
invention, etc.) Therefore, Appeals/trials, etc. in
which patents have already been granted are
subject to these interim handling procedures.”’.
Accordingly, it is expected that trials for patent
invalidation based on not meeting the clarity
requirement will be filed.

Further, in the amended Examination Guidelines,
which JPO issued on September 16, 2015, the
Decision is quoted and “impossible or utterly
impractical” circumstances are interpreted as
follows:

“(i) It is technically impossible to analyze its
structure or characteristics at the time of filing.

(ii) It requires an outrageously large economic
expenditure or amount of time to carry out the
work necessary to identify the structure or
property of the product, in view of the nature of a
patent application which requires speed, etc.”
Those “impossible or utterly impractical”
circumstances seem to be in line with the said
concurred opinion and the Document.  The
amended Examination Guidelines have been
effective from October 1, 2015 and we need to
watch how they will be applied in practice in terms
of, for example, the requirement of “an
outrageously large economic expenditure or
amount of time,” for which there is still no
concrete standard.

Yumiko Koyama
Al & LT
yumiko.koyama@amt-law.com
Tel: 81- 3-6888-1188

Fax: 81-3-6888-6859
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[Japanese IP Topic 2015 No. 11 (English)]

The IP High Court ruled on “Support
Requirement” under Article 36, Paragraph 6
(1) of the Patent Act (Intellectual Property High
Court, October 8, 2015)

In an invalidation action filed before the Japan
Patent Office (hereinafter “JPO”) by the Defendant,
it argued that the following claim 1, etc. of
Japanese Patent No. 4,511,924 (hereinafter
“present patent”) did not satisfy the requirements
(hereinafter “support requirements”) defined in
Article 36, Paragraph 6 (1) of the Patent Act.
This case is one in which the Plaintiff appealed the
JPO’s decision of the invalidation action. The
intellectual Property High Court (hereinafter
“IPHC™) rejected the Plaintiff’s claim on the
grounds that the JPO’s decision was not erroneous.
In this connection, claim 1 reads:
“An organic light emitting device having a
light emitting layer capable of generating
electroluminescence,
wherein said light emitting layer comprises a
charge carrier host material and a
phosphorescent material used as a dopant for
said charge carrier host material, and
wherein said device to which a voltage is
applied is able to have the energy of the
charge carrier host material in a non-emissive
excitation triplet state transferred to an
excitation triplet state of said phosphorescent
material and emit phosphorescent radiation at
room temperature from the excitation triplet
state of said phosphorescent material.”

First of all, the IPHC set out the rules on whether
or not the description of the claims satisfies the
support requirements as follows (Additionally,
such rules are the same as those shown by the
IPHC in previous cases and are not new.):
“Whether or not the description of the claims
satisfies the support requirements should be
decided by comparing the description of the
claims with the detailed description of the
specification, and reviewing that (i) whether
the inventions recited in the claims are those
described in the detailed description of the
specification, that (ii) whether the claims are
recited to the extent that a person having
ordinary skill in the art is able to read the



detailed description of the specification to
recognize the inventions recited in the
claims can address the problem intended by
the inventions, and that (iii) whether the
claims are recited to the extent that the
person is able to consider common general
knowledge at the time of filing the present
application without such description to
recognize the inventions recited in the
claims can address the problem intended by
the inventions.” (Emphasis added.)

Further, although the problem intended by the
invention needs to be identified in the rules, the
specification of the present patent lacks the
paragraph titled “the problem the present invention
intends to address”. The IPHC decided the
problem of what the present invention intended on
the basis of the description in Paragraph [0027] of
the specification:
“The specification discloses in Paragraph
[0027] that an organic light emitting device
is provided, addressing the problem of
ordinary devices that the phosphorescent
decay rate is not expected to be rapid enough
to be adequate for use in a display device.
Accordingly, it is appropriate that the
problem intended by the present invention is
judged to be ‘to provide an organic light
emitting device configured to have the energy
in a non-emissive excitation triplet state
transferred to the energy in an excitation
triplet state, to emit light phosphorescent
radiation in the excitation triplet state, and to
be rapid enough to be adequate for use in a
display device’.” (Emphasis added.)

Subsequently, with respect to the invention
intended by the present invention, the IPHC
considered the description of the specification and
common general knowledge at the priority date of
the present patent to decide as follows:
“The invention capable of addressing the
problem intended by the present invention is
judged to include an organic light emitting
device utilizing, as a dopant, PtOEP having
structures indicated by chemical equations 43,
44, a phosphorescent compound indicated by
a general equation 45 wherein M1=Pt, or a
phosphorescent compound having structures
indicated by a chemical equation 46 or 47.”

Further, with respect to the present invention, the
IPHC decided the present invention on the basis of
the recitation of claim 1:
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“The present invention is judged to include
every ‘organic light emitting device
configured to have the energy of a charge
carrier host material in a non-emissive
excitation triplet state transferred to the
excitation triplet state of a phosphorescent
material, to emit light phosphorescent
radiation in the excitation triplet state at room
temperature* regardless of what structure the
phosphorescent material has.” (Emphasis
added.)

Finally, comparing the present invention and the
invention capable of addressing the problem
intended by the present invention, the IPHC
admitted that claim 1 did not satisfy the support
requirements:
“The present invention wherein the structure
of the phosphorescent material is not
specified exceeds the scope of the invention
that a person having ordinary skill in the art is
able to consider the detailed description of the
specification and common general knowledge
at the priority date of the present patent to
recognize as capable of addressing the
problem intended by the present invention
and therefore is not judged to satisfy the
support requirements.” (Emphasis added.)

With respect to the issue of what the problem
intended by the invention is, the Plaintiff argued
that the invention intended “to provide an organic
light emitting device capable of exhibiting
phosphorescent  light  emission at  room
temperature.”  The IPHC, however, did not
accept the Plaintiff’s arguments, pointing out that
the detailed description of the specification did not
describe any specific temperature setting
conditions when measuring the phosphorescent
light emission of an organic light emitting device
as the measure to solve the problem for the present
invention or any specific benefits/advantages
obtained by providing the organic light emitting
device capable of exhibiting phosphorescent light
emission at room temperature, etc.

Patent applications filed by international
companies sometimes do not clearly describe the
problem intended by the invention in the
specification or do not provide the paragraph titled
“the problem to be solved by the invention.” In
such cases, as the IPHC did in the present case, the
Court or the JPO may determine the problem to be
solved by the invention on the basis of the
description regarding the drawback of prior art and
the treatment therefor even if they are not



explicitly mentioned as the problem to be solved
by the invention to decide whether the support
requirements are satisfied. The IPHC decision on
the present case also suggests that the description
concerning concrete benefits/advantages obtained
by relevant technologies in the specification may
serve as a basis on which to identify the problem to
be solved by the invention.

Hidehiko Ichikawa
il ¥z
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[Japanese IP Topic 2015 No. 12 (English)]

The IP High Court judged that trading cards
used in a game are artistic work protected
under the Copyright Act (Intellectual Property
High Court, June 24, 2015)

In this case, the Appellant, which offers a
professional baseball game (*Appellant’s game”)
using trading cards on a social networking service
platform, sought compensation for damages on the
grounds (i) that the professional baseball game
offered by the Appellee in another platform
(“Appellee’s game”) infringed the Appellant’s
right of reproduction, right of adaptation and right
of public transmission regarding the Appellant’s
game, and (ii) that the Appellee’s act of offering
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the Appellee’s game constituted a tort by
infringing the Appellant’s business interests in
offering the Appellant’s game. In both the
Appellant’s game and in the Appellee’s game,
users are expected to collect “player’s cards”
through “player’s gacha,” (a lucky dip), strengthen
the abilities of collected players, organize their
own baseball team, and play matches against other
users’ teams. The Appellant alleged that the
Appellee infringed its copyright regarding four
different individual expressions (in (i) the player’s
gacha, (ii) the strengthening phase, (iii) matches
(leagues) and (iv) in four player’s cards) and in the
Appellant’s game as a whole.

The District Court judgment (Tokyo District Court,
November 29, 2013) (i) denied that the Appellant’s
game or the alleged expressions it was comprised
of could be characterized as an artistic work, and
(ii) denied that the Appellant had business interests
protected under the general tort law. In the first
instance trial, the Appellant sought compensation
based on the Unfair Competition Prevention Act
and an injunction based on the Copyright Act or
the Unfair Competition Prevention Act. However,
these two claims were dismissed, and no appeals
were made with regard to those two claims.

The IP High Court, on the other hand, ruled (i) that
the Appellant’s right of adaptation and public
transmission regarding two player’s cards were
infringed, however those regarding the other two
cards, the other three individual expressions and
the game as a whole were not infringed, and (ii)
that the Appellant did not hold a business interests
to be protected under the general tort law. The IP
High Court concluded that part of the Appellant’s
claims shall be granted.

Regarding the infringement of the right of
reproduction and adaptation, the IP High Court
judgment cited the so-called “Esashi-Oiwake
Case” (Supreme Court, June 28, 2001), then
identified expressions that were mutually used in
the Appellant’s game and the Appellee’s game by
comparing individual expressions in the two games,
and determined that creativity could be seen in the
mutually used expressions. This is in line with
the analysis method adopted in past court cases
and the District Court judgment to this case.
However, in the judgment on the player’s cards,
the IP High Court stated:
“with regard to the pose and composition of a
player, it is important which pose is used out
of several poses observed in the actual play
and where the photograph of the player is



placed in the card. With regard to the
background of the card, important are
whether the double display [Author’s Note:
meaning the display of an enlarged
photograph of the upper body of a player
behind the entire-body photograph.] of a
player showing the player’s movement and
emphasizing the player’s facial expression is
adopted and where it is placed, as well as the
composition and usage of colors emphasizing
the player’s strength and fighting spirit. The
specific expressions which are generated by a
combination of those elements constitute
fundamental characteristics on the artistic
expression in the player’s cards.”

The IP High Court adopted the position that
fundamental characteristics on the artistic
expression should be observed in the relatively
abstract expressions and the combination thereof,
and therefore concluded that the player’s cards in
the Appellee’s game, which used different
photographs and designs from those used in the
Appellant’s game, were the results of the
adaptation of those in the Appellant’s game. In
addition, with regard to the above citation, the IP
High Court pointed out that:
“it can be said that how the characteristics
(rarity) of players and their fighting spirit are
expressed on the cards is also important
because the Appellant’s game and the
Appellee’s game are enjoyable in collecting
player’s cards itself as well as in
strengthening [players or a team] and playing
matches [and] how the team, name, number
on uniform of a player are displayed on a
player’s card is not an element specifically
attracting attention of users and thus is not a
fundamental characteristic on the artistic
expression, because users can recall the team,
name and the number on uniform of a player
based on their certain level of knowledge
about the professional baseball once such
player is specified by a photograph.”

The IP High Court judgment is emblematic of the
trend of IP law, in that it focuses on the elements
of the player’s cards in which the fundamental
characteristic of the artistic expression are present,
when considered in the context of the meaning of
the player’s cards in the game as a whole and the
points that attract the attention of users.

A game maker’s personality is likely to be
expressed through the exercise of his/her ingenuity
in a component which is important to the game as
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a whole. Therefore, it is useful to consider the
purpose of the artistic work or the context where it
is used in determining the existence of creativity
and identity or similarity, especially in cases where
such determination is difficult just by looking at
the relevant images.

In this case, the Appellee argued that it had only
limited options in the selection of photographs
because it could only use a limited number of
photographs provided by the Professional Baseball
Organization of Japan, and thus no creativity lay in
such selection.  Although this argument was
dismissed in this case, it has yet to be determined
to what extent special conditions narrowing the
variety of options of available expressions (not
legally but as a matter of fact) should be taken into
account in considering issues under the Copyright
Act.

Ryo Murakami
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[Japanese IP Topic 2015 No.12 (Japanese)]
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