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[Japanese |P Topic 2011 No. 9 (English)]

Draft of Revised Patent Examination Guideline
about "Description Requirement for the
Specification and Claims®

The Japan Patent Office (the "JPO") published the
Draft Revised Patent Examination Guideline
concerning the description requirement for the
specification and claims (the "Draft") on June 22,
2011.

The current Patent Examination Guideline
concerning the description requirement for the
specification and claims was revised in 2003 (the
"current guideline”). Also, a new Article 36(6)(i)
of the Patent Act was added, citing additional ways
in which the applicant could fail to satisfy the

written description requirement Thereafter, the
IP High Court handed down a grand panel decision
which explained the judgment standard for the
written description requirement
(Hei-17(gyo-ke)10042). Following this decision,
examinations for the description reguirement,
especialy for the written description requirement
by the JPO have been strict, and the JPO has been
criticized for being inconsistent in its judgments
and examination practices.

The latest revision to the Guideline aims to make
these examinations less strict, to improve
consistency and also, to supplement and clarify
some parts of the current guideline which were not
sufficiently explained. These amendments are
described below.
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With regard to the written description requirement,
the previous criteria for judgment were retained in
the Draft, but the Draft clearly states that in the
examination, the JPO should avoid unduly
restricting the scope of a claim by fixating on the
specifics described in the specification.

Further, with regard to failures to satisfy the
written description requirement; "the case wherein
the disclosure of the specification cannot be
extended or generalized to the extent of the
claimed invention, even in light of the common
technical knowledge as of filing" is judged to be
the worst kind of failure. In respect of this kind
of failure, the Draft allows for a claim to be
described so that one or more specific examples
disclosed in the specification can be extended or
generalized. The extent to which these specific
examples can be extended or generalized depends
upon the characteristics of the technical field to
which the claimed invention belongs.

In addition, although it was not always clear after
the aforementioned grand panel decision, whether
or not an additional experimental result can be
submitted to overcome a shortfall in the written
description requirement, the Draft clearly indicates
that while presenting common technical
knowledge which proves that the disclosure of the
specification can be extended or generalized to the
extent of the claimed invention, an experimental
result supporting the argument based on the said
common technical knowledge can be submitted.

With regard to the clarity requirement as
prescribed in Article 36(6)(ii) of the Patent Act, the
fundamental idea is retained in the Draft, but there

are some changes made to the criteria for judgment.

Under the current guideline, when the technical
meaning of a subject matter which defines the
invention of a claim is not understood, the claim is
judged as lacking clarity. Further, according to
the Draft, in addition to this requirement, when it is
evident that the subject matter defining the claimed
invention is insufficient, in light of the common
technical knowledge as of the date of filing, the
claim will be judged as lacking clarity.

As summarized above, although there are no
fundamental changes to the guideline, some
important points such as the criteria for
considering additional experimental results have

been clarified. It is expected that examination
practices, especially in relation to the written
description requirement (where the restriction of
claims is not infrequently demanded) will be
improved as a result of this revision.

Masakata Kanayama
GAlll=€20
masakata.kanayama@amt-
law.com

Tel: 81-3-6888-5696

Fax: 81-3-6888-6695

[Japanese IP Topic 2011 No. 9 (Japanese)]
MR & O a5 SR O O FER B | D3
EERUGTR

FRefrrid. 6 A 22 HIZ, BHE N ORFE
K DOHIPH D FLE B IOV T ORI A LY
BERFLEL,

BT OO B 35 Je OVRF R >Rk O i oD R i 2
PRIZBEIT 2 A FLAE TR 15 4RI XET S 4.
UGTREC, A — M (PR 36 S 6 T 1
) EXOBERNBEMESNE L, 20%, ¥
N — N RO M ELES R S M e
DOREE A CFRk 17 4 (1777) 10042 5 [
ST N FH ) SR, ERLRE, R
JT O 5 Fed B R, FRlo AR — N
BT D e L < 22 £0, iRliEt
HWHZIE S SE RN B LEOEMN S TE F
L7,

A B DOFAEFEREDOLET I, B LT X 2 W<
W OIX DS EX 2 R IET D720, BUTHAILYE
TN AR5y 22 TR P O Fe il & Al 2 L R L
THZEEHME LELDOTT RIS E
RRIILL T O®E Y T,

PR — FEZ W T, I R EIR
BYEEINTWAEHDOD, BEIZBWT, W
DOFEHI 72 BRI Fo# S 7= R g o BARBIC &
D OAIVT, B, FIT RS >R O i I O i 2
RKODHZENNEHIZTTHZ ENPHTEIN
TWET, /2, i — FEERKOFER O H
ThibHWREI LW E S D, THFERFOH;
MTEFICIR G L TH | FERIUCIR 2 5B O fi
F T RIFAOFEM RIS BIR SN TNE &R
ERN LML TE D LTV 2 20EEA I
LC. ffRIUL, O i fid S


mailto:masakata.kanayama@amt-law.com

September 2011/Vol.3

= — XA ER O BARFIZ R L THRR 22 L —
WAt L7-std T2 T 5, Lol %
AL BT, HERVW L L TE DREIL.
BB ORI L 0 B EERHR DR

BHOFERZ L2, F OB ORI 2B L.

FEIAOFEM 72 BN BR SN NE & 5 R TH
\ZER D FEB OFIPH £ THREZe WV L — b T
LWz A EHETREEHELINTVE
7T
F 7o, BRERAFEHR A H SN TSk, R
— NERERK OEMBEER IR L TR ST
BINEERFERENZE S b MRS — OB
TIEH Y FHATLEN, WETE T, BHO
SRR BIC B R SN NAE R REICR D
OB E TR WL — b TEH 2 &
N R LN L ot DA e N T %5 & a1t A1
FS < FIRZ AT 2 FEBRAERE A = 2 42
TEXHZENHRSNTVET,

BAMEMEZM (36 56 TH 2 B) I2 W T,
EARO2ZEZ FIFBREBY ESshTnbd b
DD BARK 7B TR B TR O SN E
ENTWET,

BUTHEAEECIT, BHREFENR ED L)
R E W 2 H T 5 ONEETEX WS
XA BRI E T 5 S S E T,
FTR T, ZOBEMHFITINZ T, HEERFOEITE
EEBET D ERWAELRET DHIODOEEN
FRELTWDZENRHALNTH HLEITITH
FEME B ERICRE YT 5 & SR TVET,

FRO X I, BETRTIE, BUTHEELET
DIERIIIEZ Z TFIZTRKRERELITRNE DD,
FEERAE L O S O LS Zh E THE
CWEE R T2mN T ) T TOET,
LStk BRTHFEERENEHIND Z ITED,
KRR — FEAEICOW T IR LN X9
72 FES A ~ D8 FE 70 JRlof A BT 5 KO 2k
BEBENKESND Z ERHIFESNET,
(41120

[Japanese |P Topic 2011 No. 9 (Chinese)]
(LB A5 B AR 25K Y B A A IR A ) o A b
HER B RS

HALF T 6 A 22 HAA T LR P R AL
R EL R (R A A AR e B IR .

IRAT L AR U8 I S B BRI B SRy P I A 7 A
FRUERE T 2003 SEBTT 1. KBTI T 33 [ 32

PR (BRE 36 6101 5) X—2RM, BT
Jeis FRPERE SEE R NG IR I (2005 4F

(1747) 10042 S UYCRF FED 5t FEE
FIWARELE T R, 5, HARLR R At
FEFP IO BB, R S R B (A W bR i AR S
BNk AN, WSS, SR BT
JA W AR AFEA G — IR G .

AU BARAEIAETT,  RER % J40 e f ao 1
& BAREAGE— ¥ ] R o 22 H IR AT
B EARE R U PR A AN 7, AR N
HIRf . BT 5 R A bR an

BT I ta BRI SRR A I
A SRR UTHIAT IR 77k, RS AR,
I 1% i He H T R A0 B A R TR A
A9 1) Je IR 1t S s B 4 /N R ZE SR 1)
BEAL, KT 733 e SCRF A i f ok TR A () 2
T, BRI 2 LA HOE I BRI, 5
AL RITVEL B o BT A TF I R AT DAY e i
WAL BRI SR Tl B R RS I, BT
R T AR SR A mT DUOg PE AN U W o iR ) —
A A HARFH AT Y Rl — A 1 J50) . 5 0t
At b, BIEEEIAR T, ¥R AR SR
BB AR AT PR P AN [R5 I 12% 4% Rl A 6 B 1)
W AR, WETOZARII B AR R, W& F)
TEAN UL IR N R BE TS M R el b A & AL
ISR BT B 1 R W TG

TN H ST FTIR R A SR F A LK,
o} ) B DR 3 S 2 R A T A A 40 I B 3 AT
MRS &5 SR 2 AR vE R A AN (BB I E %
HRIAfIC R T, FEFR H AT DK A B PRGN D R A
FEI P i B Mok Ay & BRI Y [ 1) 7
ARH VU, A nT DL I A8 eV UESE T oA iR
FTVE 32k (1 52 56 45 SRUE B

A IR (36 4661712 5) , HILA
SLERATIARIE S LI, H SE HARI T 92, o T
W NAR

TEIAT P H A Anife b, AR R AR 2
30 B B RE BRSO, SR S8 e
o3 SRR AR . (BAEEIER T, B T HE
A, SIS INAE S & FOE IS B B U B0 FH B
5 R PRI A S AN PR B o 3 A L T
I, LA R ki T WA A

ZELITIA, 8 IE X IAT IH B A bR v (1) SE A T
PRIEA b RAFAE N, (B 9206 25 SRAE W] P ) 2 IR
FRUESE LUFT A B8 W 602 16 s VB H T WA b 72 AR
P G U 1L R o A bRE, JUIE B0 SRR
i, Tk FAE A4 A o 22 DLV B DA L R
FIESR PG DU A A B E . (Bl B0



September 2011/Vol.3

[Japanese |P Topic 2011 No. 10 (English)]
Tokyo District Court found indirect
infringement of a patent by a medical devicein
relation to its use in a way prohibited by the
packageinsert (June 10, 2011)

If a patent has been granted for the invention of a
product, unless an accused product is comprised of
al of the elements of the patented product,
manufacturers or sellers of the accused product are
not generaly liable for infringement. Similarly,
if a patent has been granted for the invention of a
process, unless an accused process contains all of
the steps of the patented process, the users of the
process are not liable for infringement. Thisisa
basic rule of patent infringement under the Patent
Act of Japan. Thistypical kind of infringement is
called *“direct infringement" (or, chokusetsu
shingai in Japanese).

However, as an exception to direct infringement,
Article 101 of the Patent Act of Japan outlines the
requirements for another type of infringement
called "indirect infringement” (or, kansetsu shingai
in  Japanese). Similar to the doctrine of
equivalents, the rule of indirect infringement
expands the scope of patent rights beyond the
scope of direct infringement. Items 1, 2 and 3 of
the Article specify the conditions of indirect
infringement regarding patents which have been
granted for the invention of a product, and Items 4
and 5 of the Article specify the conditions
regarding patents which have been granted for the
invention of a process, and Item 6 of Article 101
specifies the condition regarding patents which
have been granted for the invention of a process
for producing a product.

Under Item 1 of Article 101 of the Patent Act, if an
accused product is to be used exclusively for the
production of a patented product, sellers or
manufacturers of the accused product shall be
liable for indirect infringement even if the accused
product is not comprised of al of the elements of
the patented invention.

In addition, even if the accused product is not to be
used exclusively for the production of a patented
product and can be used for the production of other
products which do not fall within the scope of the
patent, manufacturers or sellers shall be liable for
indirect infringement when the following

conditions provided in Article 101, Item 2 of the
Patent Act of Japan are met:

(i) the accused product can be used for the
production of a patented product;

(i) the accused product is indispensable for the
resolution of the problem to be solved by the
patented invention;

(i) the accused infringer manufactured or sold the
accused product knowing that the invention is a
patented invention and that the accused product is
used for the working of the invention; and

(iv) the accused product is not widely distributed
within Japan.

A Japanese court usualy finds that a defendant
(i.e., an accused infringer) has become aware of
the fact that "the invention is a patented invention
and the accused product is used for the working of
the invention" when she/he has received a cease
and desist letter from the patentee.

The Tokyo District Court's judgment dated June 10,
2011 is related to an indirect infringement under
Article 101, Item 2 of the Patent Act of Japan.
The plaintiff was a registered exclusive licensee
(senyo jisshi kensha in Japanese) of a patent
concerning amedical device.

In this case, the accused products were medical
devices to be used for gastrostomy. The
defendants' customers (i.e., doctors) were able to
use the accused products both in a manner that
directly infringed the patent right as well as in
another manner that did not fall within the scope of
the patent. On the package insert of the medical
device, the defendants stated that the accused
product should not be used in the manner that fals
within the technical scope of the patent. In other
words, the defendants prohibited their customers
from using the accused products in the infringing
manner.

However, the Tokyo District Court ruled that the
defendants should be liable for indirect
infringement after the complaint and copies of the
plaintiff's evidence were served on the defendants.

In explaining its judgment, the Tokyo District
Court stated the following.

(@ In medical practice, the accused products were
actually used in a manner that falls within the
technical scope of the patent despite the
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prohibition on the package insert. The ratio of
the infringing usage to the non-infringing usage
was about 27% (785 / 2869) in terms of the
number of clinical cases and about 45 % (26/58) in
terms of the number of hospitals which responded
to the Court's inquiry.

(b) Even after the defendants received a cease and
desist letter from the patentee, they were not aware
of the fact that the alleged infringing products were
actually used in a manner that falls within the
scope of the patent. The defendants became
aware of the fact at the time of the service of the
complaint which was accompanied by a copy of
the plaintiff's evidence which showed that there
were doctors who used the accused products in the
infringing manner.

As the accused products were also able to be used
in a non-infringing manner, the Court reduced the
damages amount by 70 % in accordance with the
statistical result of the hospitals' responses to the
Court's inquiry (i.e., the ratio of the infringing
usage to the non-infringing usage was about 27%
in terms of the number of clinical cases). As the
patent right had expired before the judgment was
issued, the Court did not order injunctive relief.

This judgment shows that there is a possibility that,
if a person manufactures or sells products which
are actually used in a manner that infringes a third
party's patent rights, she/he may be found to be
liable for indirect infringement after she/he
becomes aware of the actual infringing usage of
the accused products, even if she/he prohibits the
customers from using the accused products in the
infringing manner.

Masayuki Yamanouchi
masayuki.yamanouchi@amt
-law.com

Tel: 81-3-6888-5669

Fax: 81-3-6888-6669
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[Japanese IP Topic 2011 No. 11 (English)]

IP High Court allowing for the registration of
the shape of the "Y Chair" as a
three-dimensional trademark (IP High Court,
June 29, 2011)

The IP High Court reversed a JPO trial decision by
allowing for the registration of the shape of a
wooden chair called the "Y Chair", designed by a
successful Danish furniture designer, Hans Jorgen
Wegner, as a three-dimensional trademark. The
court held that the Y chair's shape had acquired
distinctiveness.

Since 1950, Danish furniture manufacturer, Carl
Hansen & Son, has sold more than seven hundred
thousand Y chairs all over the world. In the
furniture market, the Y chair has recorded
remarkable sales and even in Japan, the chair has
been recognized as the '"best-selling imported
chair" since 1960.

Carl Hansen & Son argued against the JPO
decision that the trademark attempts to protect a
common chair shape, and also argued that the chair
has acquired distinctiveness.

The IP High Court partly upheld the JPO decision,
agreeing that the mark describes the shape of a
chair. However, the court found that the Y chair is
well-recognized in Japan among not only furniture
enthusiasts but also general consumers and that it
had acquired distinctiveness.

According to the IP High Court, whether or not the
mark has acquired distinctiveness should be judged
in light of a comprehensive range of factors, such
as the shape of the applied trademark or its
product; the start or duration of its use; areas of
sale; sales records; duration, area and scale of
marketing and the existence of similarly shaped
products.

The court found as follows: (i) the Y chair has a
characteristic ~ shape, using a semicircular
bentwood with a "Y" or "V" shaped backrest, and
(i1) the current version of the chair is almost the
same shape as when it was first sold in 1950, it has
been marketed for many years and a large number
of products have been sold and, as a result, (iii) the
shape, itself, has acquired distinctiveness.

The court remarked that,
even though the shape of the
mark or products actually
used should, as a general
rule, be identical with the
applied trademark, it is
common to make
modifications in accordance
with  developments  in
technology or changes in the
social environment or in business practices.
Therefore, variations in the colors or materials of
the chair cannot be a negative factor in judging
distinctiveness. Further, the court also stated that
regardless of the availability of many similarly
shaped products, the shape had acquired
distinctiveness since similarly shaped products are
always recognized as reproductions or generic
products of the original Y chair.

Ai Nagaoka

K[t %
al.nagaoka@amt-law.com
Tel: 81-3-6888-5691

Fax: 81-3-6888-6691
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[Japanese IP Topic 2011 No. 12 (English)]

Legal protection, including copyright protection,
of searching and selecting ruins as a
photographic subject denied by the IP High
Court (IP High Court, May 10, 2011).

The Intellectual Property High Court held that: a)
selecting ruins as a photographic subject should
not be considered when determining the
similarities of ruin photographs under the
Copyright Act; and b) being the pioneering
photographer of ruins should not be legally
protected other than under the Copyright Act.
(May 10, 2011)

In Japan, there has been a boom in photographs of
building ruins. Photographer X ("X") is famous
as a pioneering photographer of ruins. These
ruins are not administrated or available to the
public. Some ruins are very popular and many
people visit and take photographs of the ruins and
purchase photo books of them. Photographer Y
("Y") took photographs and published a photo
book of the same ruins which X took photographs
and published a photo book of. X sought to
prevent the publication of Y's photo book and
brought a monetary claim against Y, alleging
copyright infringement, defamation and business
profits infringement. The Tokyo District court
rejected X's claims and X appealed to Intellectual
Property High court (the "IP High court").

Under the Copyright Law of Japan, if the same
essential characteristics exist between two works, a
court will find that one work is duplicated or
adapted into the other work. X insisted that
selecting a photographic subject is important in
taking photos of ruins as it is a core part of the
process and ordinary people are otherwise unable
to find beauty in them. The Tokyo District court
and the IP High court rejected X's contention.
The IP High court stated that the relevant ruins
simply existed and X never placed, located or
altered the ruins. Therefore selecting ruins as a
photographic subject should not be considered.
The IP High court instead stated that the timing of
the photo shooting, the shooting angle and colors
should be considered and in this case, no same
essential characteristics between X's and Y's
photos existed since Y photographed the same
ruins from opposite directions or during a different
season.

X also asserted that X, after much time and cost
spent searching for appropriate ruins, made
ordinary people aware that ruins are beautiful and
therefore, X's business profit should be legally
protected other than under Copyright Law. The
IP High court stated that searching and selecting
ruins as a photographic subject is just an idea as a
photographer and therefore such photographs
should be protected only under Copyright law. X's
assertion was rejected.

This case is of interest as a court might bring a
different view on the Ilegal protection of
photographs; however, the Tokyo District court
and the IP High court have followed a traditional
view.

Takashi Nakazaki

IR
takashi.nakazaki@amt-law.com
Tel: 81-3-6888-1101
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