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[Japanese IP Topic 2008 No. 6 (English)]
Proposed Amendment to Registration System
for Patent License

In February 2008, the cabinet proposed a bill to
amend the patent law in relation to the registration
system for patent license. It is expected that the
bill will pass the parliament before summer.

Effect of Registration

Under Japanese Patent Law, patent license can be
registered in the Japan Patent Office when both the
licensor and licensee agree to the registration.
Once registration is made, the registered license is
valid against (i) a person to whom the licensor has
subsequently assigned the patent or rights thereof,
and (ii) a bankruptcy trustee appointed for or by
the licensor.  Currently, license registration is
available only for granted patents.

Registration for the License of Pending Patent
Application

The Cabinet proposed to amend the registration
system in order to make the license registration
available not only for granted patents but also for
pending patent applications. = This proposed
amendment to the registration system will bring
some advantages to the registered licensee of
pending patent application, the investors and other
financial institutions which invest in such licensee
for the value of the business under the license.

As stated above, (i) even if the licensor assigns the
pending patent application to a third party, the
assignee will not be able to enforce the patent, and
(i1) even if the licensor goes into bankruptcy, the
bankruptcy trustee cannot terminate or cancel the
license.

Limitation on the Scope of Disclosure

Under the current registration system, (i) the
identity of a licensee, (ii) the scope of the license
and (iii) the amount of consideration paid for the
license are required to be specified in the register,
which is open to the public. This statutory
disclosure of the details of the license has been
criticized for its inconvenience in the registration
system. Some of the registered items are now
deemed not appropriate to be opened to the public.
Therefore, there are proposal to amend the
registration system to the effects that the identity
of the licensee and the scope of the license will be
available only to certain stakeholders, such as
purchaser of the patent or patent applications under
which the license is granted, and that the amount
of consideration paid for the license need not be
disclosed in the register.
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[Japanese IP Topic 2008 No. 7 (English)]

How to Determine the Similarities between a
Three-Dimensional Trademark and a Plain
Trademark

Since April 1, 1996, applicants have been able to
file and register three-dimensional trademarks
under the Japanese Trademark Act. However, there
have not been a significant number of applications
for three-dimensional trademarks as the Japan
Patent Office has often rejected them on the basis
that their shapes are indispensable to their function.
As a result, there are not many court cases or
appeal decisions involving disputes about
similarities between a three-dimensional and a
plain trademark. The Examination Guideline for
Trademarks standardizes the determination of
similarities of different types of marks. In
principle, a three-dimensional trademark is judged
as similar in appearance to a plain trademark when
its appearance is the same or similar if viewed
from a specific angle.

We will now examine an example of a typical
appeal case at the Japanese Patent Office, which
uses the standardized examination method in the
Examination Guideline for Trademarks. In the
appeal case (fufuku No. 2002-65052), the applicant
appealed the Examiner's decision that the
trademark application (International Trademark
Registration No. 745658) was not registrable on
the ground it was similar to another person's prior
trademark (Japanese Trademark Registration No.
4458521). The trial examiners at the Japanese
Patent Office issued their appeal decision on June
16, 2004 and the applicant was successful. The
trial examiners held that the two trademarks were
dissimilar to each other and therefore, the
trademark was registrable. The trial examiners
found that three-dimensional trademarks were of a
special nature because they present a different
appearance from specific angles. Therefore, the



examiners tried to judge the similarity in the
appearance of a three-dimensional trademark to
another trademark from an analysis of all available
angles. Since only one drawing was submitted for
the prior three-dimensional mark as indicated
below (Japanese Trademark Registration No.
4458521), the appearance of other angles was
unknown. Therefore, the trial examiner could only
assess the prior trademark by viewing it from a
limited perspective. Accordingly, the two
trademarks were deemed to be dissimilar to each

other.

Japanese Trademark Registration No. 4458521
(a cited trademark)

/\
N/

International Registration No. 745658
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[Japanese IP Topic 2008 No. 9 (English)]
IP High Court's criticizing decisions regarding
the JPO practice

In 2007, the 3rd Division of the Intellectual
Property High Court ("the IPHC") lead by Chief
Judge Toshiaki limura issued a number of
decisions criticizing the practices of the Japan
Patent Office ("the JPO").

Firstly, regarding the JPO's patent practice, the 3rd
Division made remarks regarding the scope and
finality of JPO decisions in cases where only a part
of a JPO decision invalidating a certain claim is
appealed. Under Japanese patent law, an
invalidation action may be filed against individual
claims, where there exists more than one claim in a
patent, as a result of which it is possible for only
part of the claims to be invalidated, while the
remaining claims stays valid. In this regard, the
question as to whether, and as to what extent, a
JPO decision is finalized has not been resolved.
The Japan Patent Act is silent on this matter and
opinions have differed; One view (seemingly
supported by the JPO) is that in this situation the
JPO decision, as a whole, is not finalized. By
contrast, another view is that the part of the JPO
decision, which maintains the validity of the
claims and which was not appealed, is final. The
rd a panel of the 3rd Division handed down
decisions in line with the second view, criticizing
the JPO practice. (IPHC decisions of June 20, 2007
(Case No. 2007 (Gyo-ke) 10081), July 23, 2007
(Case No. 2007 (Gyo-ke) 10099, and September
12, 2007 (Case No. 2006 (Gyo-ke) 10421))

Secondly, the panel rendered decisions criticizing
the practice of the JPO regarding trademark
cancellation and invalidation actions. Petitioners
of these trademark actions have occasionally
sought cancellation or invalidation of the
trademark registration, identifying the classes of
goods/services of their cancellation or invalidation
claim with specified goods/services "and
goods/services  similar  to  the foregoing
goods/services", a practice that seems to have been
endorsed by the JPO. The third panel of the
IPHC stated in dicta that such practice is not
appropriate and should be changed. (IPHC
decisions of June 27, 2007 (Case No. 2007
(Gyo-ke) 10084), October 31, 2007 (Case No.
2007 (Gyo-ke) 10158, and November 28, 2007
(Case No. 2007 (Gyo-ke) 10172))

Thirdly, the panel reversed a JPO decision
regarding the registrability of a design application,
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requiring that the JPO board of examiners disclose
the logical process through which it reached a
conclusion that the application lacked the requisite
creativity. (IPHC decision of December 26, 2007
(Case No. 2007 (Gyo-ke) 10209))

It will be interesting to observe the reaction of the
JPO following those decisions.

Please see Yoshikazu Iwase's article entitled
"Passing judgment on Japan's IP court," which was
firstly published in the Managing Intellectual
Property, March 2008 issue, for more details. (Y.
Iwase)

[Japanese IP Topic 2008 No. 10 (Chinese)]
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