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Japanese IP Topic 2008 No. 11 (Japanese)]

Judgment of the Supreme Court dated April 24,
2008 regarding Inconsistent Conclusions of
Patent Validity by a Court Hearing an
Infringement Claim and the JPO

In Japan, patent invalidity is a defense of an
alleged infringer to an infringement claim; said
alleged infringer may also file a petition for an
invalidation trial before the Japan Patent Office
(the “JPO™) as a separate proceeding. As a
consequence of this double track system, it is
possible that inconsistent conclusions with respect
to patent validity will be reached by the court
hearing the infringement claim and the JPO.

In this case, the Intellectual Property High Court
(the “IP High Court”) found a patent invalid and
dismissed the claims of a patentee-plaintiff, who
filed an appeal to the Supreme Court of Japan.
Thereafter, the JPO approved a correction of
claims in response to a demand for correction filed
by said patentee-plaintiff and found the patent,
consisting of the corrected claims, valid.

Under Japanese Patent Law, correction of patent
claims approved by the JPO becomes effective
retroactively.

On April 24, 2008, the Supreme Court of Japan
opined (i) that the correction of patent claims
approved by the JPO after the conclusion of the
high court proceeding could be a ground to vacate
the decision of said high court; and (ii) that,
however, an appeal to the Supreme Court of Japan
should be dismissed if such correction of the patent
claims were made in order to delay the proceeding
unreasonably. It was the first time for the
Supreme Court of Japan to opine on an issue
arising out of inconsistent conclusions of patent
validity between a court involving a patent
infringement lawsuit and the JPO.

The Supreme Court of Japan found that the
patentee-plaintiff of this case made the correction
of the patent claims in order to delay the
proceeding unreasonably and dismissed the appeal.
(By Yasufumi Shiroyama)
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Update of the Major Judicial Precedents of
Biological Invention Provided by the JPO

In March 2008, the Japan Patent Office (the
“JPO”) updated its paper titled as the Major
Judicial Precedents of Biological Invention.
This is a collection of the remarkable decisions
rendered by the Intellectual Property High Court
(the “IP High Court”) (or Tokyo High Court,
before 2005) against appeal decisions in
appellate proceedings. The English translation
of the previous version of the paper is available
on the website of the JPO at
http://www.jpo.go.jp/shiryou_e/s sonota e/gizy
utu_hanketu e.htm. The purpose of this article
is to introduce selected judicial precedents
regarding the enablement requirement under the
Japanese Patent Law.

On November 29, 2007, the IP High Court



rendered a decision related to an invention of a
microarray. “Microarray” is a research tool,
wherein a series of microscopic spots of
different types of targets, such as DNA, are
arrayed for the simultaneous assays thereon.
The claimed invention was the microarray for
DNA and polypeptides, which has a substrate
with at least 1,000 different types of targets per
lem® therein. However, the embodiment
described in the patent specification was the
microarray, in which the number of spots was
only 400 per lcm?, which was far below the
claimed lower limit, (i.e., 1,000) Therefore,
the IP High Court decided a person skilled in the
art cannot put this invention into practice
thereby lacking the enablement requirement.

On June 28, 2006, the IPHC rendered a decision
related to an invention regarding a recombinant
antibody. The claimed invention was a
humanized murine antibody in which certain
positions of amino acid residues were
mouse-derived and which possessed a specific
affinity for a certain antigen. The embodiment
described in the patent specification was the
humanized murine antibody which had a high
antigen binding ability. However, the positions
of the mouse-derived amino acid residues of this
antibody were different from those of the
claimed antibody. Moreover, the antibody of
the embodiment contained the particular
positions of the mouse-derived amino acid
residues that play a significant role in the
antigen binding ability, while the claimed
antibody did not contain them. Therefore, the
IP High Court decided a person skilled in the art
cannot put this invention into practice thereby
lacking the enablement requirement.

The enablement requirement often becomes an
issue, especially in the field of biological
inventions, because patent claims are frequently
specified by numerical values or functions, and
it is difficult to estimate these characteristics'
effects or the structure of the resultant products.
Accordingly, it would be important to consider
whether the claimed invention is adequately
supported by the descriptions in the specification
at the time of patent application, as well as at the
invalidation trial before the JPO.
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[Japanese IP Topic 2008 No. 15 (English)]
Drastic Reductions in Japanese Patent Office
Fees

Summary of Reduced Fees

The Japanese Patent Office has announced that a
bill to revise parts of the Japanese Patent Law
and other laws was passed by the Diet on April
11, 2008 and is expected to take effect on June 1,
2008 (the "Effective Date"). The revisions
include a reduction in the official fees for
trademarks as follows:

Current Reduced
fees fees

Registration fees JPY JPY 37,600
(lump sum 66,000
method):

Registration fees JPY JPY 21,900
(installment 44,000

method):

Renewal fees JPY JPY 48,500
(lump sum 151,000

method):

Renewal fees JPY JPY 28,300
(installment 101,000

method):

Registration Fees

As for registration fees (including registration
fees for the first installment under the
installment method), the criteria for eligibility
for the fee reduction is whether the deadline for
payment of the registration fee expires before or
after the Effective Date. Under the Japanese
Trademark Act, a registration fee must be paid
within 30 days from the date of receipt of a
registration decision.  Accordingly, if the
deadline for such payment occurs before the
Effective Date, then the registrant is ineligible
for reduced fees. However, if the deadline can
be extended beyond the Effective Date by
requesting a 30 day extension, then the registrant
is eligible for reduced registration fees (the fee
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for such an extension request is JPY 2,100 per
application).

Renewal Fees

As for renewal fees (including renewal fees for
the first installment under the installment
method), the criteria for eligibility for the fee
reduction is whether the due date for renewal
falls before or after the Effective Date. The fee
reduction does not apply to a registration having
a renewal due date falling before the Effective
Date, and any grace periods are disregarded for
purposes of determining the due dates of
renewal fees.

Installment Payments

A reduction in the second installment of
registration fees or renewal fees applies only if
the corresponding first installment of registration
fees or renewal fees is paid under the new fee
schedule.

Filing Fees
Lastly, the filing fees of JPY 21,000 for one

class and JPY 15,000 for each additional class
will be also reduced to JPY 12,000 for one class
and JPY 8,600 for each additional class.
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