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[Japanese IP Topic 2011 No. 5 (English)]
Amendment to the Patent Act of Japan

The bill (the "Bill") for the amendment to the
Patent Act of Japan and other IP laws was
submitted to Parliament on April 1, 2011. The
Bill has already passed the House of Councilors,
and is pending before the House of Representatives
as of May 24, 2011. The proposals of the Bill are
explained below:

1) Protection of a license.

According to the Bill, a licensee of a patent is able
to assert its license against a party which
subsequently acquires the licensed patent or is
subsequently appointed as a bankruptcy trustee of
a licensor without registration of the license in the
registry of the Japan Patent Office ("JPO").
Under the current Patent Act, it is unable to do so.
The Bill intends for this proposal to apply both
prospectively and retrospectively to licenses
granted prior to the effective date of the
amendment.

2) Restriction of a new trial.

Under the current Patent Act, even after a court's
judgment ordering an alleged infringer to
compensate for the damages resulting from a
patent infringement becomes final and conclusive,
the ordered party may initiate a new trial in the

future to cancel the judgment if the enforced patent
is subsequently invalidated through an invalidation
trial before the JPO.  The Bill prohibits such a
new trial.

3) Correction of claims, etc.

Currently, a patent holder has two chances to
correct claims, specification and/or drawings in
order to avoid prior art or to satisfy the description
requirement during the period when an
invalidation trial is pending. The first chance is
the time when an answer is filed by the patent
holder, and the other chance is within 90 days after
filing a complaint by the patent holder in the IP
High Court to revoke the JPO trial decision
invalidating the patent. The Bill prohibits a
correction to be filed after the JPO decision, i.e.,
the correction to be filed on the above-mentioned
second chance. On the other hand, the Bill
requires the JPO trial examiners to issue a
preliminary trial decision in writing prior to the
issuance of a final trial decision when the JPO trial
examiners find that a patent is to be invalidated.
Within a designated period after the issuance of the
preliminary trial decision, the patent holder is able
to file a correction of claims, specification and/or
drawings as well as to rebut the examiners' opinion.
In addition, the Bill clarifies that dependent claims
are subject to a correction made with respect to an
independent claim on which they are dependent



May 2011/Vol.2

unless a correction of a dependent claim to make it
into an independent form is made simultaneously.
The Bill further clarifies that a correction to a
specification and/or drawings is effective with
respect to all of the related claims.

4) Effect of a JPO trial decision dismissing a
request for invalidation.

Under the current Patent Act, once a JPO trial
decision dismissing a request for invalidation
becomes final, conclusive, and registered in the
JPO, then no one may subsequently file a new
request for invalidation based on the same facts
and evidence as those dismissed. The Bill
narrows the scope of this restriction so that a party
which was neither a party nor a participant to the
dismissed invalidation request may be able to
request another invalidation trial even if the
request is based on the same facts and evidence.

5) Remedy for a party whose invention was the
subject of a patent application made by another
party.

Under the current Patent Act, a party, whose
invention was the subject of a patent application
made by and registered in the name of another
party, cannot request a court to order the registrant
to transfer an issued patent. The Bill proposes a
remedy where a court may order a registrant of a
patent to transfer the patent to a party who legally
owned the right to file a patent.

6) Grace period.

The Bill proposes a 6 month grace period for filing
a patent after an invention is made public due to
the commencement of sales of a product which
discloses the invention. However, it should be
noted that claiming such a grace period needs to be
declared at the time of filing a patent application
and that evidence which supports eligibility for the
grace period needs to be filed within 30 days of
filing the patent application.

8) Restoration of a patent.

According to the Bill, even if a patent holder fails
to pay the annual fee and late payment fee within
the prescribed period for late payment (within 6
months of the payable deadline), as long as there is
a justifiable reason for such failure, a patent can be
restored by payment of the annual fee and late
payment fee within (i) one year from the lapse of
the late payment period and (ii) within two months
of disappearance of the reason. (Yasufumi
Shiroyama)

[Japanese IP Topic 2011 No. 5 (Japanese)]
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[Japanese IP Topic 2011 No. 5 (Chinese)]
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[Japanese IP Topic 2011 No. 6 (English)]

The Supreme Court denied the JPO practice
regarding patent term extension for drug
inventions

Under the JPO practice of granting patent term
extensions, an application for a patent term
extension based on the later approval of a medical
product ("later product") with an active ingredient
and an effect, which are the same as those
specified in a precedent approval of another
medical product ("precedent product"), is rejected
since it is not acknowledged that "obtaining the
approval as designated by the Cabinet Order was
necessary for the working of the patented
invention" as prescribed in Article. 67 (1)(i) of
the Patent Act.

In the subject case, the patentee of a patent
directed to the "release control composition” (the
"Patent") filed an application for a patent term
extension (the "Application") based on a
governmental approval (the "Approval") of the
medical product "PACIF CUPSULES 30mg" (the
"Medical Product") under Article 14(1) of the
Pharmaceutical Affairs Act. The Examiner
rejected the Application on the ground that there
was a previous approval (the "Preceding Approval
") of another medical product which had the same
active ingredient and /effect as the Medical
Product. The Board of Appeals of the JPO
decided to uphold this rejection. However, the
decision by the JPO was revoked on appeal before
the IP High Court. The JPO filed an appeal
against the IP High Court's decision before the
Supreme Court.

The Supreme Court made a notable judgment in
which it found that even where there exists a
previous approval as aforementioned, if the
precedent product does not fall within the scope of
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a patent to be extended based on a later approval, it
cannot be said that obtaining the later approval was
unnecessary for the working of the patented
invention on the ground that there is a previous
approval. Then, for the subject case, since the
other medical product does not fall within the
scope of any of the claims of the Patent, the
Supreme Court applied the above standard, and
affirmed the IP High Court decision which revoked
the decision of the JPO.

This Supreme Court's decision has clearly denied
the current JPO practice of granting patent term
extensions, and where, for instance,, there exists a
first approval for a drug in the form of an injection,
a patent directed to a drug in a form of tablet may
be extended based on a second approval for the
tablet despite it having the same active ingredient
and effect as those of the first approved injection
drug.

Masakata Kanayama
GaAlll=g¢
masakata.kanayama@amt-
law.com

Tel: 81-3-6888-5696

Fax: 81-3-6888-6695
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[Japanese IP Topic 2011 No. 6 (Chinese)]
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[Japanese IP Topic 2011 No. 7 (English)]
Amendment to the Trademark Act of Japan

The Bill also proposes a minor amendment to the
Trademark Act of Japan. Under the current
Trademark Act, no one may register a trademark
identical or similar to a prior registered trademark
of another person even if such a prior registration
has already been extinguished unless one year has
passed since the extinguishment. During a
trademark prosecution, when an applicant receives
a notice of refusal from the JPO citing a prior
trademark, the applicant may seek a rescission,
invalidation or abandonment of the prior trademark
in order to overcome the refusal. However, due
to the existence of this rule, the subsequent
applicant's trademark can not be registered for a
period of one year from the date of the
extinguishment of the prior trademark registration

even when the prior trademark is successfully
invalidated by a trial or abandoned through
negotiation.

The Bill proposes to abolish this rule. It means
that a subsequent applicant's trademark can be
registered without waiting for a period of one year
when a prior trademark is successfully rescinded or
invalidated by opposition or trial, or abandoned.

As an exception, however, when a prior trademark
is extinguished because of the expiration of the
duration, the registrability of a trademark will be
judged one year after the date of expiration. This is
because an expired trademark registration has an
opportunity to recover its right for up to one year
from the date of expiration.
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[Japanese IP Topic 2011 No.7 (Japanese)]
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[Japanese IP Topic 2011 No. 7 (Chinese)]
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[Japanese IP Topic 2011 No. 8 (English)]
Enactment of the rules for international
jurisdiction of the Japanese courts

A Bill for the amendment to the Code of Civil
Procedure and the Civil Provisional Remedies Act
was promulgated on May 2, 2011. The
amendment will become effective in accordance
with a cabinet order by May 2, 2012.

The purpose of the amendment is to introduce
provisions regarding the international jurisdiction
of the Japanese courts into the Code of Civil
Procedure, which lacked any such provisions.
The provisions introduced by the amendment will
apply to civil cases which will become pending
after the effective date of the amendment.

1) Exclusive jurisdiction over litigation in relation
to validity and/or enforcement of assignment
regarding patents and trademarks, etc., in Japan.

Following the amendment, Japanese courts will
have exclusive jurisdiction over actions relating to
the presence/absence or the validity of an
intellectual property which requires registration in
Japan as a condition to be effective, i.e., a patent,
utility model right, design, and trademark.

For example, any party which wants to invalidate a
Japanese patent must file an invalidation trial with
the JPO. If it wants to challenge the JPO's
decision rendered for the trial, it is necessary to file
a cancellation suit with the IP High Court. Even
if a foreign court issues a judgment which
invalidates a Japanese patent and it is final and
binding, Japanese courts will not approve it and
such a foreign judgment will not be enforceable in
Japan.

This rule does not apply to a copyright.

In addition, any action relating to a registration of
intellectual property in Japan will be subject to the
exclusive jurisdiction of Japanese courts. For
example, an action claiming for the transfer of
registration of a Japanese patent will be subject to
the exclusive jurisdiction of Japanese courts, and
any judgment of a foreign court ordering such a
transfer will not be enforceable in Japan even if a
dispute arises from a contract where a governing
law is stipulated as a foreign law and an exclusive
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jurisdiction is stipulated to be the said foreign
court.

2) International jurisdiction over infringement
litigation relating to an intellectual property in
Japan.

The amendment does not introduce specific
provisions on infringement litigation relating to
intellectual property. In light of the precedents of
the Supreme Court of Japan on jurisdiction, IP
infringement litigation falls under the category of
an action relating to a tort. Following the
amendment, Japanese Courts will have jurisdiction
over an action relating to a tort if the place where
the tort is committed is located in Japan. The
term "the place where the tort is committed"
includes both the place where the action of tort
takes place and the place where the result of the
action of tort occurs. However, if it is not
reasonably foreseeable that the result of the action
of tort occurs in Japan, Japanese courts will not
have jurisdiction over the action.
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[Japanese IP Topic 2011 No. 8 (Chinese)]
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