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On August 18 2009 the IP High Court ruled on the damages recoverable by a former
sub-licensor in relation to a former sub-licensee's exploitation of a patented invention
following the termination of a sub-licence agreement.

Once a patent licence agreement is terminated, the former licensor (ie, the patentee)
may seek damages for patent infringement if a former licensee continues to exploit the
patented invention. However, the position is different when a former sub-licensee
continues to exploit the patented invention after the termination of a patent sub-licence
agreement. Under Japanese law, only a patentee or a licensor registered as a statutory
exclusive licensor has standing to sue for patent infringement.

A former sublicensor sought compensation for violation of a sub-licence agreement,
demanding payment of an amount equivalent to the royalty stipulated in the terminated
sub-licence agreement for the former sub-licensee's exploitation of the patented
invention subsequent to termination.

On October 29 2008 the Tokyo District Court rejected the claim on the grounds that only
patentees may seek damages in relation to the unauthorized exploitation of a patented
invention. However, the IP High Court found that a former sub-licensor may also seek
damages as compensation for a former sub-licensee's violation of a sub-licence
agreement and may reasonably seek an amount equal to the royalty that would have
been payable if the agreement had still been in force.

Moreover, the court found that once the former sub-licensee pays the stipulated
damages to either the former sub-licensor or the patentees, the obligations to both
former sub-licensor and patentees are deemed to have been performed to the extent of
the amount paid.

For further information on this topic please contact Yasufumi Shiroyama at Anderson
Mori & Tomotsune by telephone (+81 3 6888 1000), fax (+81 3 6888 3089) or email (
yasufumi.shiroyama@amt-law.com).

The materials contained on this website are for general information purposes only and
are subject to the disclaimer.

ILO is a premium online legal update service for major companies and law firms worldwide. In-
house corporate counsel and other users of legal services, as well as law firm partners, qualify
for a free subscription. Register at www.iloinfo.com.

Author

Yasufumi Shiroyama

Online Media Partners

(SNAT A\

ST /AEIEN

2, . ’; /(CE:\Association of q p

"u;«‘ Corporate Counsel N\ Z
Prmeet

© Copyright 1997-2010 Globe Business Publishing Ltd


http://www.internationallawoffice.com/gesr.ashx?l=7F1R80D
http://www.internationallawoffice.com/gesr.ashx?l=7F1R80G
mailto:yasufumi.shiroyama@amt-law.com?subject=Article%20on%20ILO
http://www.internationallawoffice.com/gesr.ashx?l=7F1R80K
http://www.internationallawoffice.com/gesr.ashx?l=7F1R80N
http://www.internationallawoffice.com/gesr.ashx?l=7F1R80R
http://www.internationallawoffice.com/gesr.ashx?l=7F1R80K
http://www.internationallawoffice.com/gesr.ashx?l=7F1R80U
http://www.internationallawoffice.com/gesr.ashx?l=7F1R80X
http://www.internationallawoffice.com/gesr.ashx?l=7F1R810
http://www.internationallawoffice.com/gesr.ashx?l=7F1R813
http://www.internationallawoffice.com/gesr.ashx?l=7F1R816
http://www.internationallawoffice.com/gesr.ashx?l=7F1R816
http://www.internationallawoffice.com/gesr.ashx?l=7F1R81Q
http://www.internationallawoffice.com/gesr.ashx?l=7F1R81T

